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UNITED STATES CIRCUIT COURT OF APPEALS 


FOR THE NINTH CIRCUIT. 


No. 2195. 


H. J. HEINZ COMPANY, 
Appellant, 


VS. 
MAX M. COHN, 
Appellee. 


BRIEF AND ARGUMENT FOR APPELLANT. 


May it please the Court: 


This is a suit im equity under letters patent No. 835,850, 
issued November 13, 1906, to Max M. Cohn, for improvements 
in Isnvelopes, and letters patent No. 824,908, issued July a 
1906, to Max M. Colin, for improvements in Envelopes. 


The patent No. 835,850, issued November 13, 1906, was ap- 
plied for first, and so throughout the record it has been desig- 
nated as the first Cohn patent, while the patent No. 824,908, 
apphed for last, has been designated as the second Cohn 
patent. For convenience, we will diseuss the Cohn patents 
under these names or designations. For a like reason we will 
refer to the appellant as the defendant and to the appellee 
as the complainant. 


General Statement of the Matter in Controversy. 


The two Cohn patents sned on relate to what are known, in 
popular language, as one-piece transparent window envelopes 
—envelopes made of one piece of paper by applying a grease 
or oily preparation to the spot where the address of the en- 
closure is to appear so as to render it transparent, and allow 
the address to appear through the transparent portion or 
window—to distinguish them from two-piece transparent 
window envelopes—envelopes where the portion over the 
address of the enclosure is cut out and a piece of oiled or 
transparent paper pasted in. 


The improvement of the first Cohn patent consists in print- 
ing a border around the window, either in the form of a ring 
or large enough to cover the entire face of the envelope out- 
side of the transparent space, so as to cover up and conceal 
any running of the oily preparation in the fibre of the paper 
and give a sharp or definite outline to the window. The im- 
provement of the second Cohn patent consists in the envelope 
of his first patent when the window is made in the form of 
an article of manufacture or symbol of trade, with permanent 
advertising matter printed on the face of the envelope in 
juxtaposition to the window. 


Nverything was old in the envelopes of the Cohn patents, 
as the defendant contends, except printing a ring: around the 
grease spot, as such rings had been printed around grease 
spots on paper used for other purposes. The whole contro- 
versy, as the defendant contends, so far as the envelope of the 
first Cohn patent is coneerned, is as to whether it involved 
invention to print a ring around a grease spot. 
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Facts Conceded and Disputed. 


On behalf of the defendant, it is conceded: 


1. That the defendant is an incorporation, as alleged in 
the bill. 


2. That the respective letters patent were granted to the 
said Max M. Colin, in due form, as alleged in the bill. 


3. That the title to the patents was in the complainant at 
the time the bill was filed and at the date of which the decree 
was entered. 


On behalf of the defendant it is contended that the follow- 
ing facts and conclusions of law are established by the evi- 
dence: 


4, That the alleged invention claimed in each of the claims 
of the first and second Cohn patents involved no invention, in 
view of the state of the art, and nothing beyond the exercise 
of ordinary mechanical knowledge and skill. 


5. That one-piece transparent window envelopes, made 
from Opaque paper and with window spaces rendered trans- 
parent by the application of an oily or similar suitable prep- 
aration, are shown or described in the Brown 1862 patent, 
No. 36,399, in all substantial respects like the envelope of the 
first Cohn patent, exeept that the Brown envelope had no 
border printed around the transparent window or space. 


6. That the ‘“‘border’’ mentioned in the claim of the first 
Cohn patent, and in the claims of the second Cohn patent sued 
on, may be either a narrow ring around the transparent win- 


4 


dow, or it may extend solid from the window space to the 
edges of the face of the envelope, as expressed in the specifl- 
eation of the first Cohn patent, in describing Fig. 2, where he 
says that, ‘‘The entire face of the envelope around the window 
is assumed to have been imprinted or colored to give defini- 
tion to the window opening and obliterate signs of ‘creep’ in 
the transparency producing preparation’’; or, as expressed in 
the second Colin patent, in deseribing the ‘‘border’’ produced 
by the coloring matter, where he says that, ‘‘This coloring 
matter may be applied solid over the face of the envelope.’’ 


7. That one-piece transparent window envelopes, made 
from transparent paper or stock, and with borders printed 
around the space left for the window and extending out to 
the edges of the envelope face, as Cohn says above that his 
borders may extend, are shown or described in the Busch 1896 
Iinglish patent, No. 11,876, as testified by defendant’s wit- 
nesses and admitted by Cohn. 


8. That the printing on the Brown 1862 patented envelope, 
made from opaque paper with ‘‘only a transparent portion, 
large enough to exhibit the ‘direction’ through it,’’? as de- 
seribed in the Brown patent, of the border of the envelope 
described in the Busch 1896 Muglish patent, made from trans- 
parent paper, produces the envelope described and claimed in 
the first Cohn patent sued on, and was merely a mechanical 
act, required merely the exercise of the knowledge and skill 
of the trade or calling of the printers’ craft, and nothing of 
the charaeter of invention. 


9. That for many years before the application for the first 
Cohn patent it was the common and universal practice in this 
country among the printers of three-color pictures, the 
printers of lithograph labels, and the printers of general 
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kinds of work, to print a border around their pictures or 
work, to give definition to the same and to cover up and con- 
eeal ragged, imperfect, or unsightly edges, resulting from the 
running of the ink or colors, or for other causes, the work 
done and the results secured by printing and using such bor- 
der being im all respects similar in character and kind to the 
work done and the results secured by Cohn in printing the 
border on the envelope of his first patent. 


10. That the printing on the Brown 1862 patented envelope 
made from opaque paper, with ‘‘only a transparent portion, 
large enough to exlibit the ‘direction’ through it,’’ as de- 
seribed in the Brown patent, of the border used by the 
printers of three-color work, lithograph printers, or printers 
generally, produced the envelope deseribed and claimed in the 
first Cohn patent, and was merely a mechanical aet, and re- 
quired merely the exercise of the knowledge and skill of the 
trade or ealling of the printers’ craft, and nothing of the 
character of invention. 


11. That the use of ‘‘borders’’ around transparent spaces, 
both in the use of transparent paper or material, and of 
opaque paper where the transparent spaces are produced by 
the use of an oily preparation, or where the transparent space 
is formed by a separate piece of transparent material, are 
shown or described in the Tudor 1878 reissued patent, No. 
7,014; the Leigh 1894 English patent or publication, No. 21,- 
711; the Buseh 1896 English patent, No. 11,876; and the Smith 
& Brown 1901 English patent, No. 25,532. 


12. That the printing on the Brown 1862 patented envelope 
made from opaque material with ‘‘only a transparent portion, 
large enough to exhibit the ‘direction’ through it,’? as de- 
scribed in the Brown patent, of the border around the trans- 
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parent spaces shown or described in the Tudor, Leigh, Busch, 
and Smith & Brown patents above described, produced tlre 
envelope described and claimed in the first Cohn patent, and 
was merely a mechanical act, and required merely the exer- 
cise of the knowledge and skill of the trade or calling of the 
printers’ craft, and nothing of the character of invention. 


13. That the first envelopes made by Cohn out of opaque 
paper, with transparent windows produced by an oily prepara- 
tion, and with a border printed around the transparent win- 
dows, were made in the Spring or Summer of 1904, and sub- 
sequent to May 9, 1904, on which date Cohn filed his first ap- 
plication for a patent, as appears not only from the evidence 
but from the envelopes offered in evidence themselves, which 
all contain the words ‘‘Patent Pending,’’ or ‘‘Pat. Applied 
lor,’? which was possibly true after May 9, 1904, but was not 
true before that date. 


14. That in January, 1904, one-piece transparent window 
envelopes were made from opaque paper by Julius Regen- 
stein and others, at Chicago, Nhinois, by rendering the window 
space transparent by the use of an oily preparation, and then 
printing a border around the space to give definition to the 
window and to cover and conceal the ereeping or bleeding of 
the oil, which envelopes were full sized and complete reduc- 
tion to practice of the inventions of the first Cohn patent, and 
corresponded in each and every respect with the envelopes 
claimed in the first Cohn patent. 


Ib. That the claims of the second Colm patent are limited 
to envelopes containing a transparent window or space whieh, 
considered by itself alone and irrespective of the border, is in 
outline characteristic of some symbol of trade, or article of 
manufacture, and with permanent advertising matter placed 
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or printed on the border outside of the transparent window 
or space. 


16. That envelopes with transparent windows in the shape 
of a trade-mark, article of manufacture, or symbol of trade, 
are Shown and deseribed in the Boldt 1897 English patent, No. 
29,956, which patent also says that the transparent windows 
may have a trade-mark, name or other symbol or device upon 
the transparent window itself. 


17. That to take the envelope of the first Colin patent, with 
its transparent window and with its border printed around 
the window, and make the window in the form or shape of a 
trade-mark, symbol or device, as deseribed in the Boldt 1897 
Knglish patent, and place permanent advertising matter on 
its border, produces the envelope of the second Cohn patent, 
and was merely a mechanical act, and required merely the 
exercise of the knowledge and skill of the trade or ealling of 
the printers’ craft, and nothing of the character of inven- 
tion. 


18. Phat only mechanical knowledge and skill and nothing 
of the character of invention were required to take the en- 
velope claimed in the first Cohn patent, with its transparent 
window and border, and change the form of the window so as 
to make it in outline characteristics of some symbol of trade, 
in view of the Boldt 1897 English patent, and of the practice, 
from time immemorial, of printing permanent advertising 
inatter on the face of envelopes outside of the space reserved 
for the address. 


19. That the transparent window in the defendant’s en- 
velope charged to infringe is not in the shape or form of an 
article of manufacture, and is not in ontline characteristic of 
some symbol of trade, but is simply in size and shape the 
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regular transparent window of the stock envelope made by 
the manufacturer of the defendant’s envelope. 


20. That the defendant’s envelope contains neither perma- 
nent advertising or printed matter on the border or face of 
the envelope, as required by the claims of the second Cohn 
patent sued on, but simply the word ‘‘Ieinz’’ on the inside 
back of the envelope opposite the transparent window or 
space, so as to be seen therethrough, similar to the use of a 
word, symbol] or device on the transparent window or space, 
as the Boldt 1897 English patent describes, and the usual 
returm card in the upper left-hand corner—neither of which 
constitue the permanent advertising matter ‘‘appearing on 
said printed border and related to and in juxtaposition with 
the outline of said window,’’ as called for in the first claim, 
nor the ‘‘permanent printed matter on the face of the en- 
velope related to and in juxtaposition with the outline of the 
window and co-operating with said outline to indicate a nar- 
ticular brand of goods,’’ as called for in the second claim. 


21. That the defendant’s envelope does not infringe the 
claims of the second Cohn patent sued on. 


Assignment of Errors. 
The errors assigned on behalf of the appellant at page 671 


are, That the court erred— 


1. In finding and holding that letters patent No. 835,850 
were good and valid in law, and in sustaining the same. 


2. In finding and holding that letters patent No. 824,908 
were good and valid in law, and in sustaining the same. 
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3. In holding that the defendant’s envelopes were an in- 
fringement of said letters patent or either of them, and in 
ordering an injunction against the defendant. 


4. In holding that said letters patents No. 835,850 and 
No. $24,908 involved novelty and invention, notwithstanding 
the state of the art as established in the evidence. 


>. In not holding that said letters patents No. 835,850 and 
No. 824,908 were invalid and of no foree or effect whatever 
as lacking novelty and invention, in view of the state of the 
art as established in the evidence. 


6. In not holding that the said letters patent, No. 835,850, 
were anticipated by the one-piece transparent window en- 
velopes made by Julins Regenstein and others in January, 
1904. : 


7. In holding that Cohn conceived of the invention de- 
seribed and claimed in said letters patent No. 835,850 prior 
to January, 1904, and before the making of the January, 
1904, envelopes by Juhus Regenstein and others. 


8. In not finding and holding that said letters patent, 
No. 835,850, were invalid and void and of no force or effect 
whatever, in view of the common and universal practice in 
this country, among the printers of three-color pictures and 
the printers of lithograph labels, and the printers of gen- 
eral kinds of work, of printing a border around their pic- 
tures or work to give definition to the same, and to cover 
up and conceal ragged, imperfect, and unsightly edges result- 
ing from the running of the ink or colors or from other 
causes. 


9. In not finding and holding that said letters patent, No. 
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835,850, were invalid and void and of no foree or effect 
whatever, in view of the existence in the prior art of one- 
piece transparent window envelopes without a border around 
the transparent window, and of the eommon practice and ex- 
pedient of printers, of printing a border around pictures and 
of other kinds of work to cover up and econeeal, ragged, im- 
perfect, and unsightly edges, resulting from any eause what- 
soever. 


10. In not finding and holding that said letters patent, No. 
835,850, were invalid and void and of no force or effect 
whatever, In view of the Busch 1896 English patent, No. 
11,876, whieh had borders printed around the space left 
for the transparent window. 


11. In not finding and holding that said letters patent, 
No, 835,850, were invalid and void and of no foree or effect 
whatever, in view of the use of borders around desired trans- 
parent spaces, produced in opaque paper by an oily prepara- 
tion, as shown in the various letters patent offered in evi- 
dence on behalf of the defendant. 


12. In not finding and holding that said letters patent, 
No. 835,850, were invalid and of no force or effect whatever, 
on the ground that the printing of the border around the 
transparent window of the envelope, described and claimed 
in such patent, was a mere printers’ mechanieal expedient, 
that had been practiced for many years in various kinds of 
printers’ work, to cover up and conceal ragged, imperfect 
and unsightly edges, resulting from any cause whatsoever. 


13. In not finding and holding that the envelope deseribed 
and claimed in said letters patent No. 835,850, was first eon- 
eeived of by the said Max M. Cohn in the Spring or Summer of 
1904, and after the Regenstein 1904 envelope had been manu- 
faetured, 
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14. In not findine and holding that the envelope described 
und claimed in said letters patent, No, 824,908, was hmuited 
and confined to envelopes containing a transparent window 
or spaee which, considered by itself alone and irrespective 
of the border, was in outline characteristic of some symbol 
of trade or arti¢le of manufacture. 


15. In not finding and holding that said letters patent, 
No. 824,908, were invalid and void and of no foree or effect 
whatever, in view of the Boldt 1897 Inglish patent, No. 
29,956, offered in evidence by the defendant. 


16. In not finding and holding that the envelope deseribed 
and elaimed in said letters patent, No. 824,908, involved only 
mere mechanieal knowledge and skill to make, in view of 
the fact that envelopes with transparent windows, in various 
forms, and with borders around the same, were shown and 
described in the Buseh Hnglish patent, No. 11,876; the Boldt 
Knghsh patent, No, 29,956, and other patents offered in evi- 
denee by the defendant. 


17. In not finding and holding that only mechanical 
knowledge and skill were required to take the envelope de- 
seribed and claimed in said letters patent, No. 835,850, with 
its transparent window and border, and changing the form 
of the window so as to make it in outline characteristic of 
some symbol of trade, in view of the Boldt 1897 Hneglish 
patent, and of the practice, from time immemorial, of print- 
ing permanent advertising matter on the face of the en- 
velope outside of the space reserved for the address. 


18. In finding and holding that the transparent window in 
the defendant’s envelopes charged to infringe was in outline 
characteristic of some svmbol of trade or article of manw 
facture, as deseribed and claimed in said letters patent, No. 
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824,908, and in finding and holding that the defendant’s 
envelopes were an infringement of the claims of said letters 
patent, No. 824,908. 


As many of the facts specified in the contentions of the 
defendant, and many of the errors contained in the above 
enumeration, depend for their establishment upon consid- 
erations of testimony and prineiples of law applicable to 
several, we consider that it will conduee to clearness and 
brevity to consider them together, under appropriate head- 
ings, as far as appheable, and so we will proceed to consider 
them in connection with the patents to which they respeet- 
ively relate. 


The First Cohn Patent is Lacking in Invention in View of 
The State of the Art. 


The learned judge below, in his opinion, beginning at page 
32, diseusses the defenses of anticipation and lack of novelty, 
but appears to have singularly failed to consider what we 
regard as one of the impregnable defenses in this case—the 
lack of anvention in view of the state of the art. The Su- 
preme Court has frequently held that the alleged invention 
of a patent may be novel in the sense of having never been 
made in the particular form shown or deseribed in the patent, 
in which ease, of course, it is not anticipated or precisely 
Inet, but that, if it lack avention over the state of the art, 
the patent cannot be sustained. 


To refer to a case or two on this point—though there are 
many that conld be cited: 


In Thompson v. Poisselier, 114 U. S., 11, the Supreme 
Court said: 


“It is not enough that a thing shall be new, in the 
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sense that in the shape or form in which it is produced 
it shall not have been before known, and that it shall 
be useful, but it must, under the Constitution and the 
Statute, amount to an invention or discovery.”’ 


The above language is quoted and the principle of law 
reiterated in Gardner v. Herz, 118 U. S., 191, where addi- 
tional eases are cited; and after quoting the above language 
from the Thompson-Boisselier case, the Supreme Court, on 
page 192, said: 

““A large number of cases in this court were there 
referred to, and one especially, where the thing claimed 
was new, in the sense that it had not been anticipated by 
any previous invention, and it was shown to have su- 
perior utility, yet it was held not to be such an im- 


provement as was entitled to be regarded in the patent 
law as an invention.’’ 


It was not enongh, therefore, for the learned Judge below 
to find that the alleged inventions of the Cohn patents 
were novel and not anticipated, in the sense that the exact 
envelopes shown and described in the patents had not ex- 
isted before, unless such envelopes contained invention over 
what existed in the prior art. The defense that we are now 
insisting upon, and which we think was practically overlooked 
by the court below, is that there was no invention in the 
envelopes of the Cohn patents, when what Cohn did, over 
what was known and existed before, is taken into considera- 
tion. ‘To show this lack of invention we will take up and 
consider the state of the art as it was fully established in 
the proofs. 
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The State of the Art and in What it Consists. 


The state of the art may be considered under six general 
divisions or propositions which may be briefly presented as 
follows: 


First, one-piece window envelopes in every respect like the 
envelope of the Cohn patent, but without a border around 
the window, were old in the art. 


Second, borders were old and had long been used by the 
printers of three color pictures, for the same purpose as 
they were applied and used by Cohn on his one-piece trans- 
parent window envelope—to cover up, conceal or obliterate 
irregular, ragged and unsightly edges on the work enclosed 
within the borders. 


Third, borders were old and had long been used by the 
printers of lithograph picture labels, for the same purpose 
as they were applied and used by Cohn on his one-piece 
transparent window envelope—to cover up, conceal or 
obliterate irregular, ragged and unsightly edges on the work 
enclosed within the borders. 


Fourth, borders were old and had long been used by 
printers generally around different kinds of work where 
the ink ran or spread, for the same purpose as they were 
applied and used by Cohn on hig one-piece transparent win- 
dow envelope—to cover up, vonceal or obliterate irregular, 
ragged and unsightly edges on the work enclosed within the 
borders. 


Be eS 
ifth, borders were old and had been described as 
é¢ a ; x a 
printed’? on one-piece transparent window envelopes 
around and outside of the space constituting the transpar- 
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ent window long before the date of the invention of the first 
Cohn patent. 


Sixth, borders were old and deseribed as printed around 
transparent spaces created in opaque paper by the appliea- 
tion of a grease, varnish or oily preparation, where the 
transparent spaces were used for various purposes. 


We will consider each of the foregoing phases of the 
state of the art and the evidence in support of the same, in 
the order enumerated above. 


First Division of the Old Art. 


The Brown 1862 patent, at page 695, describes one-piece 
window envelopes made from opaque paper, lke those 
of the Cohn patent, and with the transparent portion 
produced in the opaque paper in the same way,—by the use 
of a material that makes the paper transparent where ap- 
pled and only where applied—but without the border, were 
old in the prior art. They are fully disclosed in the Brown 
1862 patent in evidence. After deseribing one part of the 
invention, the Brown specification says (italics being ours): 

‘The other part of my invention consists in an mm- 
proved envelope, or wrapper, D. ‘The improvement 1s, 
to make the envelope or wrapper, transparent, suff- 
ciently to clearly show the cards of address through its 
face. There may be onlv a transparent portion B, large 
enough to exhibit the ‘direction’ through it; and this 
may be made either by rendering a portion of the en- 
velope, or wrapper, itself, transparent, by the same 
means or substance as employed for making tracing 
paper or any other, in the process of manufacturing the 
paper or the envelope, leaving the remainder of the en- 
velope opaque.’’ 


The Brown patent says, ‘‘by rendering a portion of the 
envelope’’—not the whole of it, but a portion—‘‘trans- 
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parent, by the same means or substance as employed for 
making tracing paper or any other’’ transparent. What 
‘means or substanee’’? are used for making the tracing 
paper transparent? Oil or oily substances, as everybody 
knows. The tracing paper in children’s picture tracing 
books used for forty years or more, as its very appearance 
shows, is rendered transparent by oils or oily preparations. 
The Century Dictionary, copyrighted in 1890, under the 
heading of oils, says: ‘‘Oiled paper, paper saturated with 
oil, either to render it transparent and thus fit for tracing 
purposes, or to make it waterproof.’’ Brown speaks to those 
skilled in the art of making paper and making either the 
whole or a portion of it transparent and who knew that 
oily preparations were used in making ‘‘tracing’’ paper, ana 
so he tells them that a portion of the envelope, ‘‘large enough 
to exhibit the ‘direction’ through it,’’ was to be made trans- 
parent by using the appropriate ‘‘means or substances’’— 
any suitable oily preparation. 


The above quotation from the Brown patent clearly de- 
seribes a one-piece transparent window envelope, made from 
opaque paper, with a desired transparent space or window in 
it, but without any border around the transparent portion. 
We offered in evidence an envelope that corresponds to the 
description of the Brown patent, and the same will be found 
in the defendant’s typewritten record on file in the case, op- 
posite page 372. The defendant’s witness, Mr. Bond, at page 
393, testifies that the envelope offered in evidence ‘‘ embodies 
the invention of the Brown 1862 patent.’? The Primary Ex- 
aminer, the Board of Examiners-in-Chief and the Commis- 
sioner of Patents, all considered and coneeded that the 

3rown patent disclosed a one-picce transparent window en- 
velope made from opaque paper like the Cohn envelope, but 
without the border. Indeed, the attorney for Cohn, in his 
argument filed with the Board of Examiners-in-Chief, eon- 
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eeded this at page 613, and among other things said (the 
italies being ours): 


“The patent to Brown 36,393 is only cited to show a 
window which is made transparent by some substance 
such as is employed for making tracing papers. This we 
admit is old in an envelope, but it is this very method of 
making the transparent window which calls into play the 
border of contrasting color which is applied over and 
conceals the ragged lines left by reason of the oily mat- 
ter creeping into the opaque stoek of the envelope. 

‘Although we disclose new and useful advantages for 
this border and we have made the Brown type of envel- 
ope a success, so much so that the improved envelope is 
now being extensively made and sold,’’ ete. 


Here Cohn, through his attorneys, claimed that by the use 
of the border he had made ‘‘the Brown type of envelope a 
commercial success—not some other kind of envelope, but the 
Brown type—thus conceding that the type of envelope was 
old and that the Cohn envelope differed from it simply by the 
application of a border around the window. 


The Board of Examiners-in-Chief, in their opinion, after 
referring to the Busch 1896 English patent, and the Cohn 
and Shipp 1904 English patent, said, at page 618, in speak- 
ing of the Brown patent (the italics being ours) : 


‘‘It is obvious that by following the directions first 
stated, an envelope of the same construction as the ap- 
pellants is produced. The appellant has merely added 
a colored border for the purpose of ornamentation. 

‘In the patent to Cohn et al. is described an unpunc- 
tured envelope having a transparent window surrounded 
by a portion to which dark colored ink has been applied. 
This is also true of Busch. The border in this case seems 
to extend to the edge of the envelope but it is neverthe- 
less a contrasting border. Its purpose is, like that in the 
appellant’s case, to have a transparent window regular 
in outline and of the shape desired. If the transparent 
material extends to the edge of the envelope it is neces- 
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sary to extend the ink covered surface to the edge, where- 
as if the transparent portion does not extend so far it is 
not necessary to extend the ink so far. It may then be 
applied in the shape of a border sufficiently wide to cover 
the edges of the transparent portion.”’ 


Indeed, as already pointed out, Cohn says in both of his 
patents that the border may extend to the edges of the en- 
velope, his words, in describing Fig. 2, being that, ‘“The en- 
tire face of the envelope around the window is assumed to 
have heen imprinted or colored to give definition to the win- 
dow opening and obliterate signs of creep in the transpar- 
ency-producing preparation’’; and in the second patent that, 
“This coloring matter may be applied solid over the face of 
the envelope.’’? The Board of Examiners-in-Chief then pro- 
eeeded by saying: 


‘‘The purpose, function and idea of means seems to be 
the same in both cases. The rough edges of the trans- 
parent portion would be concealed just as well by coating 
all of the balance of the envelope with dark colored ink, 
and the only purpose of substituting a narrower border 
seems to be to get a different artistic effect. There is no 
mechanical advantage or utility init. It is a mere matter 
of design. The claims are lacking in patentable novelty, 
in view of the references cited.’’ 


furthermore, while the matter was pending before the Pri- 
mary Iixamimer, and before it was appealed to the Board of 
Iexaminers-in-Chief from the proceedings in which the above 
quotations were made, Cohn, at page 599, among other things, 
said: 

‘We admit that it is a matter of common knowledge 
to make envelopes of transparent material. We also ad- 
mit that it is a matter of common knowledge, broadly, to 
make an envelope [with] a generally opaque body having 
a transparent window or opening. It is also not new to 
render paper transparent by treating it with grease, and 
which proposition is included in the one second above 
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noted. We therefore agree with the Examiners’ holding 
as to sueh matters.’’ 


In view of the above findings of the Office, and the conees- 
sions of Cohn in the proceedings for the obtaining of the first 
Cohn patent, we submit that it is pretty late in the day, to put 
it mildly, to claim that the Brown 1862 patent does not dis- 
close a one-piece transparent window envelope or transparent 
portion formed by an oily preparation—in short, the exaet 
envelope of the Cohn patent, with the exception of the border 
around the transparent window. 


It should be understood, of course, that the Brown 1862 pat- 
ent discloses three kinds of envelopes—one where an opening 
or aperture is ent out of the envelope to display the address 
on the enclosure, and without any transparent covering over 
the opening,—another where an opening or aperture is eut in 
the envelope and a separate transparent covering piece ap- 
pled over the opening so as to allow the address on the en- 
closure to show through—and one where the space or window 
is made transparent out of the integral opaque paper, just as 
is done in making the envelope of the first Cohn patent. It is, 
of course, the last or third kind of envelope disclosed in the 
Brown patent that corresponds with the envelope of the first 
Cohn patent, with the exception of the border around the 
transparent space or window. 


The complainant, Cohn, in his testimony, sought to dis- 
tinguish his envelope from the Brown envelope, notwithstand- 
ing his concessions in the Patent Office that it was the same 
thing, with the exception of the border, and mentioned vari- 
ous grounds on which he sought to base sueh distinction, but 
a reading of his answer will show that he confused the vari- 
ous kinds of envelopes disclosed in the Brown patent, instead 
of confining himself to the particular kind or type that is 
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germane to the real question involved. Various of his grounds 
also were frivolous and inconsequential, when we keep our 
minds on the particular kind of envelope disclosed in the 
Brown patent that we rely upon as showing that everything 
was old in the Cohn envelope, in view of the Brown patent, 
with the exception of the border around the window. 


In X-Q. 159, at page 186 of the Record, we asked him, and 
he testified as follows: 


“X-Q. 159. Let us compare the defendant’s exhibit 
envelope illustrating the Brown 1862 patent offered at 
page 372 of the D. R. and the envelope described in the 
Brown patent, and see how far they contain matter in 
common. First, they are both envelopes; second, both 
envelopes are made from opaque stock; third, both en- 
velopes have transparent spaces or windows in their 
fronts or faces; fourth, both envelopes have these trans- 
parent spaces formed by some means or substances that 
are adapted to render paper transparent where the same 
is applied; fifth, both envelopes have the transparent win- 
dows of a size and shape to permit the address on the 
enclosure for which they were made to show through the 
windows; sixth, both envelopes have the remainder of the 
face or front opaque; and, seventh, both envelopes are 
one piece, transparent window envelopes. Are not the 
various features mentioned above common to the defend- 
ant’s exhibit under consideration and to the envelope dis- 
closed in the Brown 1862 patent?’’ 


The above question was intended, by comparison, to show 
that the exhibit offered by the defendant to illustrate one of 
the kinds of envelopes disclosed in the Brown patent was a 
correct illustration of the same, and, as the defendant’s ex- 
pert, Mr. Bond, had testified, ‘‘embodies the invention of the 
Brown 1862 patent.’? As Cohn, in his answer, took up the va- 
rious numbered features mentioned in the question, we will 
quote his answer point by point, with such comment after each 
point of his answer as may be pertinent to show the inconse- 
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quential character of some of the distinctions which he at- 
tempted to draw. In answering the question, Cohn said: 

‘No, for the following reasons. First, the envelope 

used for illustrating the Brown 1862 patent is an envel- 

ope, whereas Brown in his specification says, ‘ISnvelope 

or wrapper D.’ By referring to diagram D of the Brown 

drawings you cannot tell whether he had in mind an en- 


velope or a wrapper, there being no distinction in any of 
the drawings.”’ 


What is the difference between an envelope and a wrapper? 
An envelope is a wrapper—something to cover up an enclos- 
ure. The specification of the Brown patent, at page 695, after 
describing the address cards which constituted ‘‘one part of 
my invention,’’ to use the words of the Brown specification, 
proceeds by saying that ‘‘The other part of my invention con- 
sists in an improved envelope of wrapper D,’’ and the draw- 
ings show the envelope or wrapper marked with the letter D. 
The specification repeatedly speaks of the ‘‘envelope or wrap- 
per,’’ and frequently uses the term ‘‘envelope’’ alone, with- 
out the synonym ‘‘wrapper’’ or other equivalent word; and 
both of the claims of the patent use the term ‘‘envelopes’’ 
alone. The drawings show the conventional illustration of 
envelopes, but whether Brown calls them envelopes or wrap- 
pers is a matter of no importanee, and, consequently, the at- 
tempted distinction of Cohn, in the portion of his answer 
quoted, between envelopes and wrappers, amounts to nothing. 
Brown shows and describes an envelope, and its pertinence 
and character are in no way modified by using the synonymous 
words, ‘‘envelopes or wrappers,’’ to describe what he is talk- 
ing about. Hence, the Brown patent describes and the envel- 
ope illustrating it shows, envelopes as inquired about in the 
question, and the answer should have admitted the fact. Cohn 
then proceeded: 


‘‘Second, the so-called Brown exhibit, opp. page 372 
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D. R., is made from opaque stock. Brown’s may or may 
not he made from opaque stock. His specifications eall 
for both and his drawings describe neither.’’ 


Cohn here says that the Brown envelope may or may not 
be made from opaque stock, and that his specifications eall for 
both. If this be so, then clearly there is a disclosure of the 
one—the envelope made from opaque stock, as asked about in 
the question,—and Cohn should have plainly admitted the fact 
instead of saying, in effect, that while the Brown envelope 
was made from opaque stock the specification also described 
other kinds. Colm then proceeded: 


“Third, the so-called Brown exhibit has a transparent 
space or window in its face, while the Brown patent may 
have a space or hole, covered or uncovered by transparent 
material, the drawings and specifications in the Brown 
patent being silent as to the method of construction.’’ 


This part of Cohn’s answer only mentions the first and sec- 
ond styles of envelopes deseribed by Brown, and omits the 
statement in the Brown specification that ‘‘There may be 
only a transparent portion B, large enough to exhibit the ‘di- 
rection’ through it; and this may be made either by rendering 
a portion of the envelope, or wrapper, itself transparent.’’ 
!lis answer in this respect, therefore, fails to respond to the 
third mentioned similarity between the Brown envelope and 
the defendant’s exhibit illustrating it, which asked whether 
‘“‘both envelopes have transparent spaces or windows in their 
fronts or faces,’’ and did not ask him about the first and sec- 
ond types of envelopes described by Brown, in which a hole or 
aperture may be cut and left unelosed, or cut and closed with 
transparent material. The specification of the Brown pat- 
ent, however, shows what the fact is, and what the answer 
should have been. Cohn should have answered with an un- 
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qualified aflirmative, according to the facts inquired about. 
Cohn then proceeded: 


‘“Hourth, the so-called Brown exlibit has been ren- 
dered transparent by the use of an oily preparation. The 
Brown patent mentions no such method.’’ 


The fourth particular mentioned in the question was as to 
whether ‘‘Both envelopes have these transparent spaces 
formed by some means or substances that are adapted to ren- 
der paper transparent where the same is applied.’’ Nothing 
was said in the question about an oily preparation or what the 
constituents of the ‘‘means or substances’’ were, so long as 
they were ‘‘adapted to render paper transparent where the 
same is applied.’’ The Brown specification says that the 
transparent portion ‘‘may be made either by rendering a por- 
tion of the envelope, or wrapper, itself transparent, by the 
same means or substances as employed for making tracing 
paper or any other,’’ transparent. Brown was speaking to 
those familiar with paper and the ‘‘means or substances’’ by 
which the paper, or a portion of the paper, could be made 
transparent, without attempting to define what particular 
means or substances should be used. In like manner, the first 
Cohn patent defines no special means or substances, but simply 
says to apply to one side of the paper ‘‘a preparation which 
has the property of rendering transparent the portion to which 
it is applied,’’ leaving the constructor of the envelope at liber- 
ty to employ any known preparation he might desire, so long 
as it has ‘‘the property of rendering transparent’’ the portion 
of paper to which it is applied. Notwithstanding this similar- 
ity in the Brown and Cohn patents, of non-definition of the 
particular means or substances that should be employed, it is 
plain, we think, that the Brown patent covers any oily or 
greasy preparation, as such preparations, long before the ap- 
plication for the Cohn patent, were employed for making 
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“tracing paper,’’ as shown from our quotation from the Cen- 
tury Dictionary of the Edition of 1900, not to refer to the 
common knowledge, which everybody has possessed ever since 
paper has been made, that paper could be made transparent 
by the application of a greasy or oily preparation to it, or 
(o any desired portion of it. Cohn then proceeded: 

‘‘Wifth, the Brown so-called exhibit has a transparent 
window of a size and shape to permit the address on the 
enclosure to show through, while the Brown patent only 
ealls for a small, oval-shaped opening to permit a finely 
printed ecard to show through, according to the drawings 
shown.’’ 


This portion of the answer draws a fictitious distinction, as 
well as incorrectly states the fact. The drawings of the 
3rown patent show a desired window for the address to be 
seen and read, and the specification says that there may be 
‘Ca transparent portion B, large enough to exhibit the ‘direc- 
tion’ through it.’’ The Brown patent left the size of the win- 
dow to the constructor of his envelopes, and in that respect he 
did precisely as Cohn did in his first patent, where he specifi- 
fied no form or size for the transparent window, but simply 
said that he applied the transparency-producing preparation, 
so that ‘‘it may cover a larger or a lesser space, according to 
the desired size of the transparency or window.’’ The ques- 
tion merely asked him whether the envelope of the Brown pat- 
ent and the defendant’s exhibit illustrating it did not both 
have the transparent windows ‘‘of a size and shape to permit 
the address on the enclosure for which they were made to show 
through the windows.’’ Cohn’s definition is frivolous and in- 
consequential. Ife should have answered the question by a 
direet affirmative. Cohn then proceeded: 

‘Sixth, the so-called Brown exhibit has the remainder 


of the face or front opaque, while the Brown patent may 
be either transparent or opaque, the specifications calling 
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for either construction, and it is impossible t@ tell from 
the drawings whether they were intended to be opaque or 
transparent.’’ 


The question asked Cohn whether the envelope of the Brown 
patent and the defendant’s exhibit illustrating it did not both 
have the face or front of the envelope outside of the window 
opaque. He admits that the envelope of the Brown patent 
“may be either transparent or opaque,”’ which, of course, in- 
eludes the opaque form about which he was asked. The speci- 
fieation of the Brown :patent, after saying that the envelope 
may have a portion made transparent, says, ‘eaving the re- 
mainder of the envelope opaque.’? He should have answered 
the question with a direet affirmative. Cobn then proceeded: 

“Seventh, the so-called Brown exhibit is a one-piece 
transparent window envelope, while the envelope de- 
scribed in the Brown patent may be either a one or two- 


piece envelope; it being impossible to tell from the draw- 
ings whether the same is a one or two-piece envelope.’’ 


The question asked Cohn whether the envelope of the Brown 
patent and the defendant’s exhibit illustrating it were not both 
‘fone-piece transparent window envelopes’’; and in saying 
that the Brown envelope ‘‘may be either a one or two-piece 
envelope,’’ Cohn necessarily assented to the conditions of the 
question. The specification of the Brown patent describes 
a one-piece transparent window envelope, as well as a two- 
piece envelope, and Cohn should have answered the question 
by a direet affirmative. 


We have quoted the entire answer of Cohn to our question, 
and it will be apparent that the envelope of the Brown patent 
and the defendant’s exhibit envelope illustrating it both con- 
tain every single one of the seven common points of construe- 
tion specified in the question, so that we say that defendant’s 
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expert, Mr. Bond, was exactly correct and right when he tes- 
{ified that the illustrative envelope ‘‘embodies the invention 
of the Brown 1862 patent.’? We also insist that an analysis 
of Cohn’s answer to our cross-question 159 fully and exactly 
corroborates Mr. Bond, and that the exhibit envelope offered 
in evidence by the defendant to illustrate the envelope of the 
Brown. 1862 patent fully and correctly does so. 


We have dwelt on the construction of the pertinent Brown 
1862 patented envelope,—the particular one of the three kinds 
that the patent discloses—so that there can be no question 
that the Brown patent does disclose a one-piece transparent 
window envelope made from opaque stock, with the transpa- 
rent portion made by applying some oily material that would 
render the desired space or window transparent—exactly lke 
the one-piece transparent window envelope of the first Cohn 
patent, with the exception of the border which Cohn printed 
around the window. We may have been tedious in our analy- 
sis and presentation of this contention, but we desired to es- 
tablish beyond question that Cohn, in his admissions in the 
Patent Office in prosecuting his application, and the officials 
of the Patent Office in considering it, and the statements of 
the witnesses in discussing it, all were right in their under- 
standing of the envelope disclosed in the Brown 1862 patent, 
hecause we take such envelope as a starting point in consider- 
ing what Colin did and what addition he made to the Brown 
envelope, in considering whether what he did involved the ex- 
ercise of invention or amounted to anything more than the 
exercise of mechanical knowledge and skill. 


Having shown, as above, that the envelope of the first Cohn 
patent was old im every respect except a border around the 
desired portion or space constituting the window, we will now 
fake up and show that the use of borders around desired por- 
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tions or spaces of paper to give definition to the same and to 
cover up and conceal irregular, ragged or unsightly edges, 
just like the Colin border, was an old and common practice in 
the various branches of the printers’ art, and had been used 
for such purposes by printers of different work for many 
years before Cohn printed the borders on the envelope of his 
first patent. This involves a consideration of the second and 
following phases of the state of the art as detailed in our enn- 
meration of what was old and well known, and so we proceed to 
consider them seriatim, as follows: 


Second Division of the Old Art. 


It appears from the evidence that it had been a com- 
mon practice and expedient among three-color picture 
printers, and printers of lithograph labels, and printers gen- 
erally, for many years, to print borders around the different 
kinds of work that they were doing, in order to give definition 
to the work and to cover up defects or imperfections in the 
edges of the work, caused by the overlapping of the colors or 
the running or spreading of the ink, wherever they desired to 
give the matter enclosed within a border a finished or orna- 
mental appearance, just as Cohn printed the border on the 
envelope of his first patent, and for the same purpose. 


Mr. Regenstein, who for many years had been assistant 
manager of the American Colortype Company, whose busi- 
ness was that of printing three-color pictures, on page 280, 
describes the method of printing such pictures, and from his 
testimony it appears that in three-color printing the paper is 
run through the press and one color printed on it. After the 
ink for this color has dried, the paper is again run through 
the press and printed with another color. After this second 
impression has dried, the paper is again run through the press 
and the third color printed. Owing to the imperfect or care- 
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less registration of the plates for printing the three colors, it 
often happens that the colors around the edges or margins 
of the pictures appear ragged and unsightly. To conceal this 
irregular and ragged appearance, and to give definition to the 
picture, a border was printed around so as to cover, conceal or 
obliterate the ragged and unsightly appearance presented at 
the edges. Examples of three-color pictures, both with bord- 
ers and without borders, are shown in the Osborne 1900 art 
calendar in evidence, which fully serve to illustrate the use of 
borders with three-color pictures. 


On page 280 we asked Mr. Regenstein and he testified as fol- 


lows: 

‘“Q@.91. Give us briefly a statement as to how three- 
eolor work is printed. I am only asking as to the print- 
ing end of the operation, and am not specially asking 
about the preparation of the plates to secure three-color 
effects. 

‘‘A. Three-color printing is done or printed from three 
half-tone plates or duplicates of such half-tone plates. 
The first impression is made from the plate with yellow 
ink; after the yellow impression is made, in some cases 
within four hours, and in other cases within twelve hours, 
the next plate is printed with red ink over the yellow; 
then the sheet is left unprinted for twelve hours and then 
finished up by printing the third plate with blue ink over 
the yellow and red. 

‘*Q. 92. Then, as I understand you, the paper is passed 
three times through the press? 

‘fA. That is correct. 

‘*Q.93. In case there is not a perfect registration in 
running the paper through the press for the different col- 
ors, or in case the plates vary in size, what condition is 
the margin or edge of the picture or whatever the three- 
color work represents, left in? 

_‘*A. In case the three plates are not absolutely of one 
size, or that the feeding of the printing press is done 
poorly, or in cases where the paper, on account of atmos- 
pheric conditions, changes its size, the colors used will 
overlap on the edges of the picture. 
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**Q.94. You may state whether or not that overlap- 
ping or irregular registration of the colors at the edges 
is a matter of indifference or an objectionable thing. 

‘fA. It is objectionable. 

“*Q.95. What, if anything, was done in the three-color 
printing, where, owing to the causes you have mentioned, 
the edges or margins of the pieture were left in an un- 
satisfactory or objectionable condition, to remove or 
cover up or conceal the irregularities of the picture? 

“A. Where the customer is particular and is willing 
to pay the price in order to make it a first class job, a 
border is printed around such imperfect three-color pie- 
ture, and, invariably, this border is made deliberately of 
such a size that part of the border will cover the spread- 
ing or bleeding of the three colors. 

““@.96. How long has that, to your knowledge, been 
the practice in three-color printing? 

‘‘A. To my personal knowledge this has been done for 
the last twenty years, and I believe I can say that this 
idea of printing borders to cover up imperfections in 
printing was known to the old wood engravers two hun- 
dred years ago. 

‘*Q. 97. Of what utility was this border that was print- 
ed on three-color pictures beyond covering up and con- 
cealing and giving a definite outline? 

‘‘A. The purpose is a useful and ornamental one. 

‘*@.98. In what way did the border on color pietures 
serve the purpose that the border serves on these one- 
piece transparent window envelopes? 

‘‘A. For the same purpose stated before—useful and 
ornamental. 

‘““@.99. In what way, in the case both of the three- 
color pictures and these one-piece transparent window 
envelopes, is the border useful and ornamental? 

‘‘A. In one case, the one-piece envelope, the oil is 
ereeping, bleeding, and overlapping, and in the other 
case the colored inks are creeping, bleeding, and over- 
lapping. 

‘“*Q. 100. In both cases, the objection to the creeping, 
bleeding, or overlapping, is removed by the use of the 
border, is it? 

‘“A. In the ease of the three-color work, the ereeping, 
bleeding, and overlapping, is removed, but not in all cases, 
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as far as the one-piece transparent window is concerned. 

(101. What difference is there in the purpose or 
object for which the border is used, 1m the three-colored 
pietures and in the one-piece transparent window envel- 
opes? 

‘*A, None whatsoever. 

““(, 102. In both cases, as I understand, it is to cover 
up and conceal what might otherwise be an unsightly or 
objectionable margin; is that correct? 

rom “Via 1s correct. 

‘“‘().103. Three-color work is done by printing presses 
and printing operations, is it? 

ee eS. 

Q.104. Is that also true in applying the border or 
ring around the transparent portion of these envelopes? 

‘fA. That is true. 

‘(Q.105. And in both cases the border is formed with 
some kind of an ink, is it? 

“A. The border is printed with ink. 

‘(.106. If vou have present here any samples of 
three-color work that will illustrate or show the use of 
the border, as vou have described, please produce the 
same. 

“m1 hase, 

**Q.107. This book which you have handed me is en- 
titled on the outside of the front cover: ‘Osborne Art 
Calendars for 1900,’ and on the first page I find at the 
top ‘Annual Catalogne, 1900,’ and at the bottom of the 
page I find ‘Copyright, 1899, The Osborne Company, 
253 Broadway, New York.’ What do you know about the 
pubheation of this book or calendar? 

“A, This book was published in 1899 by the Osborne 
Company, of New York.”’ 

‘*@).110. Tf you know, please tell us how long the Os- 
horne Company has been publishing art calendars simi- 
lar to the one we are discussing. 

‘A. T cannot state definitely, but I believe about fif- 
teen years. 

“Q. 111. Please point out some representative picture 
in this book or Art Calendar that will illustrate the nse 
of a border for covering up and coneealing imperfect or 
objectionable margins, and giving definite outline or defi- 
nition to the pieture; and also some picture that will il- 
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lustrate the objectionable margins of the pietnres, which 
have been left exposed or uncovered by the non-appli- 
cation of a border to eover them. 

“A. A specimen in which the plates overlap appears 
im the plate No. 4654 opposite page 16; and a plate on 
which the olive green tint border is printed over the 
margin appears on page 38, Continental Building & Loan 
Association Calendar. 

“*Q. 112. You have pointed out two illustrations in this 
Osborne Art Calendar for 1900, opposite page 16 and 
on page 38, to illustrate the running or overlapping of 
the colors at the edges or margins of the picture, and the 
eovering and obliteration of sueh ragged or objectionable 
edges, by printing a border around and over the same. 
In selecting these two illustrations, have you meant that 
they were the only illustrations of such work in the book? 

‘fA. In this book are a number of prints or subjects 
representing both kinds. 

“Q. 113. I notice in this picture on page 38 that the 
olive green tint, if that is a correct description of it, ap- 
pears darker in a narrow strip or border around the eol- 
ored portion of the picture, Why is there this difference 
in appearance of the tints, if you know? 

“A. This line in question is darker than the halanee 
of the border on account of printing the tint over the 
three eolors.’’ 

““Q.119. Tfow generally has it been the practice in 
three-color printing, to use borders printed around the 
margin of three-color pictures, to cover up or conceal ir- 
regularities or objectionable appearances in the edges, 
due to imperfect registration or other causes? 

“A. It is the universal practice. 

“*Q.120. And for how long a time has such been the 
practice, to your personal knowledge? 

“A. To my personal knowledge, it is the practice, so 
far as three-color printing is concerned, for the last six. 
teen years, and, as far as color printing from plates, 
which are not three-color plates, is eoneerned, for the last 
twenty vears. 

‘*Q. 121. TI notice in this book, on page 7, a cut num- 
bered 4514, ‘Tales of Chivalry’; another eut on page 20, 
numbered 2024, ‘The Bride and the Fortune Teller’; and 
another cut on page 32, numbered 2603, ‘A Florentine 
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Girl’; which appear to have a gilt or golden colored bord- 
er. What i is that eolor termed in the art? 

‘*A. Gold border. 

“(Q. 122. Is it printed on? 

“ax, Mt is. 

“©. 123. What is the object of that printed gold bor- 
der, tel as I have called your attention to? 

“A. It is done to beautify the job. 

‘‘Q.124. In beautifying the job, what, if any, effect, - 
does it have on the concealing or covering up of imper- 
feetions or objections in the border of the picture? 

‘CA. The gold band or border around the colored print 
is made deliberately wider, in order to cover up the bleed- 
ing of the three-color work, and the ornamental feature 
of the design beantifies the job. 

‘¢(),125. I think you spoke yesterday of some eases 
where, through using a border too narrow, the imperfec- 
tion in the edge or margin of the picture or other work, 
was not properly covered. I will ask you to look at this 
picture on page 23, ‘The Florentine Girl,’ and tell us 
whether it illustrates such careless or imperfect work. 

‘A. The subject, ‘A Florentine Girl,’ illustrates dis- 
tinetly careless plate making. The mistake was made by 
the engravers, who made the oval gold plate. 

‘*@. 126. I call your attention to the picture on page 8 
of this book, numbered 4504, ‘A Connoisseur,’ and the 
plates.on page 12, numbered 4113, ‘Knickerbocker Times,’ 
and numbered 4154, ‘An Old Road in Virginia—Sunset,’ 
and the plate on page 36, numbered 6024, ‘Under the Wil- 
lows,’ not to mention other plates or pictures, and ask 
you whether they afford illustrations of objectionable 
edges or margins in the pictures, due to the overlapping 
or running of the colors, where, to save expense or for 
other causes, no border was printed on. 

aN. They Clon” 


Gustaf Olson, who had worked some sixteen years for the 
American Colortype Company, on page 374, after deserib- 
ing his work as an engraver, was asked and testified: 

‘“Q. 11. What, if anything, was done to give the mar- 


gin or edges of the pictures a finished or ornamental ap- 
pearance? 
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“A. We inust necessarily engrave a plate that will 
constitute a line covering over any defects that are left 
in between edges or borders. 

“Q.12. Did you make such plates in your work as an 
engraver? 

“A. Yes: offen. 

“Q. 13. How long have you made plates for printing 
a horder or ring around and over the edges of eolored 
pictures, to cover up defects, such as you have mentioned ? 

‘A. Off and on for seventeen or cighteen years; as | 

ras a wood engraver before working for this company. 

“Q. 14. Look at this book which I now show you, which 
has been offered in evidence as ‘Defendant’s Exhibit Os- 
borne Art Calendar for 1900,’ and state how long you 
have known of Osborne Art Calendars showing’ pictures 
of the general character of those eontained in this book 
shown you. 

‘A. Sixteen years back, I have seen work of this 
kind; and Osborne work about ten years. 

““Q. 15. Please indicate some pictures in this Osborne 
Art Calendar shown you, whieh show or illustraic 
ders around the pictures, such as you say you have made, 
if you find any sueh pictures. 

“A. I call your attention to the picture No. 4453, 
‘When the Frost is on the Pumpkin and the Fodder’s in 
the Shoek.’ This picture shows a green border printed 
over and around the edges of the color reproduetion. 
This leaves an unfinished effect, as will be noticed by a 
dark rim showing between the color illustration and 
border. 

‘*Q.16. What do you mean by saying, ‘This leaves an 
unfinished effect’? 

“‘A. It shows where color reproduction and tint join 
together in one edge unsuccessfully in this ease; thereby 
leaving a dark green edge. This condition is overcome 
on page 20 in the same book in the plate No. 2024, ‘The 
Bride and the Fortune Teller,’ by printing a gold border, 
and thereby eliminating this dark green edge, which oth- 
erwise shows, by overlapping of colors. Also page 7, 
plate No. 4514, ‘Tales of Chivalry.’ This shows a print- 
ed colortype with gold border. This gold border is cover- 
ing over edges, which would otherwise show in yellow, 
red or blue. There are also other illustrations in the 
book which demonstrate the same. 
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“Q.17. What is the purpose or object of the ring or 
border around the pictures, such as you have called at- 
tention to and others in this book? 

‘(A Primarily, to cover defects; secondarily, to in- 
erease the beauty and value in some cases. 

“().18. I ask you to look at this book and point out 
two or three illustrations of pictures unprovided with 
borders, which illustrate the facts that you have refer- 
ence to. 

‘‘A, Page 12, plate 4154, ‘An Old Road in Virginia— 
Sunset,’ shows a red and yellow discoloration on the bot- 
tom of the left-hand side of the picture. Plate 4654, 
‘Among the Lillies,’ opposite page 16, the bottom right- 
hand side and top, show bad discolorations, due to the 
plates not being properly cut. Page 15, plate 4634, ‘A 
Venetian Girl,’ the right-hand side of the plate shows 
red and yellow extending below the blue, consequently 
giving a discoloration. The top and left-hand side also 
show ragged edges. 

‘*Q.19. How long do you say that you, yourself, have 
made plates for the printing of rings or borders around 
and over the edges or margins of the pictures, to cover 
up or coneeal defects and to add a finished or orna- 
mental appearance to the picture? 

‘A. About seventeen years. 

‘*(@. 20. Did vou ever make such plates for other kinds 
of pictures than color pictures? 

oN eS: 

“(),21. What kinds? 

‘‘A. Before I worked in color work, we often made 
what is called two-tone, as showing a green and orange, 
or red and blue, and when pictures would show bad edges, 
- were obliged to print borders around and over those 
edges. 

‘*(. 22. About how many years ago was that? 

‘TA. About sixteen or seventeen years, and often in 
the intervals since then. 

‘*Q. 23. What was the object or purpose of the borders 
around these green and orange, or red and blue pictures? 

‘‘A, They were to cover up defects.”? 


mil A. LeGros, vice-president of the Franklin Company, 


—an engraving and printing company—of Chicago, on page 
406, was asked and testified: 

“Q@.8. I show you a book that has been offered in 
evidence as ‘Osborne Art Calendar for 1900.’ and ask 
you to look at it and state, if you ean, about how long 
you have been acquainted with the Osborne Art Cal- 
endars similar to the one shown you, 


‘fA. IT have been familiar with work of this eharae- 
ter for about twelve years.’? 


In view of the foregoing, reinforced as it is by the Os- 
horne Art Calendar in evidence, showing illustrations of 
three-color pictures, some of which are unprovided with 
borders, and in which irregular and ragged edges appear, 
and some of which are provided with borders covering up 
and concealing the ragged and irregular edges caused by 
imperfect registration of the plates, or the running of the 
colored inks, it must be considered as established and set- 
tled beyond question that it was old and common in the 
printing of three-color pictures to print a border around the 
picture to cover up, obliterate or conceal the ragged and 
unsightly edges resulting from different causes, and to give 
definition to the picture enclosed within the border, and 
that such had been the common practice of three-color print- 
ers for many years before the application for the first Colin 
patent. Hspecially must this be considered as established 
and settled, in view of the fact that there is not a word of 
testimony in the record questioning or contradicting the cor- 
rectness of the testimony of defendant’s witnesses, or the au- 
thenticity of the Osborne Art Calendar for 1900, or of the ex- 
istence and employment of the practice of printing borders 
around three-color work for the same purpose as Cohn print- 
ed the border around the transparent window of the envel- 
ope of his first patent. 


36 


The printing of borders around three-color pictures, for 
the same purpose as Cohn printed the border around the win- 
dow or address space of the envelopes of his first patent, must, 
therefore, be considered as established and settled as a part 
of the prior art as it existed many years before the Cohn in- 
vention. 


Third Division of the Old Art. 


Furthermore, it was customary for many years prior 
to the invention of the first Cohn patent to print borders 
of bronze, gold, or other colored inks, around the colored litho- 
graphs used for making labels such as are applied to bottles, 
cans, and sunilar receptacles, in which perfumery, foods, and 
other articles, are contained, in order to define the work and 
cover up imperfections in the edges or margins and give them 
an ornamental and finished appearance. Illustrations of 
such lithograph printing were produced by the witness Sher- 
wood, and were inserted at typewritten page 194 of the De- 
fendant’s Record as filed in the court below. 


Alexander B. Sherwood, president of the Sherwood Litho- 
graph Company, of Chicago, who had been in the business 
thirty odd years, at page 399 was asked and testified as fol- 
lows: 

‘“Q. 4. In doing lithographic printing, what is the cus- 
tom or practice where the picture or design printed has 
defects or is objectionable in appearance around the edges 
or margins? 

‘A. Tunderstand your question means the outer mar- 
gin of the picture or design. It is always usual or cus- 
tomary to obliterate any of these ragged margins or in- 
equalities, by covering with a suitable solid border to 
give or make a perfect printing edge for the whole de- 
sign. 

““Q.5. How long has it been customary from your 
knowledge of the lithographic art to print a border around 
the outer edges or margins, as you have just explained? 
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“A. iver since I have been identified with or have 
had knowledge of the business—thirty-four years.’’ 

“(). 11. How long, to your knowledge, has it been the 
custom or practice in the lithographic art, to make or 
apply the borders, as you have explained? 

‘““A. Always, for J know of no other method. 

“Q.12. What is the purpose or object of applying a 
border around a picture or design, as you have explained? 

“A, There are several; the first and primary object 
being that it covers up the imaccuracies of the register 
of colors where they are brought out to the edges of the 
design; second, it is often economical, rather than to take 
up the artist’s time or the transferrer’s time, or the plate 
maker’s time, in trying to do it by the other method, 
which would be one full of technieal hard possibilities ; 
third, it adds perhaps to the artistic appearance of the 
design. There are other minor reasons, perhaps, but 
these are the principal ones. 

‘Q.13. I notice, on a part of this sheet, two designs 
with the words ‘Holman’s Perfume, Holman, Chieago,’ 
printed on them which do not have a border printed 
around them. Please look at these two particular designs, 
and state whether or not they illustrate the unfinished 
appearance around the outer edge or margin that you 
have mentioned. 

“rh. They do, sir, very avell,’”’ 


There is not a word of testimony in the record questioning 
or disputing the testimony of Mr. Sherwood, as to the use of 
borders as deseribed by him in the printing of lithographic pic- 
tures or labels, and therefore no foundation for questioning 
the absolute truth of his statements. He was a man of long 
experience in the art, and occupied a prominent position as the 
president of a large ithographing and printing company. 


It must be taken as established and settled, therefore, that 
it was the old and common practice, in the printing of litho- 
graph pictures or labels, existing for many years before the 
date of the Cohn invention, to print borders around such pie- 
tured labels to cover up and conceal or obliterate any ragged, 
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irregular, unsightly, or unfinished appearance, at the mar- 
gins or edges of the work, the same as the border printed by 
Cohn around the edge or margin of the space or window of 
the envelope of the first Cohn patent. This was the state of 
the art as to this kind of printing for many years before Cohn 
entered the field. 


Fourth Division of the Old Art. 


Furthermore, it had been customary for many years 
before the Cohn invention for printers generally to print 
a border around different.kinds of work where the ink would 
run or spread, in order to define the work and cover up and 
conceal imperfections and give the work a finished and desir- 
able appearance. Illustrations of the kind of borders used by 
printers generally will be found in the deposition of Mr. Reg- 
enstein, at typewritten page 50 of the Defendant’s Record, on 
file in the court below. The use of the ordinary printers’ 
horder now under consideration is shown by the depositions 
of many witnesses. 


On page 291 of the Record, Mr. Regenstein was asked and 
testified as follows: 


“*(). 127. Do you know what the practice has been in 
the printing art, distinct from the three-color art par- 
ticularly, as to the use of means of any kind for covering 
up or concealing objectionable edges or margins, in the 
work being done? 

mK. To my knowledge, the printing of borders and 
tints over overlapping or bleeding colors—this fact has 
been known to me for the last twenty years, aud is com- 
mon, so far as all color printing on printing presses is 
concerned, from printing plates; also color printing on 
lithographic presses, from stones, and other materials 
used. 

“*@.128. If you have made any samples to illustrate 
thie printing of borders in the printing art, as referred 
to in your last answer, please produce them. 
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‘A. The speeimens which I hold in my hand were 
printed under my direction early this week. 

“Q.129. What do these two samples that you have 
produced illustrate or represent? 

‘A. These samples represent that, where an under- 
sized paper is used, and the ink used is not sufficiently 
stiff, there is a likelihood that the edges of the print will 
appear unelean and ragged. In order to perfect the job, 
the printing of the border with stiff ink will do away with 
such imperteetions. 

“Q. 180. How long, to your knowledge, has it been 
the practice in the printing art to print borders to cover 
up imperfections in the edges of the work, as shown in 
these samples that you have produced? 

‘CA. T have had such knowledge for the last twenty 
years. 

“(Q.131. What kind of paper or quality of paper was 
the printing done on, in these samples that you have pro- 
dueed? 

‘CA, The printing is done on an undersized paper, used 
by the Saturday Evening Post on its cover. 

“©. 132. If yon made a batch of your one-piece trans- 
parent window envelopes without a border around the 
window what would a printer naturally do, in the exer- 
cise of his knowledge and skill in the printing art, to give 
a more finished or desirable appearance to the window, 
upon observing that the oi] had run or crept into the paper 
around the margins or edges? 

‘*A, A printer would print opaque ink over such im- 
erieetions. . . . 

‘*(). 133. In printing a border around the window, 
what if anything would he be doing different from or con- 
trary to what he had been accustomed to do for the past 
twenty years, to your knowledge? 

‘*A. Any printer would print a border of opaque ink— 
the thing he always does when he wants to cover imper- 
fections. 

“*Q). 134. Is that a part of the knowledge and experi- 
ence and expedients of the printers’ art? 

eee lf 18; 

‘*@. 135. And has been, to your knowledge, for how 
many years? 

‘A. To my knowledge for twenty years. 
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“J. 136. You yesterday identified some old one-piece 

transparent window envelopes as having been made as 
early as January, 1904, which showed a border printed 
around the transparent windows. Why did you not ap- 
ply for a patent on that border, or the window of the en- 
velope provided with it, if you did not? 

A. I did not apply for a patent, because it seemed to 
me ridiculous to ask for a patent on a thing or operation 
which [ and others had done and made for years, and I 
felt, if I should come to you and the Patent Office for 
such a patent, that you would give me the laugh. 

“¢(). 137. Did you see anything in what you had done 
in applying the border that you regarded as invention? 

‘A. I did not, since I had done the same thing which 
I was doing right along. 

‘©Q.138. When you saw that the oil ran or bled, into 
the paper, how long did it take you to know what to do 
to remove the diffieulty ? 

‘CA, The time is so short that I cannot state the same, 
since it was simply a thought. 

‘*Q. 139. Did you do anything more than apply the 
knowledge vou had of the printing art, to the situation? 

ee J did note’ 

“*(Q. 142. How far, if at all, has your business for, say, 
the last twenty years, brought you in contact with print- 
ers and the printing art generally? 

‘CA. Tor four years my business was the business of a 
photo-engraver making all kinds of printing plates. In 
addition to this business, I, in 1894, went into the busi- 
ness of making and printing three-color plates. Three 
gentlemen and myself started this art of three-color print- 
ing in this country in 1894. I supervised and eriticized 
the work and was considered one of the foremost critics 
and experts on fine plate printing. Since 1905, I am act- 
ively engaged in the printing and manufacturing of en- 
velopes, and late in 1903 and in 1904, in connection with 
my business as a color printer, I manufactured and ex- 
perimented in the matter of Trango envelopes. 

‘*Q. 148. Did these various businesses bring you in 
contact with printers and printers’ art, so that you be- 
came acquainted with methods and practices of the same? 

‘fA. They did. 

‘““Q. 144. In the printing of your one-piece transparent 
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window envelopes, does the application of the border pre- 
vent the ereeping or running of the oil, or simply cover 
up such ereeping, as far as the border extends? 

‘SA. The existence of the border does not prevent the 
creeping, and in many cases the oi) will ereep over or fur- 
ther than the border is indicated.’’ 


Gustaf Olson, an engraver by trade, on page 383, was 
asked and testified as follows: 


‘*@.o1. Prior to making the plates for the rings or 
borders for the envelope paper, as you have explained, 
had you seen work where the ink ran or spread at the 
borders? 

‘‘A. It does so in most every case where a solid plate 
is used. I have seen this as far back as I can remember 
being in business. 

‘*@. 52. In such cases as you have just mentioned, what 
was done, if anything, to cover up the running and 
spreading of the ink at the borders or edges? 

‘A. In the first place, the printer would thicken up 
his ink or use a different kind of ink to prevent this 
spreading or he would run something around the border 
or edge to hide this defect. 

““Q.53. Did you ever make any plates for the print- 
ing of a ring or border around the edges, to cover up the 
running or spreading of the ink as you have just men- 
tioned? 

A. Yes, just s often as the printer would decide that 
by printing a border he could eliminate the ragged ap- 
pearance of the edges of the picture, I would have to make 
a plate for him. 

‘*Q. 54. How long ago have you made plates for print- 
ing a border around work, where the ink ran or spread, 
so as to present ragged or unsightly edges or margins? 

‘A. About sixteen or seventeen vears ago. 

‘*Q. 55. How common a practice was it, to your knowl- 
edge, in the printers’ art, to print rings or borders around 
different kinds of work, where the ink ran or spread, to 
cover up defeets or unsightly appearances in the edges 
or margins of the work? 

‘A. It is so common that everybody in the printing 
establishment would be expected to know it. 
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“Q.56. Was it a part of the common knowledge and 
practice of the printers’ art? 
ge Ye@s.’’ 


Alexander B. Sherwood, president of the Sherwood En- 
vraving Company, of Chicago, with thirty years’ experi- 
ence in the printers’ art, on page 402, was asked and tes- 
tified : 

‘‘Q,14. Have you any knowledge or use of borders 
in the printing art generally, or distinet from the litho- 
graphic work? 

‘A, Yes, sir. The method in each kind of business 
is practically the same, and the result obtained, so far as 
that particular feature goes, is the same. 

“((). 15. How long have you known of the use of bord- 
ers by printers, for either covering up unsightly edges 
or margins on the work being done, or for giving defini- 
tion or sharpness of outline to the work included in the 
border, or for other purposes? 

‘CA. It has always been the practical and common 
method of handling such work; to my knowledge for thir- 
ty-four years, | 

“*().16. If you had been printing a work or design or 
picture of any kind, for, say, the last thirty years, and 
you found that the ink or colors or whatever was used 
ran or spread, so as to create an objectionable or un- 
sightly outer edge or margin, what, in the exercise of 
your knowledge of the lthographing and printing arts, 
would you have immediately done to cover up or obliter- 
ate such objectionable outer edges or margins of the 
work? 

“A. The first thought that would occur to me, both 
from the economical and practical standpoints, would be 
to make a border which was sufficiently wide and solid 
to cover over and obliterate these unsightly edges, either 
by printing in a stronger color itself than the ‘colors un- 
derlying, or by finishing with a bronze border, as on the 
sheet here before me. 

“@Q.17. What would you say as to its requiring any 
iaverantion on your part, or on the part of any other 
printer, to print a border in such a case? 

“A. The question appears ridiculous to me, for the 
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proposition as vou state it is so self-evident to any prac- 
tical man that there could be no question about lis being 
foolish enongh, in view of that being the only way to get 
over the difficulty, and which is commonly and universally 
known. 
“@Q.18. By ‘foolish enough,’ you mean simple enough? 
“Be 1s; s0r.”’ 


Emil A. LeGros, vice-president of the Franklin Company, 
—a large engraving and printing company—on page 404 
was asked: 


“Q).2. How long have you been acquainted with the 
engraving business, and the printing business? 

“A. About twenty-one vears. 

Q.3. In the engraving and printing business, what 
is the practice or custom, when a picture or piece of work 
of any kind shows defective, ragged, or unsightly edges 
or margins, to cover up or obliterate or conceal such un- 
sightly or objectionable edges? 

‘A. It is customary to print a border of some kind 
around the picture. 

“Q.4. How long have vou known of such custom or 
practice in the engraving or printing arts? 

‘CA. As Jong as I have been in the business. 

“Q.5. From your knowledge and experience, what 
would a printer or engraver naturally have done if the 
work in hand showed a defective or unsightly appear- 
ance around the edges? 

“A. Print a border around it. 

“Q).6. Has that been the ease, to your knowledge, for, 
say, the last fifteen or twenty years? 

““m®. It has. 

““Q.7. What have you to say, from your knowledge 
and experience, as to whether or not the printing of a 
horder around the work would have involved any inven- 
tion? 

‘fA. I shouldn’t think it would be considered an in- 
vention, because it has been used in the regular course 
of business right along.’’ 


There is no testunony whatever in the record qualifying or 
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disputing the testimony of the witnesses as quoted above, so 
that it stands as established and settled by the evidence that 
it was a common custom and expedient on the part of print- 
ers generally, for many years before the date of the invention 
of the first Cohn patent, to print a border around various kinds 
of work to cover up, obliterate or conceal ragged, irregular, 
or unsightly edges caused by the spreading or running of the 
ink or whatever was used for the printing. Indeed, it would 
seem that no evidence, as to the custom of printers in this re- 
gard, was needed, as we have no doubt all seen such borders 
as long as we can remember. But, however, this may be, it is 
established by the evidence on the part of the defendant, and 
unquestioned and undisputed by any evidence on the part of 
the complainant. 


Fifth Division of the Old Art. 


Furthermore, borders were printed around the trans- 
parent windows of one-piece envelopes long prior to the date 
of the invention of the first Cohn patent. The Busch 1896 
English patent, at page 716 of the Record, describes a one- 
piece window envelope with a border printed around the win- 
dow or transparent portion or section. The specification of 
the Busch patent says (the italics being ours) : 


‘“‘This invention relates to postal envelopes which dif- 
fer from others by the fact that a portion or the whole 
of the envelope is transparent, so that the address of the 
letter may be read through the envelope, and need not, 
therefore, be written or printed on the same. 

‘‘In some eases the front of the envelope is made of 
transparent material, while the back is opaque, or vice- 
versa; OY a portion of the front may be transparent, while 
the rest of the envelope is opaque, or the back and a por- 
tion of the front may be transparent. 

‘“The desired contrast or difference may be produced 
either by choosing two different kinds of paper, or by 
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printing with opaque coloring matter applied to a por- 
tion of the envelope.”’ 


It appears from the above that the Buseh specification 
plainly discloses, among other things, a one-piece window en- 
velope, in which a portion of the front forming the window 
or space for the address to show through, is to be transpa- 
rent, while the remaining portion of the front is to be ren- 
dered opaque by printing an opaque coloring matter on the 
paper, thus constituting a border. It appears that the border 
in the envelope of the Busch patent is to extend from the 
window or transparent portion to the edges of the envelope, 
thus covering the entire front of the envelope, except the trans- 
parent window or space. <As we have already pointed out, 
the first Cohn patent in suit contemplates this precise arrange- 
ment of border. The specification, in describing the drawings, 
says that ‘‘Fig. 2 represents an envelope with a different 
shaped opening from that of Fig. 1, and in which the entire 
face of the envelope around the window is assumed to have 
been imprinted or colored to give definition to the window 
opening and obliterate signs of ‘creep’ in the transparency- 
producing preparation.’’ And, again, in line 46 of the first 
eolumn, after describing the application of the transparency- 
producing preparation, the specification says that, ‘‘The re- 
maining portion, or a part of the remaining portion, of the 
blank which forms the face of the finished envelope A is then 
imprinted with a suitable opaque coloring matter.’’ 


We introduced three illustrative envelopes showing the in- 
vention deseribed and disclosed in the Busch patent, and they 
were offered in evidence at page 400 of the Defendant’s Type- 
written Record filed in the court below. Mr. Bond, the de- 
fendant’s expert, on page 576 of the Record, after describing 
the three illustrative envelopes, was asked and testified: 


‘‘@.5. How far do you consider that the three envel- 
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opes produced by you and discussed above are fair, real 
and actual embodiments and exemplifications of the en- 
velopes shown and described in this English Buseh 1896 
patent? ; 

‘(A All three of the envelopes are fair, real and ac- 
tual representations of envelopes which would be made 
by following the directions for making envelopes, found 
in this Buseh patent. 

‘‘().6. I notice in the second and third envelopes pro- 
dueed by you that the transparent portion or window of 
the envelope is somewhat oval in shape. Do you consider 
that in any way a departure from the description of the 
Busch patent? 

‘‘A, I do not. It is merely a matter of selecting the 
shape of the transparent portion, and there is nothing 
in the Busch patent limiting the shape of the transparent 
portion to any particular form. 

‘‘Q.7. How far does the oval-shaped window in these 
two Busch envelopes correspond to the shape of the trans- 
parent windows of the Brown 1862 patent? 

‘A, They are substantially the same as the windows 
of the transparent portions of the envelopes of the Brown 
1862 patent.’’ 


The correctness of these illustrative envelopes, as embody- 
ing the inventions described in the Busch patent, is, we think, 
literally admitted by Cohn in his testimony, at page 188, where 
we asked him about one of the complainant’s exhibits marked 
R, and where he testified as follows: 


‘*X-Q. 161. The specification of the Busch British 1896 
patent among other things says that, ‘A portion of the 
front may be transparent, while the rest of the envelope is 
opaque.’ This is true of the envelope Exhibit R, is it 
not? 

“sy \t is. 

““X-Q. 162. This is also true of the envelope Defend- 
ant’s Hxhibit Buseh 1896 Envelope No. 1, is it not? 

“CA, It is. 

‘*X-Q. 163. It is also true of the Defendant’s Exhibit 
Busch 1896 Itnvelope, No. 2, is it not? 

“ey, iis. 
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““X-Q. 164. The specification of the Busch patent says 
that, ‘The baek and a portion of the front may be trans- 
parent. This is true of the Defendant’s lexhibit Buseh 
1896 Kinvelope No. 3, is it not? 

“a. fhe.” 


The correetness of the illustrative envelopes, as exempli- 
fieations of the envelopes disclosed and deseribed in the Buseh 
patent, being thus established by the testimony of both par- 
ties, they may be considered as physieal embodiments of the 
envelopes of the Busch patent and treated aecordingly. 


The only difference between the envelope of the first Cohn 
patent and the envelope of the Busch 1896 English patent is, 
that Cohn makes only a part of his paper transparent, before 
applying a border around such part, while Busch made his 
entire blank transparent, or, what is the same thing, took 
transparent paper for his stock to begin with, and then print- 
ed Ins border over such portion as he did not desire to leave 
exposed or transparent. He then printed his border of col- 
oring matter so as to give definition to the window, and cover 
or oObseure the remainder of the face of the envelope by ex- 
tending the border from the edges of the window to the edges 
of the envelope, as Colin says his border may be extended. 
This forms precisely the kind of a border that Cohn contem- 
plated and deseribed as falling within the scope and limits of 
his invention. 


The border that Busch printed on is printed or superposed 
on top of such portion of the envelope as he desired to cover 
up or obscure, and the Coln border is printed or superposed 
on top of such portion of the envelope as he desired to cover 
up or obsenre, and is, and necessarily must be, in order to 
serve its purpose, printed over the outer margin or edge of 
the transparent window itself, and so thereby covered up and 
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obseured the portion of the transparent space which he de- 
sired to conceal—the outer edge or portion that had the rag- 
ged appearance. Both Cohn and Busch, therefore, print or 
apply the coloring matter over the transparent paper—dif- 
fering only as to the amount covered. Whether Busch him- 
self applied the transparency-producing preparation, or some 
one else applied it before he began his work, is immaterial. 
Whether Cohn applies the transparency-producing prepara- 
tion himself, or takes the paper to which it has already been 
applied, is likewise immaterial. Both use material that has 
the window or address space somehow or other made trans- 
parent, either during its manufacture or afterwards. Busch 
says that the desired contrast between the window and the 
balance of the envelope may be produced ‘‘by printing with 
opaque coloring matter applied to a portion of the envelope.’’ 
Note that the coloring matter—the border—is applied by 
‘‘printing,’’ and that it is applied only to a “pea tion’’ of the 
envelope, just as in the Cohn envelope. 


Siath Division of the Old Art. 


Furthermore borders were printed around transparent 
spaces made in opaque paper by the application of an 
oily preparation, for various purposes, long prior to the al- 
leged invention of the first Cohn patent, as shown by a num- 
ber of patents offered in evidence that were not referred to or 
considered in the prosecution of the Cohn application in the 
Patent Office. This will be apparent on reference to the pat- 
ents themselves. 


Lune Tupor 1878 Parent, at page 698, relates to the making 
of imitation stained glass windows on paper, and consists 
in printing lines in heavy opaque ink on the paper selected, 
and then applying the transparency-producing preparation to 
the spaces or sections included within such heavy lines. These 
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heavy printed lines represent the ‘leading’? which was used 
in stained glass windows between the pieces of glass. As a 
matter of fact, they form a border around each transparent 
section or portion of the paper and give it definition, and 
necessarily serve to cover up and coneeal any spreading or 
bleeding of the oil used in making the sections transparent. 
In this way they perform the function and do the work of the 
borders in the Coln envelope. The Tudor specification, among 
other things, says: 

“The nature of my invention consists in paper having 
opaque lines printed, painted, or stained thereon, resem- 
bling the outlines of leaden sash doors usually employed 
in the construction of stained glass windows, and trans- 
parent coloring applied by printing, staming or painting 
the spaces between the opaque lines, Tlis paper is eas- 
ily transported and readily apphed to window panes; and 
when oiled or coated and filled in the pores with resin- 
uous substances, as by varnishing it, it becomes in the 
colored portions more or less transparent, and presents 
the pleasing effect of stained glass of usual construction. 

‘‘Plain paper, such as lithographie or writing paper, 
may be used. Paper more transparent is preferable. 
The opaque lines and coloring may be applied on one or 
both sides of the paper.’’ 


The fact that the Tudor paper contains many transparent 
portions or sections is immaterial. There is a border around 
each transparent portion, and it is obvious that, when the 
transparent coloring is applied to render the spaces or figures 
transparent, particularly when such preparation is applied 
by staming, as the speeification says may be the ease, the 
transparency-producing material will flow into and permeate 
the fiibres or tissues of the paper and present ragged and 
unfinished edges around the spaces, were it not for the opaque 
border lines printed around each of the spaces, which cannot 
but serve the purpose of covering up and concealing such 

g¢ed appearance and giving definition to the figure or space 


50 


enclosed within the lines. We thus have, in the Tudor patent, 
opaque paper with predetermined spaces rendered transpar- 
ent by some oily preparation, and with heavy lines around 
each of the spaces. Any one of the spaces may be considered 
as corresponding to the transparent space or window in the 
paper of the Colin envelope, and its border as corresponding 
to the border of the Colin envelope. 


In view of this Tudor patent, there was nothing new, there- 
fore, in making paper transparent by the application of an 
oily preparation in the desired space or spaces, and printing 
a heavy border around such space or spaces, and which in- 
herently and in the very nature of things must operate to 
cover up and conceal any ragged or unfinished appearance in 
the edges of the spaces caused by any flowing, spreading, or 
bleeding of the oily preparation through the fibres and tis- 
sues of the paper. 


Tue Hote 1894 Brirish Parent is for a coin bag made up 
of paper or other material provided with holes or perfora- 
tions, through which the coin may be seen, and with a heavy 
colored border printed on the paper outside of the holes, so 
as to distinguish and give definition to the same. The Hole 
specification, on page 706, after describing coin bags made 
of paper or other material, says: 

“With bags so constructed it will be unnecessary to 
open them to ascertain the nature of their contents as 
this can be easily and quickly done by reason of the per- 
forations, aided if necessary by black or other coloured 


lines on the exterior of the bags which would form a 
rehef to the colour of the coins it contains.’’ 


The drawing of the Hole patent appears at page 708, and 
a mere glance at it shows that it discloses the use of colored 
or tinted borders around a desired space to give definition to 
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the saine. Of course, such borders would obliterate, cover up 
or conceal any imperfections, defects or undesirable appear- 
ances in the paper over whieh they were superposed, the 
sume as the border does in the first Colin patent. 


Tue Leen 1894 Brivis Pusiicarion shows what may be 
termed a fashion display deviee for setting off the appearance 
of dress materials. It shows how a given dress material will 
look when made up and worn. The invention consists in a 
sheet of any desired material in which the outline of the 
human figure, either in whole or to the extent desired, is de- 
lineated in transparent material, while the surface or face 
of the sheet outside of the figure is covered by a black or 
other colored border. The nature of the imvention will be 
readily understood by inspecting the drawings at page 713. 
The speeification of the Leigh pubheation—for, at page 461, 
it was proved into the ease as a publication rather than as a 
patent—at page 711 says: 

‘It has already been explained that my invention re- 
quires that portions c of the sheet, that is as much of 
the latter as is witlin the outline @ shall be transparent. 
If celluloid is the material of the sheet, then the neces- 
sary transparency is already there. If, on the other 
hand, the material of the sheet is opaque normally such 
within portions ¢ must be made transparent, or of trans- 
parent material, care being taken when the opaque por- 
tion and the transparent portions are of distinet mate- 


rials, that they are evenly and well joined along the 
suid outline a,’’ 


The specification on the same page says: 


“‘Tt—the material—mnust be naturally transparent or 
at any rate capable of being made transparent.’’ 


It appears, therefore, from an examination of the Leigh 
pubhieation that it was old to take a sheet of proper kind 
and make a desired portion transparent, and to print a border 
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around the transparent portion of black or other colored 
ink or material to give definition to the transparent space, 
and sueh colored border necessarily must have the effect 
of obliterating, covering up or concealing any defect or un- 
sightly appearanee in the sheet beneath the border. The 
specification, in speaking of the border, says that ‘‘Its func- 
tion is to cover up the material of the cloth undergoing ex- 
hibition and inspection, for an area outside the said outline 
a sufficiently extensive in all directions to prevent the cloth 
outside the outline obtrnding itself into the customer’s field 
of view,’’ that 1s, to cover up and conceal anything which 
it is desired shall not be seen. 


THe Saito & Brown 1901 British Patent describes a 
method of making transparent tablets, posters, labels, and 
sinilar devices for advertising purposes, and the specifica- 
tion, at page 722, describes the invention as consisting in 
the making of certain portions of the paper transparent by 
a suitable material and printing or otherwise applying inks 
or colors around the same which thus constitutes a border 
around the transparent portions. 


“The printing or application of such blaa@k ink or 
colour, or inks and colours, is for the specific purpose 
of rendering opaque and dense certain and predeter- 
mined parts of the said advertisement or publie notice 
when the said advertisement or publie notice is placed 
before artificial light and also to enable us by means of 
spirit varnish to make transparent other certain and 
predetermined parts of the aforesaid advertisement, or 
public notice, which parts are exposed or left unpro- 
tected by the absence of the black ink, or colour or inks 
and colours, which are not printed or applied on the 
aforesaid certain and predetermined transparent parts 
of the reverse or negative surface of the aforesaid 
paper, to that surface on which the advertisement or 
public notice is printed and displayed. 

‘We apply spirit varnish of ordinary commercial 
manufacture to certain and predetermined parts on the 
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reverse or negative surface of paper to that surface 
on which is printed or displayed advertising matter, 
which certain and predetermined parts we purposely 
leave hare or unprotected by reason of not printing or 
applying black ink or colour or inks and colour on the 
said parts. 

“The application of spirit varnish is for the specific 
purpose of rendering transparent only such parts of 
the advertising matter as we desire and intend to show 
and become brilliant when the said paper on which is 
printed or displayed advertising matter is placed before 
artificial light.’ 


The foregoing quotation shows that the Smith & Brown 
1901 British patent discloses a sheet of paper with certain 
and predetermined parts made transparent by the applica- 
tion of varnish which, of course, is an oily preparation, and 
printing the surface of the paper outside of the spaces so 
rendered transparent with a black or other colored mk, thus 
forming a border around the transparent spaces, the print- 
ing of such border necessarily and inherently must have the 
effect of obliterating, covering up or concealing any run- 
ning or bleeding of the varnish or oily preparation into the 
tissues of the fibres of the paper, the same as the border 
around the transparent window of the envelope of the first 
Cohn patent. 


Neither the Tudor, Hole, Leigh, and Smith & Brown 
patents or publications was before the Examiners in the 
Patent Office, so far as the proceedings disclose. They show 
that it was old in various arts to take paper and render 
certain desired and predetermined parts of it transparent 
by the application of an oily preparation, thus forming 
transparent windows or spaces and printing or otherwise 
applying inks or coloring matter around the transparent 
windows, thus forming borders which application of inks 
necessarily had, and must have had, the effect of giving 
definition to the windows or spaces, and of covering up and 
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concealing or obliterating any running or bleeding of the 
oily preparation in the fibres or tissues of the paper. They 
fully meet the contention of Colin’s attorney in his argu- 
ment before the Mxaminers-in-Chief, at page 611, where, in 
speaking of the Cohn invention, he says: 

‘The novelty of this invention is in providing a 
colored or tinted border surrounding a window portion 
which has been made transpareut by some preparation 
which, because of its oily character, will creep into the 
surrounding opaque stock and give a ragged and un- 
sightly outline to the transparent window, and I submit 
that neither of the references cited has any bearing 
upon such a feature, or offers any suggestion of the 
same.’’ 


The above argument could not have been presented had the 
above references heen cliscovered and cited by the Examiner, 
showing transparent portions, spaces, or windows in opaque 
paper produced by the application of oily preparations, which 
inherently and from their nature must have spread and bled 
and formed rough and ragged edges, with borders of ink or 
other colors printed around them; which necessarily operated 
to cover up or conceal the unsightly edges and give definition 
to the windows, and a finished and ornamental appearance to 
the work. They show that the very idea and feature, which 
counsel emphasized in his argument in the Patent Office, was 
fully disclosed in patents long prior in date to the Cohn ap- 
plication, so that the public was in full possession of every 
idea that Cohn relies on to support the claim of novelty, utility, 
and invention i the envelope of his first patent. 
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Recapitulation of the Various Uses of Borders. 


To recapitulate the state of the art, we find that it is estab- 
lished and settled by the evidence that a one-piece transparent 
window envelope made from opaque paper like those de- 
seribed and claimed in the first Cohn patent, but without a 
border around the transparent windows, was deseribed and 
disclosed to the world long prior to the date of the Cohn in- 
vention, as shown by the Brown 1862 patent; that it was old 
to print borders around three-color pictures, lithograph 
labels, and various kinds of printers’ work generally, as 
shown in the Osborne 1900 art calendar, and testified to by 
a number of witnesses on the part of the defendant, whose 
testimony stands unquestioned and undisputed by a word of 
testimony on the part of the complainant; that it was old to 
print a border around a one-piece transparent window en- 
velope made of transparent stock with the border covering 
the face of the envelope outside of the transparent window, 
as disclosed in the Busch 1896 patent; and that it was old to 
print borders around various transparent spaces made in 
opaque paper by the application of an oily preparation to the 
desired spaces and around holes or perforations in paper to 
give definition and distinctness to the same, as disclosed in 
the Tudor 1878 patent, the [Tole 1894 British patent, the Leigh 
1894 British publication, and the Smith & Browne 1901 British 
patent. 


Contentions Based on the State of the Art. 


In view of the fact, established and settled by the testimony 
of many witnesses on the part of the defendant, and not ques- 
tioned or disputed by any testimony on the part of the com- 
plainant, that borders had, long prior to the invention of the 
first Cohn patent, been printed around the edges of three- 
color pictures, of lithograph colored labels, and of different 
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kinds of printers’ work generally to cover up and conceal 
uneven, ragged or unsightly edges or margins, caused by the 
running and spreading of the colors or inks, or other causes, 
and that borders had been printed around the edges of vari- 
ous spaces in opaque paper rendered transparent by the ap- 
plication of an oily preparation for various purposes, which 
borders necessarily and inherently had the effect of obliterat- 
ing, covering up or concealing any ragged, irregular and un- 
desirable appearances in the edges of the transparent spaces 
caused by the running of the oily preparation, as well as to 
give definition and sharpness of outline to the matter included 
within the border, and a more ornamental and finished ap- 
pearance to the work, we eontend that no invention was in- 
volved in printing such a border on an envelope to cover up 
the spreading or running of the oi] in making the transparent 
window in the envelope of the first Cohn patent, and to give 
definition to the enclosed space, and give it a more finished 
and ornamental appearance. The printing of borders on the 
envelopes of the first Cohn patent is an operation that falls 
within the printers’ art. The work is done by printers. It 
is done on printing presses. An ink is used to print the 
borders. The whole operation is a part of the printers’ art. 
The printing of the border to cover up or conceal the spread- 
ing or running of the ink or oil is precisely for the same pur- 
pose as the printing done to cover up or coneeal the running 
or spreading of the inks or colors in the various instances of 
the use of borders established in the evidence. Not only are 
the uses analogous, but they are the same. <A border that 
would cover up unperfections in the one ease will cover up 
imperfections in the other. The method of applying the 
horder in all these eases is the same and the funetion which 
the border performs is the same. The uses, objects, utilities. 
and advantages are the same. 
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The complainant Colin on cross-examination admitted that 
the purposes, objects and advantages resulting from the 
printing of borders around piétures and other kinds of 
work, mentioned by the witnesses on the part of the 
defendant, were exactly the same as in the printing 
of the borders around the transparent windows of one- 
piece envelopes. We asked him a question framed— 
as to its last portion which we italicize—in the exact words 
of the witness Olson, in answering question 17, already quoted, 
as to the object of the border on his patented envelopes, and 
he stated that the same purposes and advantages existed in 
the printing of the border on envelopes that defendant’s wit- 
nesses had assigned for the use of borders on pietures and 
other kinds of work, At page 183, we asked Cohn and he 
testified : 

““X-Q. 156. In answering Q. 70, you say that you con- 
sider, the ring or border as of the utmost importance. 
The reasons for your opinion are because the presence of 
the border gives definition to the enclosed transparent 
space, covers up and conceals any objectionable or un- 
sightly appearance caused by the irregular or ragged 
outhnes resulting from the running or spreading of the 
transparency-producing preparation, and gives a more 
finished, or ornamental appearance to the job, or to ex- 
press the matter more briefly, the border is primarily to 
cover defects, and secondarily it enhances the beauty and 
value in some cases. Is not this a brief summary of the 
objects, uses, and purposes of the border mentioned in 


the claim of the first patent sued on? 
ee lara,” 


From the above, it is plain that all of the witnesses on both 
sides agree that the uses, objects and utilities of the border 
when surrounding a three-color picture, lithograph labels or 
printers’ work generally, and when surrounding the trans- 
parent portion of a one-piece window envelope, are the same 
in every respect. At the most, therefore, and for the present 
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disregarding the prior patents, all that Cohn did was to print 
an old border around a desired piece or portion of a paper to 
cover up or conceal undesirable or unsightly appearances in 
its margin or outline, which, of course, would necessarily give 
definition or definiteness to the portion of the paper ineluded 
within the border, just as others had been doing for years 
on many other kinds of work. 


But for the present disregarding the use of borders on 
three-color pictures, lithograph labels, printers’ art generally, 
and the borders shown in the Tudor, Hole, Leigh, and Smith 
& Browne patents, we think that, in view of the Brown 1862 
and the Buseh 1896 patents, alone, it is plain that no 
invention was involved on the part of Cohn. The Brown 1862 
patent presented him with an envelope made of opaque ma- 
terial, with a portion or window made transparent. The 
Busch 1896 patent presented him with an envelope of trans- 
parent material, made from stock that was originally opaque, 
with a border printed around the transparent portion or win- 
dow. They are both envelopes. The Brown envelope was 
withont a border, and the Busch contained a border. All that 
Cohn did, and all that he could do, was to transfer the border 
from the one envelope to the other. It is precisely as though 
he had a Brown envelope in his hand and stood in the pres- 
enee of a printer working at his press and printing borders 
on the Busch envelope. At the proper moment he inserts his 

srown envelope into the press and prints the Buseh border 
on it, without changing the press or ink, or method of opera- 
tion. IIe now has the envelope of the first patent, without 
any change, subtraction or addition. It is plain, under the 
decisions of the courts in similar cases, that he has performed 
nothing but a mechanieal aet, and has not drawn upon nor 
employed the creative and originative faculties, whieh are 
essential to an inventive act. He hardly exercised his rea- 
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soning faculties, What he did was an act of imitation. He 
printed the border around the window of the Brown 1862 
envelope in the same way that he saw the printer doing in 
making the Buseh 1896 envelopes. He simply followed the 
instructions and directions of the Brown and Buseh specifiea- 
tions, with which the law conclusively assumes that he was 
fully acquainted. 


The Brown and Busch patents may be regarded as letters 
directed to Cohn personally, as, indeed, they are open letters 
directed to everybody in the world interested in the making 
of envelopes; but we may regard them as letters directed 
from Brown and Busch to Cohn personally. The Brown let- 
ter instructs Cohn as to how to take a piece of opaque paper 
and make an envelope with a transparent window in it, and 
the Busch letters instruets him how he can make a border 
around the window. It tells him in express terms that he 
can make the border by printing with opaque coloring mat- 
ter. [le makes the envelope as Brown tells him and prints 
the border as Busch tells him. THe has simply followed diree- 
tions and instructions. As to these matters, we refer par- 
ticularly to the deposition of the defendant’s expert, Mr. 
Bond, extending from page 579 to page 582. In answering 
question 16 on page 580, Mr. Bond says that ‘‘The envelope 
of the first Cohn patent would result from taking the envelope 
of the Brown patent and printing thereon opaque matter as 
instructed by the Busch patent.’’ In answering question 18 
on page 982, he says that ‘‘No invention, in my opinion, was 
required to apply the instruetions of the Busch patent as to 
making the face of the envelope outside of a transparent 
section opaque, and using such instructions in connection with 
the envelope of the Brown 1862 patent’? We think it is plain 
that all Cohn did was to follow the instructions of the letter 
which Brown wrote to him in 1862 and the letter which Buseh 
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wrote to him in 1896. They told him everything that he 
needed to do and how to do it. The following of instructions 
can never constitute invention. We think that the lack of in- 
vention is plain to demonstration. 


The law is and for many years has been settled that the 
mere double use of a machine, device, idea, or invention, 
cannot be the subject of a patent. It is no invention to 
apply a well-known thing or idea to a new use. As Judge 
Story illustrated in an early case, there is no invention in 
taking a spoon that has been used for eating soup and 
use it in eating beans. As said by the Supreme Court in 
Potts v. Creager, 155 U. S., 606, it is no invention to take a 
mill for grinding coffee and use it for grinding spices. In 
like manner, whoever first employed a border for covering 
up and concealing ragged and unsightly edges in one kind 
of work made it free and open for use in all kinds of work 
where it would subserve the same purpose, so that it could 
never thereafter be the subject of a patent. The purpose 
for which Cohn says he uses the border, even if it be on 
different articles from those on which borders had been 
used before, would be insufficient to impart patentability to 
the envelope of the first Cohn patent. 


In Roberts v. Ryer, 91 U. S., 157, the Supreme Court 
said: 
‘‘It is no new invention to use an old machine for 
a new purpose. The inventor of a machine is entitled 
to the benefit of all the uses to which it can be put, no 
matter whether he had conceived the idea of the use 
Omapot.’’ 


In Pennsylvania v. Locomotive Truck Co., 110 U. S., 494, 
the Supreme Court, after reviewing the decisions, said: 


‘“The appheation of an old process or machine to a 
similar or analogous subject, with no change in the 
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manner of application and no results substantially dis- 
tinct in its nature, will not sustain a patent, even if 
the new form of result had not before been contem- 
plated.”’ 


In Blake v. San Francisco, 113 U. 5., 682, after quoting 
from the Locomotive case above, the Supreme Court, the 
italics being ours, said: 


“It tollows from this prineiple that where the pub- 
lic has acquired in any way the right to use a maehine 
or device for a particular purpose, it has the right to 
use it for all the like purposes to which it can be ap- 
plied, and no one can take out a patent to cover the 
application of the device to a similar purpesc. . ff 
If the result claimed as new is the same in character 
as the original result, it will not be deemed a new re- 
sult for this purpose. For instance, an automatic re- 
lief valve, used to relieve the pressure of steam, pro- 
duces no new resuit in character when used to relieve 
the pressure of water, unless some further effect be- 
sides the mere relief of pressure is obtained. This 
qualifieation, therefore, will not affeet the present ease, 
heeause no new result in character is accomplished by 
the supposed invention of the plaintiff. Besides, it 
appears from the evidence that before Bailey’s patent 
was applied for, relief valves were in common use, both 
on land and at sea. . .. It is no answer to this to 
assert that the application of a relief valve to a portable 
steam fire-engine is the invention of a new combina- 
tion. There was no invention; the combination was 
already in publie use on steamships. The application 
of the valve to a similar use on land was not a new com- 
bination or a new invention.”’ 


In Lovell Manufacturing Co. v. Cary, 147 U. Shy 634, the 
Supreme Court, the italics being ours, said: 


“‘The public eannot be deprived of an old process 
hecanse some one has discovered that it is capable of 
producing a better result, or has a wider range of use 
than was before known. In Smith veNVichols,.21 Wall., 
112, it was held that a mere earrying forward, or new 
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or more extended application, of the original thought, 
a change only in form, proportions, or degree, the sub- 
stitution of equivalents, doing substantially the same 
thing in the same way, by substantially the same means, 
with better results, was not such invention as would sus- 
tain a patent; and in Roberts v. Ryer, 91 UMS gaia 
it was held that it was no new invention to use an old 
machine for a new purpose, and that the inventor of a 
machine was entitled to the benefit of all the uses to 
whieh it could be put, no matter whether he had con- 
eeived the idea of the use or not.”’ 


Not only was the use of a border on the envelope of the 
first Cohn patent, to define the window space and to cover 
up and conceal the spreading or creeping of the oil, merely 
a double use of the border in the same way and for the 
same purpose that it had been employed by three-color 
printers, lithograph-printers, and in the printing art gen- 
erally, but it was a matter that naturally fell within the line 
of knowledge and work that a printer is habitually doing. 
The moment the necessity or desirability of a border ap- 
peared to a printer, he would, from his knowledge and ex- 
perience, know exactly the remedy to apply. But it is not 
invention to exercise the skill and knowledge that pertains 
to one’s trade, business, or profession. That is something 
that is to he expected and is entirely different from the 
origination of new ideas involved in the inventive act. In 
reference to the exercise of the knowledge and skill of one’s 
trade or calling, the Supreme and Cireuit Courts have 
repeatedly expressed themselves. 


In Pearce v. Mulford, 102 U. S., 112, 118, the Supreme 
Court said: 


“All inprovement is not invention, and entitled to 
protection as such. Thus to entitle it, it must be the 
product of some exercise of the inventive faculties, and 
it must involve something more than what is obvious 
to persons skilled in the art to which it relates.” 
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In Vinton v. Hamilton, 104 U. S., 492, the Supreme Court, 
the italics being ours, said: 


‘Neither a cupola nor a cinder notch is new. The 
use of a cinder notch for drawing off cinders from a 
blast furnace is as old as blast furnaces themselves. 
The funetion which the cinder notch performs in the 
process covered by Vinton’s invention is precisely the 
same for which it is used in a blast furnace. In smelt- 
ing slag in a cupola turnace it was found that the molten 
einder accumulated and floated on the top of the 
molten iron. The appheation to a cupola furnace, for 
the purpose of drawing off cinder, of the cinder noteh 
in the blast furnaces to accomplish the same end, would 
oecur to any practieal man. When applied to a enpola 
furnace the same function was performed in the same 
way by the same means. In making tlns application 
there was no invention. Pearce v. Mulford, 102 U. S., 
112. We are of opinion, therefore, that the application 
of a cinder noteh to a cupola furnace for the purpose 
designated is neither patentable nor new, and that all 
the other parts of the process and the applianees cov- 
ered by Vinton’s patent were old and well known long 
hefore the date of his alleged invention and the patent 
therefor.”’ 


In Atlantic Works v. Brady, 107 U. S., 200, the Supreme 
Court said: 


“The design of the patent laws is to reward those 
who make some substantial discovery or invention, which 
adds to our knowledge and makes a step in advance in 
the useful arts. Such inventors are worthy of all favor. 
It was never the object of those laws to grant a 
monopoly for every trifling deviee, every shadow of a 
shade of an idea, which would naturally and spontane- 
ously oeeur to any skilled mechanic or operator in the 
ordinary progress of manufactures. Such an indiserimi- 
nate creation of exclusive privilege tends rather to ob- 
struct than to stimulate invention. It ereates a class 
of speculative schemers who make it their business to 
watch the advancing wave of improvement, and gather 
its foam in the form of patented monopolies, which en- 
able them to lay a heavy tax upon the industry of the 
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country, without contributing anything to the real ad- 
rancement of the arts. It embarrasses the honest pur- 
suit of business with fears and apprehensions of con- 
cealed Jiens and unknown liabilities to law suits and 
vexatious accountings for profits made in good faith.’’ 


In Hollister v. Benedict Mfg. Co., 1138 U. S., 59, 73, the 
Supreme Court, the italics being ours, said: 


‘“*As soon as the mischief became apparent, and the 
remedy was seriously and systematically studied by 
those competent to deal with the subject, the present 
regulation was promptly suggested and adopted, just 
as a skilled mechanic, witnessing the performance of a 
machine, inadequate, by reason of some defect, to ac- 
ecomplish the object for which it had been designed, by 
the application of his common knowledge and experience, 
perceives the reason of the failure, and supphes what 
is obviously wanting. It is but the display of the ex- 
pected skill of the calling, and involves only the exer- 
cise of the ordinary faculties of reasoning upon the 
materials supplied by a special knowledge, and the fa- 
cility of manipulation which results from its habitual 
and intelligent practice, and is in no sense the creative 
work of that inventive faculty which it is the purpose 
of the constitution and the patent laws to encourage and 
reward.”’ 


In Thompson v. Boisselier, 114 U. S., 1, 11, the Supreme 
Court, the italics being ours, said: 


‘Tt is not enough that a thing shall be new, in the 
sense that in the shape or form in which it is produced 
it shall not have heen before known, and that it shall 
be useful, but it must, under the constitution and the 
statute, amount to an invention or discovery. © 

‘To refer only to some more recent cases, adjudged 
since these suits were decided below, this principle was 
applied in Vinton v. Hamilton, 104 Ww S., 485, where a 
eupola-furnace heing old, and a cinder-notch being old, 
and the use of a einder-notch to draw off cinders from 
a blast-furnace being old, and the cinder-notech, in draw- 
ing off the cinders “from the cupola-furnace, "performs 
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the same function as in the blast-furnace, it was held 
that the application of the cinder-noteh to the cupola- 
furnace would oceur to any practical man, and that there 
Was nothing patentable in sueli applieation. 

‘In Hall vo Macneale, 107 U. S., 90, a cored conical 
bolt, in a safe, with a screw-thread on it, having ex- 
isted before, and also a solid conical bolt, it was held to 
be no invention to add the secrew-thread to the solid 
conieal bolt. 

"in dilantic Works v. Grady; 107 U. S.,.192, 200, it 
Was said, that it is not the object of the patent laws to 
erant a monopoly for every trifling device which wonld 
naturally and spontaneously ocenr to any skilled me- 
ehanic or operator, in the ordinary progress of mann- 
factures.”’ 


In Thatcher Heating Co. v. Burtis, 121 U. S., 286, 294, the 
Supreme Court said: 


‘Tt is admitted that what Thatcher did, and all that he 
did, was to transfer this well known fuel magazine from 
its use in an out-standing base-burning stove to a fire- 
plaee heater, equally well known and in common use as 
to its arrangement, construction, position and mode of 
operation. When this fuel magazine was thus transferred 
from one kind of stove to another, n its new situation 
it performed precisely the same function with respect to 
the fuel and the fire, as it had always been accustomed to 
perform in its old place, and the fire-place heater into 
which it was thus newly placed, so far as the generation 
and transmission of heat and heated air are concerned, 
operated precisely as it had habitually done before.”’ 


In Root v. Sontag, 47 Fed., 311, Judge Hawley, of Califor- 
nia, said: 


‘‘From this reference to the drawings, specifications. 
and claims in the patent it appears that on the end of 
the shuttle body a flat plate was formerly attached by 
means of a screw or bolt, driven or screwed into the end 
of the shuttle body; that the constant movement of the 
shuttle was lable to cause the wood to spht, and the 
plates to become loose. The improvement in this respect 
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is made by extending the screw through the end of the 
shuttle, and placing a nut on the end of the bolt of the 
screw. It must be admitted that this is an improvement 
upon the former methods in common use, in this; that it 
holds the plate or tip more seeurely to the end of the 
shuttle, and prevents the wood from splitting as fre- 
quently as it otherwise would. But does this improve- 
ment involve any mechanical skill? Can the improve- 
ment, as made, be called invention? The use of a bolt 
with a nut screwed on the end of it for the purpose of 
holding or fastening things together is not only well 
known to mechanics, but is a matter within the general 
knowledge of the public. When from any eanse, it was 
discovered that the tip on the end of the shuttles would 
frequently become loose, or the wood spht, what would 
be more natural than to suggest the driving of the bolt 
through the end of the shuttle, and placing a nut on the 
end of the bolt, and screw it up tightly? The shuttle, as 
thus constructed, performs no new function. It operates 
precisely as it did before the improvement was made. 
The improvement is superior to the old methods in the 
mechanical structure of the shuttles, but is not, m my 
opinion, of such a character as required inventive skill.”’ 


In Haughey v. Lee, 48 Fed., 384, Judge Butler, of Penn- 
sylvania, said: 


‘In view of the other devices shown—about whose 
existence there is no question—it seems clear that the 
slight change in form which the plaintiff made did not 
require invention. He simply altered the ‘striker’ from 
a horizontal to a perpendicular position. He found it 
standing out laterally, and loosened it so as to hang. 
This was all. Surely no invention was required to do it. 
Any mechanic to whose line the work belonged, or indeed 
any handy person, though not a mechanie, could do this. 
The idea or conception that this change might be bene- 
ficial, was not patentable. The question 1s ‘simply, was 
invention required to make the change? In my judgment 
it was not. The kicking device exhibited a method of 
doing it. This device indeed required nothing but short- 
ening the chain to make it correspond in every essential 
respect with the plaintiff’s. Applying this to a horse in 
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motion, instead of one standing in his stall is not even a 
new use. If new it would be analogous to the old. Pat- 
ents are constantly overtumed for want of invention, 
Where its absence is not so clear. The later volumes of 
reports are full of such cases; eight are contained in 
the last issue—132 U.S. It is snflicient to cite a few of 
them. Tollister v, Manufacturing Co., 113 U. S.. a 
Sup. Ct. Rep., 717; Thompson v. Boisselier, 114 U. S. fe 
av oup. Ut. Rep. 1042; Pewnsyleania R. Go. v. Locomobive 
Engine Safety Truck Co., 110 U. S. 490, 4 Sup. Ct. Rep. 
220; Bussey v. Manufacturing Co., 110 U.S. 131, 4 Sup. 
Ct. Rep. 38; Gardner v. Herz, 118 U. S. 180, 6 Sup. Ct. 
Rep. 1027; Weir v. Morden, 125 U. S. 98. 8 sup. Ct. Rep. 
869; Holland v. Shipley, 127 U.S. 396, 8 Sup. Ct. Rep. 
1089; tron v. Railway Co., 132 U.S. 84, 10 Sup. Ct. Rep. 
“4; Day v. Railway Co., 132 U.S. 98, 10 Sup. Ct. Rep. 11; 
Roemer v. Bernheim Co., 132 U. 8. 161, 10 Sup. Ct. Rep. 
=.”’ 


In Kilbourne v. Bingham Co., 50 Fed., 699, Judges Jackson 
and Swan, in the Cireuit Court of Appeals for the Sixth Cir- 
Mit, sarc’: 


“The appreciation and utilization of the efficiency of 
old methods, means, and material for the manufaeture of 
domestic, mechanical, and agricultural wares ‘does not 
spring from that intuitive faculty of the mind put forth 
in the search for new results or new methods creating 
what had not before existed or bringing to light what lay 
hidden from vision; but, on the other hand, is the sug- 
gestion of that common experience which arose spontane- 
ously, and by a necessity of human reasoning, in the 
minds of those who had become acquainted with the cir- 
cumstances with which they had to deal.’ Hollister v. 
Manufacturing Co., 113 U. 8S. 72, 5 Sup. Ctinen. 717. 

“It is not enough that the new manufaeture, because 
of the fitness of the material to the purposes of the arti- 
cle, has obviated innumerable objections inherent in prior 
manufactures and superseded them in the trade. If 
must possess an advantage and novelty in form or con- 
struction beyond the ability of a mechanic of ordinary 
skill and intelligence, or be the resultant of means or 
methods devised by the maker. ‘The law,’ says Judge 
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Woodruff in Smith v. Ellicott, 9 Blatehf. 403, ‘gives no 
monopoly to industry, to wise judgment or to mere me- 
chanical skill in the use of known means, nor to the 
product of either, if it be not new. These are within the 
proper field of competition, and open to all. In general, 
they will in that competition be justly appreciated, and 
will command their proper renumeration if usefully em- 
ployed. It is invention of what is new, and not eompara- 
tive superiority or greater excellence in what was before 
known, which the law protects, and it is that alone which 
is secured by patent’.’’ 


We have quoted from the above cases simply as samples of 
the innumerable decisions that fill the reports where the courts 
have invalidated patents on the ground that they were lack- 
ing in the quality or ingredient of invention. To be valid, a 
patent must be for a device, process, method, or idea, con- 
taining three essential and indispensable characteristics; it 
must be new; it must be useful; and it must involve invention, 
which latter characteristic the Supreme Court, in the Hollis- 
ter-Benedict case, says is the ‘‘creative work’’ of the mven- 
tive or originating faculties. The envelope of the first Cohn 
patent is certainly lacking in the third characteristic or in- 
gredient essential to make it a patentable subject, to say noth- 
ing of the others. 


When Cohn made the envelope of his first patent, he had, 
in Jegal contemplation, a complete and detailed knowledge of 
everything which had been done by others bearing on the sub- 
ject. Whether he had actual knowledge or not, we need not 
stop to inquire, as the fact of actual knowledge is wholly im- 
material. The law conclusively and indisputably presumes 
that he had knowledge, and charges him with the consequences 
of such knowledge. Not only this, but he is to be considered 
and judged precisely as if he had been present in person 
when all of the prior pertinent works were being done, had 
stood hy and ohserved how they were done, and had the re- 
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sults of their work in his presence and spread out for his 
Visual inspection. We will quote from two or three cases as 
to this legal presumption. 


In Crompton vy. Knowles, 7 Fed., 203, Judge Lowell, of 
Massachusetts, in 1881, said: 


‘tt is a presumption of law that all meechanies inter- 
ested in upholding or defeating a patent were fully ac- 
quainted with the state of their art when they took out 
their patent, or when they built their machine. This pre- 
sumption is founded upon a policy lke that whieh im- 
putes to all persons charged with crime a knowledge of 
the law. It is necessary to the safe administration of 
justice. Hach party may then be assumed to have bor- 
rowed from the other whatever was actually first invented 
and used by that other.’’ 


In Allen v. Steele, 64 Fed., 796, Judge Buffington, of Penn- 
sylvania, after quoting from Judge Lowell, as above, said: 


‘“‘We are of decided opinion that the substanee of Al- 
len’s device was so anticipated in Shippen’s that to de- 
vise and construct the former, with the latter before one’s 
eyes—which, in contemplation of law, we must assume 
Mr. Allen had—was the work of an adaptive mechanic, 
and not the province of an inventor. All the improve- 
ments claimed were, as compared with Shippen’s device, 
within the category of degree.’’ 


In Mast, Foos € Co. v. Stover Mfg. Co., 177 U.S., 493, the 
Supreme Court said: 


‘*Tfaving all these various devices before him, and what- 
ever the facts may have been, he is chargeable with a 
knowledge of all pre-existing devices, did it involve an 
exercise of the inventive faculty to employ this same 
combination in a wind-mill for the purpose of converting 
a rotary into a reciprocating motion. . . . In deter- 
mining the question of invention, we must presume the 
patentee was fully informed of everything which pre- 
eeded him, whether such were the actual facts or not.’’ 
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To similar purport are Loom Co. v. Higgins, 105 U.S., 585; 
Bates Refrigerator Co, v. Gillett, 31 Fed., 816; National Car 
Brake Shoe Co. v. Terre Haute Car Co., 19 Fed., 520; Boyden 
v. Burke, 14 How., 582, and other cases. 


In view of the settled principle of law that one who 
claims to have made an invention is to be considered and 
judged as having an actual knowledge of everything which 
preceded him, including the methods and processes employed 
in their making, and in making his own invention as working 
in the actual physical presence of the accumulated devices 
of the preceding art, and of everything having a bearing on 
the nature, quality, and character of his act, we must con- 
sider Cohn in getting up the envelope of his first patent as 
being fully acquainted with and familiar with the use of 
borders by three-color picture printers, lithograph label 
printers, and printers generally, and the use of borders on 
one-piece transparent window envelopes, as described in the 
Busch 1896 British patent, and as having seen them applied, 
and as having them present before his physical eve. We 
are thus able to analyze and weigh his act. He puts on an 
oily preparation to make a portion of his paper or blank 
transparent. Ife observes the oily preparation penetrate 
into and permeate the tissue and fibre of his paper. He 
sees that the oil spreads or creeps beyond the boundaries 
of the predetermined space, so as to present a ragged or 
unsightly or undesirable edge or margin. He looks at the 
three-color pictures, where one of the colors for some rea- 
son overlaps or spreads beyond the others. He sees that 
to cover up or remedy the unsightly or undesirable edge or 
margin a border has been printed around and over the edge, 
and that it thus gives definition to the picture and covers up 
and coneeals the unfinished or undesirable appearance of the 
edges. He looks at the lithograph labels and he sees that a bor- 
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der has been printed around and over their margins or edges, 
and that it thus gives sharpness of outline or definition te 
the matter contained within the border, and obhterates o1 
covers up any ragged or unsightly appearance in the edges, 
eaused by the spreading or misplacement of the ink. — He 
looks at the examples of printers’ work, where a )ordet 
has been printed around any desired work or matter, and 
that it thus gives sharpness or definition or outhne to the 
matter contained within and covers up and conceals any 
spreading or running of the ink. Ile looks at the envelope 
deseribed in the Buseh 1896 patent, and sees that he prints 
a border over its face outside of and around the window 
space, and that it thus covers the non-address space of the 
envelope and gives definition to the window space. And ir 
legal contemplation he sees all these men at thew work 
understands what they are doing, how they do it, and wha 
they do it. He sees, as a matter of necessary reasoning— 
for such must have been the largest extent of the menta 
operation—that a similar border printed around the trans 
parent portion or window of his envelope blank will serve 
his purpose, will give definition to the window, will cove 
up and eoneeal any bleeding or running of the oil, and will 
in short, exactly serve his purpose and do the work anc 
give the finished results that he sees are desirable. He 
therefore, prints a border around the window of his en 
velope. He has originated nothing. He has added nothing 
to the knowledge of the world. He has contributed nothing 
to the printing art. No new or original idea has_ beer 
evolved. Te has simply appropriated and applied the ole 
expedient used for a generation for precisely the same 01 
similar puroses, with no change in the manner of applica. 
tion of the border, and no results substantially different 
from what had been seeured by the use of borders before 
We can well say of his act what the Supreme Court said 
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in the case of Lovell Mfg. Co. v. Cary, 147 U. S., 636, where, 
in discussing the case before them, they said: 


‘The present case is covered by the cases of Vinton 
v. Hamilton, 104 U.S. 485; Stow v. Chicago, 104 U. 8. 
547; Locomotive Truck ease, 110 U. 8. 490; Blake v. 
San Francisco, 113 U. 8. 679; Thompson v. Botisselier, 
114 U. S..1; Miller v. Foree, 116 U. S. 22; Dineie 
Searle, 124 U. S. 60; Brown v. District of Columbia, 
130 U.S. 87; Aron v. Manhattan Railway, 132 U.S. 84; 
Watson v. Cincinnati, Indianapolis &e. Railway, 132 
U.S. 161; Marchand v. Emken, 132 U. 8. 195; Royer v-. 
Roth, 132 U.S. 201; Hill v. Wooster, 132 U. S693 7a 
burt vy. Evory, 183 U. 8. 349; Howe Machine Co. v. Na- 
tional Needle Co., 134 U. 8. 388; Florsheim v. Schilling, 
137 U.S. 64; Consolidated Roller Mul Co. v. Walker, 138 
U.S. 124; Ansonia Co. v. Electrical Supply Co., 144 
U. S. 11; Ryan v. Hard, 145 U. S. 241. The primi 
deducible from those eases is that it is not a patentable 
mvention to apply old and well known devices and 
processes to new uses, in other and analogous arts. The 
decision in Ansonia Co. v. Electrical Supply Co., supra, 
is very pertinent. In the opinion in that case, the cases 
were reviewed which established that the application 
of an old process or machine to a similar or analogous 
subject, with no change in the manner of application, 
and no results snhstantially distinet in its nature, will 
not snstain a patent, even if the new form of result 
had not before been contemplated.’ 


To apply the principle of the above decision to the ease 
in hand, it involved no imvention for Coln to take the 
border used on three-color pictures, on lithograph labels, on 
the Busch 1896 envelope, and im the printing art generally, 
and apply it to his envelopes where it performed the same 
work—surrounded a desired section or portion of work 
—secured the same results—gave definition to the work in- 
eluded within the border, and covered up and concealed im- 
perfections around the outer edges or margins—in the same 
way—by the printing and superposition of an opaque color- 
ing matter over the portion desired to be concealed. Par- 
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ticularly is this so when Colin neither originated, created, 
nor made use of any new idea, but simply bodily appropriated 
an idea and a process that had heen used for many years 
in similar analogous eases. The instant the need became 
apparent the remedy used for similar cases suggested itself. 
The combination that resulted was the old combination, so 
far as the essentials are concerned, Both in Cohn and in 
the old art, paper furnished the foundation for the work; 
both in Colin and in the old art, a predetermined section or 
portion of the paper had a preparation applied to it, as ink 
or colors that ran or spread; hoth im Cohn and in the old 
three-color and printers’ art, the edges or margins of the 
predetermined portion were ragged, unsightly, or undesir- 
able in appearance, owing to the spreading or overlapping 
of the material at the edges or margins of the predetermined 
space; both in Colin and in the old art, ineluding the old 
1896 Busch patented envelope, opaque coloring matter was 
printed around the predetermined space to give definition 
to it and, in most of the cases, to cover up and conceal im- 
perfections or defects in the edges or margins, which pro- 
duced an unsightly or undesirable appearance; and both in 
Colm and in the old art, the resulting effect was to give a 
more finished or ornamental appearance to the work, with- 
out adding anything to its essential utility—the performance 
of its function as an envelope, in Cohn’s ease. We think it 
is preposterous to impute any inventive quality or charac- 
ter to the work done by Colin in printing a border around 
the window of the envelope of his first patent. 


The Question of Invention as Viewed by the Patent Office. 


We find, by reference to the proceedings in the Patent Office 
in the procuring of the first Cohn patent, that there was great 
difficulty in securing its allowance, on the ground that it was 
lacking in invention. When the appheation was filed, No- 
vember 8, 1904, it contained nine (9) claims, quoted at page 
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590. The first three claims related to the subject-matter of 
the present claim as it appears in the patent. The first claim, 
as originally presented, made no reference to the border, but 
the second and third elaims included it as an element. The 
second claim, as originally presented, may be quoted as an 
example: 
‘ond. An unpunctured envelope of non-transparent 
stock, to a portion of which a preparation has been ap- 


plied to render such portion transparent, and a colored 
or tinted border surrounding said transparent portion.”’ 


When the claims came to be examined, the Examiner re- 
jected the above claim, together with the first and third, as 
being substantially anticipated in the Busch British patent of 
1896. In the letter written by the Examiner December 22, 
1904, at page 593, he said: 

‘‘Claims 1, 2 and 3 are rejected as being substantially 
anticipated in British Patent to Busch 11,876, July 4, 
1896, in view of the immemorially old practice of country 
boys in making paper lanterns of greasing the whole or 
a part of the paper to render the lantern more translu- 
cent. The coloring of the ‘border’ may be regarded as 
of no patentable significance in the claims in view of 


either of the British patents to Whitty 2,899, Oct. 6, 1869, 
and Colby, 1,895, January 31, 1900.’’ 


In reply to this action by the Office, Colin amended his ease 
January 6, 1905, page 596, by striking out the original claims 
and inserting two new claims, of which the second was worded 
as it now appears in the patent. At the same time a sample 
envelope was filed, and the statement made that ‘‘In Figs. 2 
and 4 it is assumed that the entire face of the envelope is 
colored around the window opening; while in Figs. 1 and 3 
there is only a border corresponding to the sample inclosed.”’ 
This corresponds to the statement in the patent, to which we 


have already called attention, to the effect that the border is 
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not to be understood as merely a narrow ring around the 
window but may cover a border that extends entirely over 
the face of the envelope from the edges of the window to the 
edges of the envelope—the kind of a border that Busch de- 
seribed. 


In reply to the amendment made as above, the Examiner, 
February 13, 1905, at page 598, again rejected the claims as 
lacking in patentable invention. In the letter of rejection, the 
Icxaminer said: 

‘‘The claims presented by amendment of January 6, 
1905, are rejected upon the state of the art of record. It 
is a matter of common knowledge to make envelopes of 
transparent material. It is a matter of common knowl- 
edge to make envelopes having a transparent portion and 
an opaque portion. It 1s a matter of common knowledge 
to render paper or envelopes transparent by treating such 
paper or envelopes with paraffine or grease. Applicant’s 
so-called border does not differ except in design from the 
balanee of the opaque portion of his envelope. There is 


believed to be nothing whatever patentable in this appli- 
eation.”’ 


In reply to this rejection on the part of the Office, applicant, 
on February 20, 1905, wrote a letter in which he stated, at 
page 599, that he admitted ‘‘that it 1s a matter of common 
knowledge to make envelopes of transparent material’’; and 
also admitted ‘‘that it is a matter of common knowledge, 
broadly, to make an envelope of a generally opaque body hay- 
ing a transparent window or opening’’; and also admitted 
that it was ‘‘not new to render paper transparent by treating 
it with grease,’’ but in which he insisted that ‘‘This border is 
new, and the Examiner has shown no reference for it.’’ Ap- 
plicant insisted, therefore, that his claims were patentable. 
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To the above argument the Examiner, on Mareh 28, 1905, 
replied to applicant, saying, at page 602: 

‘Notwithstanding applicant’s argument the claim is 

still deemed to be unpatentable over the references of 


record and for the reasons stated. The claims are there- 
fore cach a second time and finally rejected.’’ 


Thereupon, on February 28, 1906—eleven months after the 
above rejection—an appeal was taken to the Board of Ex- 
aminers-in-Chief, and the claims considered by the three Ex- 
aminers constituting such Board. Before the case, however, 
was sent up to the Board of Examiners-in-Chief, the Hxam- 
iner, on March 6, 1906, wrote another letter to the applicant, 
in which he cited the Cohn English patent No. 14,478, of June 
27, 1904, and the Brown 1862 patent, No. 36,393. In reply to 
this letter, the attorney for Cohn, on March 138, 1906, wrote a 
reply saying, among other things, that the Cohn British pat- 
ent was a patent to the applicant and was not for the same 
invention as the one elaimed in this application, and that the 
Brown patent was not cited in rejection, and, therefore, he 
refused to treat it as a reference. Thereupon the appeal was 
proceeded with. In sueh appeals it is the practice for the 
Examiner to file a written statement with the Board, giving 
his reasons for his rejection, and on March 22, 1906, the Ex- 
aminer filed his statement before the Board. In his statement 
the Hxaminer sets out what Cohn described in his specifiea- 
{ion and what he was claiming. 


The Examiner, in considering the Cohn and Shipp British 
patent—the patent which Cohn claimed was his own patent 
and invention—among other things, at page 608, said: 

‘Tt is noted that the British patent to Cohn & Shipp 
does not set forth how the transparent portion of the 


envelope is formed. The patent to Brown states that 
tle transparent portion or window in his envelope may 
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be made by the same means or substance as is employed 
for making tracing papers, &e. To print a certain border 
with colored ink or pigment around the transparent por- 
tion of Brown’s envelope in the same way that Colin & 
Shipp print a border around their transparent portion 
would not involve invention.”’ 


In his statement the Examiner, in discussing the Busch 
British patent, at page 609, said: 


“The British patent to Busch above cited discloses an 
envelope having a transparent window comprising a 
portion of the front of the envelope surrounded by an 
opaque border, such border being formed by ‘printing 
with opaque coloring matter.’ Thus it is clear that this 
patent anticipates every letter of Claim 1. Busch does 
not set forth that he forms his transparent portion by 
the applheation of paraftine or the like. Such procedure 
is clearly set forth by Brown, however. Z'o print a 
colored border with opaque coloring matter around the 
transparent portion of Brown’s envelope would not con- 
stitute a new mvention.’’ 


Thereupon the attorney for applicant filed an argument be- 
fore the Examiners-in-Chief, in reply to the Examiner’s state- 
ment, in which he insisted that ‘‘The novelty of this invention 
is in providing a colored or tinted border surrounding the 
window portion which has been made transparent by some 
preparation which, because of its oily character, will creep 
into the surounding opaque stock and give a ragged and un- 
sightly outline to the transparent window.’’ The attorney, in 
his reply to the Examiner’s statement, at page 613, also says: 

““The British patent to Cohn & Shipp, 14,478, June 27, 
1904, is applicant’s own invention; it is identical with 
applicant’s other pending case filed May 9, 1904, Serial 
No. 207,082. It does not disclose, or even remotely sug- 
gest, the present invention, for which reason applicant 
has not mentioned his British patent in the oath to the 


present case. . . . The British patent to applicant 
does not use and does not describe a border surrounding 
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a window which has been made transparent by a prepara- 
tion which will ‘creep’ into the opaque stock. The British 
patent describes an envelope made of substantially trans- 
parent stock, the back of the face of which is rendered 
opaque by some coloring matter, leaving the window un- 
colored. As there is used no preparation which will 
‘ereep’ into the opaque stock, there is no use for the sur- 
rounding border to conceal such creeping and give defini- 
tion to the window opening.’’ 


In reference to the Busch Enghsh patent, the attorney for 
applicant, at page 615, among other things, said: 


‘‘The remaining reference, British patent to Busch, 11,- 
876 of 1896, has a portion or the whole of the envelope 
transparent. The front is transparent while the back is 
opaque, or a portion only of the front may be transpar- 
ent. The patentee says, ‘The desired contrast or differ- 
ence may be produced either by choosing two different 
kinds of paper, or by printing with opaque coloring mat- 
ter apphed to a portion of the envelope.’ The ‘two dif- 
ferent kinds’ of paper means pasting one part to the other, 
and the printing with coloring matter must refer to print- 
ing on a normally transparent paper.”’ 


The Board of Hxaminers-in-Clief came to the conclusion 
that there was no invention in the claims. All three of the 
Ixaminers-in-Chief concurred in this conclusion. They filed 
an opinion April 18, 1906, in which they stated their reasons. 
Among other things, at page 616, they said: 


COMP 


he alleged invention relates to the class of en- 
velopes in which the address is not written on the en- 
velope itself but on a paper inside of the envelope and is 
read through the transparent surface thereof. The ap- 
pellant starts with an opaque material and by treating a 
portion thereof makes a transparent window therein at 
the point where the address is to appear. It is said that 
the preparation used in treating the material to make 
the transparent window cannot be applied in such way as 
to make a clear cut and regular outline for the window 
but will creep and make an irregular and rough outline. 
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To hide this rough outline and leave a transparent win- 
dow of symmetrical and regular shape the appellant ap- 
plies a colored border to the surface around the window. 
The supposed invention here resides in plaeing this bor- 


der around the window.’’ 


The Examiners then quote from the Brown 1862 patent, 
and, on page 618, say: 


“It is obvious that by following the direetions first 
stated an envelope of the same construction as the ap- 
pellant’s is prodneed. The appellant has merely added 
a colored border for the purpose of ornamentation.”’ 


And this was and is exaetly what it was and is for, and 
nothing else. Ornaimentation—to make the envelope look 
better—‘‘for the purpose of obliterating or concealing the 
effects of the tendeney of the said preparation to creep into 
the surrounding opaque stock,’’ to use the words of the 
claim. The horder does not prevent the creeping but merely 
obliterates or conceals the creeping. The border, as the Ex- 
aminers-in-Clief say, is for the purpose of ornamentation. 


The Examiners-in-Chief then proceed to consider the Cohn 
and Busch British patents, and say: 


“In the patent to Cohn et al. is described an unpunec- 
tured envelope having a transparent window surrounded 
by a portion to which dark colored ink has been applied. 
Tlus is also true of Buseh. The border in this ease 
seems to extend to the edge of the envelope, but it is 
nevertheless a contrasting border. Its purpose is, like 
that in the appellant’s case, to have a transparent win- 
dow regular in outline and of the shape desired. If the 
transparent material extends to the edge of the envelope 
it is necessary to extend the ink covered surface to the 
edge, whereas if the transparent portion does not extend 
so far it is not necessary to extend the ink so far. It 
may, however, be applied in the shape of a border suffi- 
ciently wide to cover the edges of the transparent por- 
tion. The purpose, function and idea of means seems to 
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be the same in both eases. The rough edges of the 
transparent portion would be concealed just as well by 
coating all of the balance of the envelope with dark 
colored ink, and the only purpose of substituting a nar- 
rower border seems to be to get a different artistic ef- 
fect. There is no mechanical advantage or utility in 
it. It is a mere matter of design. 

‘‘The claims are lacking in patentable novelty in view 
of the referenees cited and therefore the decision of the 
Primary Examiner is affirmed.’’ 


An appeal from the decision of the Board of Examiners- 
in-Chief was thereupon taken to the Commissioner of Pat- 
ents, and a decision in favor of applicant obtained, where- 
‘upon the ease was referred to the Primary Examiner, and 
on Angust 6, 1906, it was amended by applicant by eanceling 
the first claim, so as to leave only the claim which now ap- 
pears in the patent. Thereupon the applieantion was formally 
allowed and the patent issued. 


IF'rom the foregoing it appears that four of the five judges 
in the Patent Office who passed on the matter were of the 
opinion that there was nothing of patentable invention in the 
Cohn envelope. These four judges—the Primary Examiner 
and the three HExaminers-in-Chief—are required by the 
Statute to be men of mechanical, legal and scientific attain- 
ments, while no sneh requirement is made as to the Commis- 
sioner. ‘The Commissioner’s office is largely executive, and 
the President is free to appoint any one, whether possessing 
legal, scientific, or mechanical experience and attainments 
or not, to the position of Commissioner. As to the others, 
however, the Act of Congress is particular as to their quali- 
fications and attainments. Section 482 of the Revised Stat- 
utes, in defining the duties and qualifications of the Exam- 
iners-in-Chief, says that ‘‘The Examiners-in-Chief shall be 
persons of legal knowledge and scientific ability.’”? The Pri- 
mary Examiners are appointed by the Secretary of the In- 
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terior, after they have satisfactorily passed rigid technical, 
mechanical, and scientific examinations. The Commissioner 
of Patents, however, may be anybody that the President may 
see fit to appoint, and there is no requirement that he shall 
have ‘‘competent legal knowledge and scientific ability,’? nor 
any other kind of knowledge or ability. 


When we come, therefore, to consider the weight that 
should be attached to the opinions and decisions of the Ex- 
aminers and lixaminers-in-Chief and the Conimissioner, upon 
questions of invention, novelty and patentability, we think 
there is no question as to whose opinions should have the 
greatest consideration and weight. In this ease, four men of 
special knowledge, aequirements and ability, acting as judge 
united in saying that the envelope of the first Cohn = 
contains nothing of invention or patentability, while the Com- 
missioner alone is of a different opinion. It is to be remem- 
bered that these proceedings are ex parte. On hearings be- 
fore the Board of Kxaminers-in-Chief and the Commis- 
sioner, nobody appears to orally explain and present the 
ranbiter on behalf of the publie. Only the written statement 
of the Primary Examiner is present. On the other side, how- 
ever, the applicant may be represented by his attorneys to 
rine oral presentation and arguments. They evidently sue- 
ceeded in this case in persuading the Commissioner to pass 
the question on to the courts to determine should litigation 
ever arise under the patent. 


We submit and insist that great consideration and weight 
should be given to the opinion of the Primary Mxaminer and 
of the xaminers-in-Chief in their conclusions in this ease, 
and that but little weight or consideration should be given 
to the econelusion of the Comiissioner, who has thrown upon 
the court the responsibility of deehting as to the validity of 
the Cohn patent. 
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The conclusion of the Hxaminer and of the Kxaminers-in- 
Chief is in harmony with the views expressed by the various 
witnesses for the defendant, reinforeed as they are by 
grounds and reasons that were not presented to the Office on 
the ex parte proceedings leading to the issuance of the first 
Cohn patent. The Office was not furnished with proofs as to 
the use of borders by three-color picture printers, or litho- 
graph label printers, or of printers generally, to cover up 
and conceal unsightly, rongh, or undesirable appearances in 
the edges and margins of work of various kinds, due to the 
misplacement of the colors or the running or spreading of 
the inks employed. Nor were they furnished with exhibits 
or illustrations of such work, showing the use of borders 
accomplishing the same purpose and object as they do in 
the ease of the envelope of the first Cohn patent. Nor were 
they supplied with the reasons and deeisions that are now 
placed before the court for showing the lack of invention 
and patentability in the Cohn envelope. 


Yet, in the absence of all of these cogent and convineing 
reasons for finding that there is nothing of inventive quality 
or character in what Coln did, the Examiner and the Ex- 
aminers.in-Chief came to the conclusion, on the meager show- 
ing before them, that there was no invention or patentable 
novelty in the envelope of the first Cohn patent. Mueh 
greater reason is now presented for a similar conclusion on 
the part of the court. 


In vain we search the opinion of the learned judge who 
decided the case below for any consideration of the question 
of mvention over the state of the art which we have ex- 
plained above. We cither failed to make our position clear 
to the learned judge, or else when he eame to deeide the 
case he in some way overlooked the defense of lack of inven- 
tion im view of what had been done and disclosed by the 
prior art; at least he failed to specifically refer to and dis- 
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euss this defense. His whole opinion, so far as the validity 
of of the first Cohn patent is econeerned, appears to have 
been directed to the defenses of anticipation aud lack of nov- 
elty, which we have seen is entirely separate and distinet 
from the defense of lack of mvention. We therefore conti- 
dently submit to this court our belief and contention that 
the first Cohn patent exhibits nothing of invention in print- 
in¢ the border around the transparent window of the Brown 
1862 patent, in view of the numerous uses of borders around 
‘farions matters on paper used for different purpose, estab- 
lished by the evidence, ineluding the printing of a horder 
around the window spave of an envelope, as disclosed and 
deseribed by Busch in his 1896 British patent. 


° 

It may be well, before closing this braneh of the case, to 
refer to one matter which we regard as of no importance or 
econsequenee but which counsel in the argument below seemed 
to regard as worthy of disenssion and which he strongly 
pressed upon the attention of the court. The fact has al- 
ready been referred to that on Deeember 15, 1905, we wrote 
a letter to Mr. Regenstein, which is quoted at page 268 of 
the record. This Jetter was in relation to a one-piece win- 
dow envelope in all respeets like that claimed in the first 
Cohn patent, with the exeeption that it had no border around 
the window. This envelope was exhibited to us by Mr. 
Regenstein and Mr. Reese, who was associated with him, 
and we were asked whether we considered that such envelope 
would infringe the Callahan patent for a two-piece window 
envelope, appearing at page 725, which calls for an envelope 
having ‘‘a display opening therein having transparent cov- 
ering’’—an envelope in which a piece of opaque paper is eut 
out and a separate pieee of transparent paper pasted over 
the opening. In our letter we advised Mr. Regenstein that 
the envelope shown us did not infringe the Callahan patent, 
and also that we considered that the envelope was patent- 
able over the envelope claimed in the Callahan patent. Coun- 
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sel for complainant argued that if we considered the envelope 
without a border as involving invention and as being pat- 
entahle, much more should we consider an envelope having a 
border as containing invention and as being patentable. The 
conclusion that counsel attempts to draw is in no way justi- 
fied by the premises. 


It will be noted that our letter merely says that ‘‘ We con- 
sider that the envelope which you showed us is patentable 
over the envelope claimed in the Callahan patent’’—a two- 
piece transparent window envelope. Undoubtedly, were it 
not for the state of the art afterwards disclosed when Reese 
apphed for a patent on the envelope itself, and by the re- 
search of counsel in this ease, as disclosed by the evidence, 
a one-piece transparent envelope would be patentable over a 
fwo-piece window envelope—over the envelope of the Calla- 
han patent. In pursuance of our advice, Reese made an ap- 
pheation for a patent on the one-piece transparent window 
envelope, which application is printed at page 652 of the 
record. It developed, however, that a patent for a similar 
envelope had been issued to Brown in 1862—something that 
we knew nothing about at the time our letter was written. 
The Reese application was rightly rejected on the Brown 
patent, as appears at page 6{, and no patent ever issued on 
the Reese application, because the Reese envelope and the 
Brown envelope were the same. The Brown patent removed 
every vestige of invention and patentability from the one- 
piece window envelope about which our opinion was given, 
and on which Reese made his application, because it thus 
appeared that the Reese envelope was old. 


We apologize for referring to so trifling a matter,—a mat- 
ter so irrelevant and easy of explanation—but our justifica- 
tion is in the fact that counsel for complainant laid great 
stress on it in jis printed argument in the court below. 


The Preparation Instead of the Border Took Time and 
Work.—The Border Was Easy. 


Both Mr. Colin and Mr. Regenstein spent a lot of time 
in getting their envelopes into the market. In both eases, 
however, this time was principally required in vetting a 
satisfactory oily preparation for prodneing the transparent 
spaces or Windows. For instance, at almost the end of his 
deposition, Cohn was asked at page 208 and testified: 


“R-D.Q. 195. You have testified to the placing on the 
market in 1904, some 10,000 envelopes used by the 
Zellerbach Company and embodying your invention. Can 
you state the amount of time and the amount of money 
you expended in bringing your invention to the point of 
development represented by those commercial envelopes 
which you have heretofore identified as corresponding 
to Exhibits L and M? 

“A. T ean. T worked continuously and persistently 
for over a year, beginning some time in 1903 and end- 
ing with the production of these 10,000 envelopes in 
1904, putting in many nights, many Sundays and several 
holidays. I never at any time desisted from ny efforts, 
but kept on patiently sticking to the object IT had in 
mind, never quitting until T accomplished the object I 
sought. During this period T expended some $3,000, 
which may not appear to be a great sum to some people 
but meant a vast amount to a man of my means. This 
money I used for various purposes such as the purchase 
of different chemicals and oils used in making my prep- 
aration; also for ink and paper of numerous natures and 
consistency. Part of this money was also used in pay- 
ing for labor which was generally at a high rate on ae- 
eount of the work being done on what is termed as 
‘overtime.’ T also paid to chemists various amounts for 
work done at my request. TI frequently found that after 
spending much time and money on a certain preparation 
that the same was useless for my purpose and it was 
necessary for me to start over again. During this period 
I did a little work on the envelope deseribed in my aban- 
doned application dated May 9, 1904, but the expenditure 
of ch and money on this particular feature was very 
trTvial.’’ 
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The witness Tooker, who was foreman of the press-room 
of F. HH. Abbott & Co., and who worked with Mr. Cohn, also 
lays great stress on the difficulty of getting the desired and 
requisite material for producing the transparency. In an- 
swering question 6, among other things, at page 236, he said: 


‘‘All of the mixture for transparency was supphed by 
Mr. Cohn. There was quite a Jit of trouble in getting 
the printing-press to handle these different preparations, 
which required a good deal of time and thought. We 
had a great many difficulties to overcome, the main one 
being to get the desired transparency, which he finally 
succeeded in getting.’’ 


Again, in answer to question 3], the witness Tooker ex- 
plained the necessity of thoroughly cleaning the press be- 
fore applying the oily preparation. Among other things, at 
page 244, he said: 


‘‘In washing up for the preparation it became neces- 
sary to go over the press again and again and the rollers 
more particularly. The least bit of color on the press or 
rollers had a tendency to discolor the transparency and 
make it darker or opaque. It became necessary in using 
this preparation to make the press absolutely, or as 
near as possible, clean. We found another difficulty in 
using some of the preparations, and it became necessary 
in order to make the preparation flow as freely as was 
necessary to use gas stoves under the press, heating the 
plate and making the preparation run out smoothly. We 
finally got these things so that the preparation run 
perfectly. The transpareney that we reached in the 
early stages was inclined to be more dirty and mottled, 
not smooth.’’ 


In like manner, Mr. Regenstein spent the great bulk of his 
time and money during the experimental stages in perfecting 
the transparency producing materials so that they would not 
only make a transparent window, but also make it satisfac- 
torily. In answer to question 79, at page 278, he said: 


“A, After the border matter was settled in January, 


87 


1904, we gave our attention, up to this day, to the perfeet- 
ing of the transparency of the window. 

“Q. 80. Do Tunderstand that the matter of improving 
and perfecting the transparent portion of the envelopes 
was a difficult matter? 

“A. A very difficnlt matter. 

“Q.8l. Without going into details as to the prepara- 
tion of the oil or whatever it is that yon used, you may 
state what difficulties you found in that matter, if any. 

“AL The difficulties in preparing the windows prop- 
erly were found on account of atmospheric conditions, 
non-elastie oils, and various other causes. 

“*Q. 82. You may state what the fact may be as to 
losses of envelopes throngh the sticking of the sides to- 
gether, where the transparent windows were formed, or 
matters of that kind. 

“A. We have found and experienced in 1906 that the 
transparent window would stick to the back of the en- 
velope, and have spoiled at least forty to fifty million 
envelopes in that matter. 

*Q. 83. You may state whether your company has 
much money invested in the business of manufacturing 
transparent window envelopes, or has spent much money 
for that purpose, from first to last. 

“A. The loss to onr company in perfeeting envelopes 
is over $100,000. 

“(). 84. How far do you consider that your company 
has brought the mannfacture of these transparent en- 
velopes to a condition where they are practical and satis- 
factory to the public? 

“A. Our envelope is now considered the most perfect 
transparent envelope in existence, and has a sale in this 
country as well as in foreign countries.’’ 


Both Cohn and Regenstein found the great diffeulty was in 


vetting a satisfactory material for producing the transpar- 


ency—one that while producing the transpareney would be 


inexpensive and unobjectionable in other respects. The ap- 
phieation of the border was purely a mechanieal act. Anyone 
familar with the printing art would find that a simple matter. 
Mr. Regenstein, in answering question 52, at page 271, said: 


‘““As soon as we found out early in January that the 
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oil was found to bleed some, as old printers, we decided 
that we had to go back to our old trick and print a bor- 
der which was intended to cover such bleeding of the oil 
which could not be prevented.’’ 


Again on page 294 he was asked and testified: 


“(),138. When you saw that the oil ran or bled into 
the paper, how long did it take you to know what to do 
to remove the difficulty? 

‘*A. The time was so short that I cannot state the 
same, since it was simply a thought. 

‘*Q.139. Did you do anything more than apply the 
knowledge you had of the printing art asto the situation? 

‘fA. I did not.’’ ; 


The witness Sauerman, who was the pressman that helped 
print the envelopes in January, 1904, was asked, on page 348, 
and testified : 


‘*@.14. What did they do with the paper after you 
had applied the oil, if you know? 

‘‘A. We found that upon applying the oil to the paper 
it crawled or spread; so we made a ring plate and printed 
it on the paper. 

“*@.15. What did you print it on the paper for? 

‘fA. To cover up the unevenness of the oil.”’ 


The witness Wien, who also assisted in printing the en- 
velopes in January, 1904, was asked, on page 356, and tes- 


tified : 

‘“Q.16. When did you first see, if you did see, a ring 
or border printed around the transparent portion formed 
by the oil? 

‘fA. On the same day that the oil was put on the en- 
velope. In January, 1904. 

‘*Q. 22. Did you yourself personally do any work print- 
ing or otherwise, on these one-piece transparent window 
envelopes, or the paper for making them? 

=. I dia 

“*(). 23. What was that work? 
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“A. I printed the oi! on the paper, and later in the 
afternoon I printed the border around the window.’’ 


The witness Olson, an engraver, who made the ring for 
printing the border around the transparent window in Janu- 
ary, 1904, was asked, on page 377, and testified: 


*Q.24. Did you ever make any plate for printing 
borders for or under the direetions of Mr. Regenstein? 

“A. Yes. 

“*Q. 25. Please tell us what you made borders for Mr. 
Regenstein for. 

‘““A. We made one especially of a ring to print over 
and around the window in an envelope. 

“Q. 26. Did you yourself make a plate for the ring or 
border mentioned in your last answer? 

“RK. Ves, 

‘“Q.27. Prior to making the plate for the ring or 
paitlier for the envelope, had you made plates for rings 
or borders for or under the direction of Mr. Regenstein 
for other classes of work? 

‘fA. Yes, sir, as referred to before. 

‘*(). 28. How common a thing was it to make plates or 
rings and borders at Mr. Regenstein’ s place before you 
made the one for the envelope? 

‘“A. It was so common that any engraver would make 
a ring of this kind pe upon seeing that the pic- 
tures showed any ragged edges, without even consulting 
with the coed, In fact, everybody in the printing 
business used that method to cover defects. 

‘*@. 29. Please tell us about how you came to make 
the plates for the ring or border for the envelope work 
that you have referred to. 

‘fA. Mr. Regenstein called me down to the office and 
instructed me how to make this ring. 

‘©, 30. What instructions did he give you? 

‘fA. He told me to make a ring on a plate of zine to 
print around a window of an envelope, which he gave me 
as a size to go by. 

“ORs. Tha he explain what he wanted it for? 

or Yes. 

*Q. 32. Did he show you anything to go by? 

‘“A. Yes, as I have previously answered, he gave me 


a 
a sheet of paper showing an oblong spot covered with oil 
and told me to make a ring to print around the edges. 
(33. Did you make the plate as directed by Mr. 


Regenstein? 
“A. Nees. 


“Q. 39. If you know, please state who did the print- 
ing on the press with this plate. 

‘A, Kinest Sauerman.”’ 

“Q,51. Prior to making the plates for the rings or 
borders for the envelope paper, as you have explained, 
had you seen work where the inks ran or spread at the 
borders? 

‘CA. It does so in most every ease where a solid plate 
is used. [,have seen this as far back as I can remember 
being in business. 

“*(),52. In such cases as you have just mentioned, 
what was; done, if anything, to cover up the running and 
spreading of the ink at the borders or edges? 

‘CA. In the first place the printer would thicken up 
his ink or use a different kind of ink to prevent this 
spreading, or he would run something around the border 
or edge to hide this defect. 

**(). 53. Did you ever make any plates for the print- 
ing of a ring or border around the edges to cover up the 
running or spreading of the ink, as you have just men- 
tioned? 

‘CA. Yes, just as often as the printer would decide 
that by printing a border he eould eliminate the ragged 
appearance of the edges of the picture, I would have to 
make a plate for him. 

‘(). 54. How long ago have you made plates for print- 
ing a border around work, where the ink ran or spread 
so as to prevent ragged or unsightly edges or margins? 

“A. Ahout 16 or 17 years ago. 

“*Q. 55. Tfow common a practice was it, to your knowl- 
edge, in the printers’ art, to print rings or borders 
around different kinds of work, where the ink ran or 
spread, to cover up defects or unsightly appearances in 
the edges or margins of the work? 

‘A. It is so common that everybody in the printing 
establishment would he expected to know it. 

“Q.56. Was it a part of the common knowledge and 
practice of the printers’ art? 

“a, es.’’ 
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From the above it is plain that the difficulty in making a 
one-piece transparent window envelope with a border around 
the edge, to cover up or conceal any running or bleeding of 
the oil, resided, not in the printing of a berder, which was 
the usual and common expedient of printers, but in securing 
out of the many oily preparations that can be compounded a 
preparation for producing the transparency that would not 
evaporate or dry out and cause the transparency to disap- 
pear; that would not make the window muddy or mottled im 
appearance; that would not cause the sides of the envelope 
to stick together; that would flow with the reqmsite freedom 
to do the work; that would not change under climatic condi- 
tions after the envelope had been made, and matters of that 
kind, 


Both Mr. Cohn and Mr. Regenstein had their troubles with 
the transpareney produeing preparation. The border was 
such a minor matter that Mr. Regenstein saw at a mere glance 
what was needed to correct or coneeal the objectionable ap- 
pearance in the margin of the transparency. His men all 
understood the same thing. There was no hesitation, no ex- 
perimentation, no difficulty about it. The need of the border 
Was apparent to these men familiar with the custom and prac- 
tice of applying such borders in the printers’ art. Ilenee, the 
amount of time and money that Mr. Colm may have expended 
in getting a suitable material to make the trausparency is im- 
material on the question of whether his act of applying the 
border involved invention. The Cohn patent, like the Brown 
1862 patent, gives no formula as to the material to be used, 
but the patentees in both eases left that to the selection of the 
maker of the envelopes, and it was in the selection of the 
material best adapted for producing the transparency and not 


in the printing of the border around it that the difficulty and 
the only difheulty occurred. 
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We inquired into the matter of expenditure of Mr. Regen- 
stein, not to show any inventive quality in the application of 
the border, but to show the merits which are to be attributed 
to one who, at great expenditure of time and money, has de- 
veloped a manufacture, made it practical, and supplied it to 
the world. The application of the border to a one-piece trans- 
parent window envelope was simply an application of an old 
and well-known expedient to an old and well-known purpose 
in an old and well-known way, involving nothing of the qual- 
ity or character of invention. 


The Nearest Approach to the First Cohn Patent. 


After the defendant’s expert, Mr. Bond, had considered, 
both on direct and on eross-examination, the various patents 
of the prior art, and had pointed out their similarities to 
and differences from the Cohn patents in suit, and was 
asked in cross-question 80, at page 536, which one of all the 
patents he had considered most nearly approached the Cohn 
patents in suit, he said, as to the first Cohn patent: 

“The Brown 1862 patent has’ the envelope containing 
the feature of a single-piece transparent-window en- 
velope, corresponding to the envelope of the Cohn pat- 
ent, without having the opaque border around the trans- 
parent window, and which it would be necessary to have 


in order to make the envelope of the Brown 1862 patent 
the fac-simile of the envelope of the first Cohn patent.”’ 


In question 17 of his second deposition, Bond was asked, 
on page 581, why he selected the Brown 1862 patent instead 
of the Busch 1896 patent, and replied: 


‘ior the reason that the Brown envelope is made 
from an opaque stock, as called for by the claim of the 
first Cohn patent. This opaque stock in Brown has a 
portion thereof rendered transparent, which is also a 
requirement of making an envelope under the claim of 
“}, first Cohn patent; and, therefore, it seemed proper 
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for me to select the Brown patent as having the nearest 
resemblance or being the nearest approach to the envelope 
of the first Cohn patent, rather than the Busch, in which 
the stock for the envelope is made entirely transparent 
instead of being opaque with only a portion trans- 
parent.’’ 


In giving his opinion as requested above, as to the nearest 
approach by any single patent to the first Cohn patent, Mr. 
Bond did not, of course, mean to imply that the other 
patents of the prior art were not pertinent or were not to be 
considered in determining whether or not the envelope of the 
first Cohn patent involved invention. That is a question to 
be answered after a consideration of the entire prior art pre- 
sented. What is lacking in one patent on such a considera- 
tion may be supplied from the teachings, instruetions, and 
disclosures of other patents. Hverything disclosed in all of 
the prior patents in evidence constitutes a factor to be eon- 
sidered in the determination of the question as to the pres- 
ence of invention and patentability in the envelope of the 
first Cohn patent. 


As said by the Supreme Court in Loom Co. v. Higgins, 105 
RM). &.,, 586, 


‘(That which is common and well known is as if it were 
written out in the patent and delineated in the draw- 
ings.’’ 


In Imperial Bottle Cap & Machine Co. v. Crown Cork & 
Seal Co., 139 Fed., 324, the United States Court of Appeals 
for the Fourth Cireuit said: 


‘“The general rule is that every patent is to be read 
as if the whole state of the art is written on its face, 
and in considering the patents for a combination, it is 
to be remembered that the alleged infringer has equal 
rights with the prior patentee to the use of every ele- 
ment known in the art at the time when the first patent 
was issued.”’ 
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In selecting the Brown 1862 patent, we simply have a 
starting point—a disclosure to which all of the disclosures 
of the other patents, exhibits, and practices in evidence are 
to be added and the accumulated sum of the knowledge thus 
obtained is to be considered—just, as the Supreme Court 
says, as if it were written into the Cohn specification and 
delineated in the Cohn drawings. The Cohn patent must, 
therefore, be considered the same as if it stated on its face 
that Cohn took the envelope of the Brown 1862 patent and 
printed a border around the transparent window, as was 
done by the three-color printers, and as was done by the 
lithograph Jabel printers, and as was done in the printing 
art generally, and as was done in the way deseribed in the 
Vudor 1878 patent, and in the way described in the Busch 
1896 patent, and as deseribed in the various other patents in 
evidence. In short, the Cohn patent is to be judged precisely 
as if it said in its specification that it took the Brown 1862 
envelope and printed a border around the window, accord- 
ing to the wsual practice of the printer’s art, and according 
to the tnstructions contained in the other patents in evidence. 


If Cohn had come before the Patent Office in his applica- 
tion November 8, 1904, and stated in plain language that 
what he did was to take the envelope of the Brown 1862 pat- 
ent and print a border around its window, according to the 
instructions of the Busch and other patents, and aecording 
to the usual and well known practice of printers in doing 
their various kinds of work, can it be supposed for a minute 
that his application for a patent would have been enter- 
tained?) Suppose that Cohn in his application had written in 
the state of the art, as the Court of Avpeals for the Fourth 
Circuit in the above case says that it is to be read in, and 
had stated in his specitication the exact facts as to the prior 
art, as they are established in this ease, his specification—and 
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we begin owr rewriting of it at line 63 of the second column 
of the first page—would in fact and reality have read: 


Lhé Cohn Specification as the Law Reads It. 


“Since the oily preparation has a tendency to ercep 
or ‘bleed’ beyond the borders of the spaee nuprinted by 
the stamp or die by which it is appled, and so possibly 
stain or discolor the rest of the envelope or give a 
‘agged appearance to the window opening, it is pre- 
ferred, even where the paper might ordinarily be deemed 
sulliciently opaque, to apply some sort of coloring mat- 
ter at least around the immediate borders of the trans- 
parency. This border is printed around the transparent 
space or window either in black or other colored inks. 
The border that I] print on my envelopes is the same 
kind of a border as has been used for many years by 
printers of three-color pi¢tures, printers of lithograph 
labels, and printers generally, to obliterate, cover up, 
or conceal, any running or spreading of the inks or 
colors, or any rageed, irregular or other undesirable 
appearances in the margin or edge of the work enclosed 
within the border and so as to give definition and sharp- 
ness of outline to the work enclosed within the border. 
The border furthermore may be like the border described 
in the Busch 1896 British patent, and extend, if pre- 
ferred, from the transparent window space over the en- 
tire face of the envelope; or like the border shown in 
the Leigh 1894 British publieation, which extends from 
the desired transparent space to the margin or edge of 
the paper; or like the border shown in the Tudor 1878 
patent; or ike the border shown in the Hole 1894 Brit- 
ish patent. In fact, the border may be of any of the 
ald and well known kinds that have been used by print- 
ers for many years on various kinds of work, and 
shown and deseribed in prior patents for various pur- 
poses. There is no novelty in the use of a border to 
cover up, obliterate, or eoneeal the running or spreading 
of inks and colors and to give definition and sharpness 
of outline to the work enclosed within the border. The 
border on my envelopes, furthermore, may he printed on 
the paper the same as has been done for many years by 
printers with the borders used by them to cover up or 
coneeal irregular, ragged, or unsightly outlines in their 
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work. ‘here is no novelty in printing or applying the 
border to the paper of my envelope. 

‘In fact, | may say, in describing the invention for 
which I desire a patent, that the envelope itself is old, 
as shown in the Brown 1862 patent, with the exception 
of the border which I propose to print around the trans- 
parent window. he border itself is old, as used by 
printers for many years for various kinds of work, and 
as disclosed in various prior patents. The method of 
applying the border, by printing on the paper of my 
envelope, is old and is precisely the same as the method 
that has been nsed by printers for many years. In 
short, all that J do is to take an old and well known 
envelope and an old and well known border and apply 
the one to the other in the old and well known way, and 
for this I want a patent.’’ 


The above specification, as we have rewritten it, is pre- 
cisely the way it would have been written and presented to 
the Patent Office if it had been written ‘‘as if the whole state 
of the art is written on its face,’’ as the Cirenit Court of 
Appeals for the Fourth Cireuit in the above case says that 
it is to be read and understood. But if it had been presented 
in full as we have rewritten it above, the Office would in- 
stantly have said, as any court would say, that nothing of 
invention was disclosed, that Cohn simply apphed the old 
familiar and well known method used by: printers and de- 
scribed in patents, for giving definition to his window or 
transparent portion, and for covering up and concealing any 
ragged, irregular, or undesirable appearance in the edges or 
margins of his window, and that all this was matter of com- 
mon knowledge and practice. 


Inasmueh as everything which was common and well 
known is to he eonsidered as if it were written out in the 
speelfication and delineated in the drawings, we see that all 
of the patents, exhibits, and practices showing what was 
‘fcommon and well known’* are to be taken into considera- 
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tion, and that in selecting the Brown 1862 patent as being 
in and of itself, without reference to anything else, the near- 
est approach to the first Coln patent, we are simply getting 
an admitted starting point, leaving open merely the ques- 
tion as to whether the other patents, practices, and exhibits 
Suppleménted its disclosures and taught the art how to re- 
move the obvious and admitted difference between such ex- 
hibit and the envelope of the first Cohn patent. In this 
view, it is plain that what was not disclosed by Brown in his 
1862 patent was disclosed in the other patents, exhibits, and 
practices established by the proofs, so that at the time Cohn 
entered the field nothing of original, creative, or inventive 
work was left for him to do in producing his envelope. 


It follows, therefore, as already pointed out, that nothing 
m the nature of tmvention was performed by Cohn when he 
took the envelope of the Brown 1862 patent and printed onto 
it the border disclosed in the Buseh, Tudor and other pat- 
ents, and used by three-color pieture printers, lithograph 
label printers, and printers generally, for giving definition 
to what was inclosed within the border, and for covering 
up and concealing whatever ragged, uneven, or undesirable 
appearances there might be in the edges and borders of such 
work, 


The First Cohn Patent Anticipated by the January, 1904, 
Envelopes. 


The first Cohn patent, applied for November 8, 1904, con- 
tains but one claim, which reads as follows: 


“As a new article of manufacture, an envelope with 
an unpunctured face of relatively opaque stock, said en- 
velope-face having a portion to which a preparation has 
been applied to render such portion transparent, and a 
colored or tinted border surrounding said transparent 
portion for the purpose of obliterating or concealing the 
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effects of the tendency of the said preparation to creep 


into the surrounding opaque stock.’’ 


The above claim describes what has been repeatedly desig- 
nated in the testimony as a one-piece transparent window en- 
velope. This distinguishes it from those window envelopes 
which have the window made from a separate piece, pasted 
in to cover an opening eut in the stock of the envelope itself. 
The transparent portion is formed by the use of an oily 
preparation which fills the pores of the paper, and naturally 
spreads more or less into the texture of the paper itself, 
so that the edge or border of the opening may present some- 
what of an irregular and unfinished appearance. Cohn says 
that to obviate this and to cover up and conceal the ragged 
or unfinished appearance around the edge of the window, 
he prints a border of coloring-matter around the window. 


The first Cohn patent is fully met and anticipated by the 
envelopes made by Mr. Regenstein and Mr. Reese in Janu- 
ary, 1904. It appears from the testimony of Mr. Regenstein 
that he and Mr. Reese visited the office of Banning & Ban- 
ning in the latter part of 1903 to consult them in reference 
to a one-piece transparent-window envelope, both as to its 
patentability and as to whether it would infringe the Calla- 
han 1902 patent, and on which occasion they exhibited an en- 
velope about which they desired such opinion. In pursnanee 
of this visit and on Deeember 16, 1903, Banning & Banning 
wrote a letter to Mr. Regenstein, which is quoted in defend- 
ant’s record at page 268. This envelope exhibited to 
sjanning & Banning, however, had no border around the 
transparent window. Tt appears, furthermore, that, 
immediately after this visit and opinion, and begin- 
ning early in January, 1904, Mr. Regenstein, who 
was assisting and financing Mr. Reese, began to make 
one-piece window envelopes by applying an oily prep- 
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aration to the desired portions, and us soon as they 
noticed that the oil they were using spread or ran into the 
material, they, as old printers familar with the practice of 
the printers’ art, had a plate made, and printed borders in 
the form of rings around the windows. This not only gave 
definition to the windows, but also covered und coneealed the 
running or bleeding of the oil used to make the transparen- 
ees. Mr, Regenstein had preserved a number of these first 
envelopes made in January, 1904, and produced them in evi- 
denee. They will be found in the defendant’s original ree- 
ord, opposite page 50. The first sample has the border 
printed with a white ink, whieh gave a border that did not 
eontrast to the desired extent to the yellowish color assumed 
by the window on the appliention of the oily preparation. 
Ile, therefore, immediately printed borders by the same plate 
with a greenish or olive ink, wlich gave a more finished and 
desirable effeet. In both cases, however, a border or ring 
was printed around the transparent section or spaee, and 
the full and complete invention of the first Cohn patent em- 
bodied and realized. These January, 1904, envelopes were 
made in the printing shop of the American Colortype Com- 
pany of Chicago, of which Mr. Regenstein was at that time 
the Western general manager. 


That these January, 1904, one-piece window envelopes pro- 
vided with borders were made in January, 1904, is fully and 
completely established beyond a reasonable doubt bv the tes- 
timony of Mr. Regenstein, beginning at page 270; Hrnest W. 
Sanerman, who helped to do the printing, beginning at page 
o48 ; Joseph 1. Wien, who also helped to do the printing, be- 
ginning at page 355; Gustaf Olson, the engraver, who made 
the plates for printing rings or borders on the January, 
1904, envelopes, beginning at page 377; Max Lan, secretary 
of the American Colortype Company, where the printing was 
done, who not only saw the envelopes, but also saw Wien 
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print sheets of paper containing a number of blanks, as de- 
seribed in the Reese 1904 patent, beginning at page 392; 
Behrens, whose father was one of the proprietors of 
the American Colortype Company, where the work was done, 
beginning at page 420; and Adolph G. Voss, who was 
ofice manager of the Company at the time the print- 
ing was done, beginning at page 407. These seven witnesses 
saw the envelopes, saw the work being done, most of them 
assisted in doing the work, and they testified that the en- 
velopes produced and others like them were made in Janu- 
ary, February and March, 1904,—some of them in January, 
and some of them in the next month or two. They all testi- 
fied that the envelopes were made prior to a strike that oe- 
curred about the last days of March, 1904, at the shop of the 
American Colortype Company, and gave circumstances and 
incidents which corroborated their statements. This strike 
was occasioned by the transfer of the witnesses Sauerman 
and Wien to the press room to work as pressmen, and the 
strike was inaugurated by the Franklin Union No. 4 of 
pressmen. It resulted in the filing of a bill in the United 
States Circuit Court at Chicago, and the granting of an 
injunction against the union. This injunction or restraining 
order was entered April 4, 1904, and a eopy of it will be 
found in the defendant’s record, at page 343. 


It furthermore appears that on January 15, 1904, Reese 
applied for two patents. One of these, printed at page 651, 
was for the one-piece transparent-window envelope, and 
the other for the sheets of paper or stock out of whieh the 
envelopes are made. The first of these applieations was re- 
jected in the Patent Office, on reference to the old patent for 
that kind of an envelope granted to Brown, in 1862, al- 
ready considered, and no patent was granted on it. The 
other resulted in the Reese patent of August 9, 1904. 
Neither of these applications showed or deseribed the border 
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around the transparent window. The rejected applieation 
for the envelope appears, from the certified copy im evi- 
denee, to have been sworn to January 2, 1904. It was im- 
mediately after this application had been sworn to or filed 
that Rezenstein began to make the January, 1904, envelopes, 
when he immediately observed the ragged or unfinished ap- 
pearance of the edge or margin of the window and resorted 
to the expedient of printing a border around the transparent 
portion, to give it definition and to cover and conceal the 
undesirable appearance caused by the running of the oil. 
He made no etfort to get a patent on this feature, as he re- 
garded it simply as the old well known expedient employed 
by himself and other printers from time immemorial for 
giving a desired finished appearance to a job. In answer to 
question 136, at page 294, he says that ‘‘I did not apply for 
a patent on a thing or operation which I and others have 
done and made for years.’’ His knowledge of the printing 
art and of what had been done for years, and was being done 
every day in the printing of three-color pictures and other 
work where borders were printed, made him consider that 
it would be ridiculous to ask for a patent covering the print- 
ing of the old and well-known printers’ border around the 
windows of envelopes—something that had been done for 
years on many kinds of work. This answers the curiosity 
of complainant’s counsel expressed in his question in the 
court below as to why Regenstein did not apply for a patent 
on it if he made envelopes in January, 1904, with a border 
on them—he did not consider that any invention was iIn- 
volved. 


The first Cohn patent was applied for November 8, 1904. 
The January, 1904, envelopes, in evidence, were made some 
ten months before the application for the Cohn patent. 
Under these cireumstaneces they operated to anticipate and 
invalidate the Cohn patent, unless Cohn could show beyond 
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a reasonable doubt that the envelope of his first patent was 
made prior to the January, 1904, envelope. For Cohn to 
anticipate the January, 1904, envelopes, as some of the cases 
hold, his evidence must be as strong as that required from 
the defendant to establish their making—certain beyond a 
reasonable doubt. Other cases use somewhat different lan- 
guage. They say that the evidence furnished by a complain- 
ant to anticipate an anticipation must be exceptionally 
strong, clear, and convincing. We will quote from two or 
three cases to show the exact language in which the law as 
to this matter is laid down by the courts. 


In Thayer v. Hart, 20 Fed. Rep., 693, Judge Coxe, in 1884, 
said: 


‘‘The complainant’s patent antedating the defend- 
ants’, it was incumbent upon them to prove beyond a 
reasonable doubt that theirs was the prior invention. 
This they have done by proof so positive that the com- 
plainant’s counsel eonceded on the argument that the 
date of their invention was January 15, 1877, eleven 
months prior to the filing of the complainant’s appliea- 
tion. This date being fixed the burden was transferred 
to the complainant to satisfy the court by proof as con- 
vineing as that required of the defendants, that his in- 
vention preceded theirs. The rule in such case is very 
strict. It is so easy to fabricate or eolor evidence of 
prior invention and so difficult to contradict it, that 
proof has been required which does not admit of rea- 
sonable doubt.”’ 


In Westinghouse Electric & Mfg. Co. v. Mutual Life Ins. 
('0,, 129 Fed., 216, Judge Hazel, in 1904, said: 


‘‘Mvidenee in support of the claim of earlier concep- 
tion than the date of the application, disclosure of the 
invention, and its actual reduction to practice must be 
received with great caution. Unless such inventions 
were actually made and perfected before the date of 
the Ferraris publication, the patents cannot be sus- 
tained. The burden is upon the complainant, under the 
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eireumstances to establish by clear, unequivocal, and 
convincing proof that the anticipation has been antici- 
pated.,’’ 


In Clark Thread Co, v. Willimantic Linen Co., 140 U. S., 
492, the Supreme Conrt, im 1891, said: 

‘After Weild’s patent was introduced into the case, 
showing with certainty the date of its publication, and 
such date anterior to the issue of Conant’s patent, 1t 
Was ineumbent on the plaintiffs in rebuttal, to show, if 
not with equal certainty, yet to the satisfaction of the 
court, that Conant’s invention preceded that date.’’ 


But, without quoting from other cases to the same pur- 
port, the law is settled that where a complainant’s inven- 
tion has been anticipated by satisfactory and indisputable 
evidence, the complainant is defeated, unless, on his part, he 
ean establish that he made his invention prior to the date 
of the anticipating structure. The presumption arising 
from the patent is that Cohn made the invention of Is first 
patent at the date of his application—November 8, 1904— 
but this is some ten months too late, unless he has estab- 
lished by evidence outside of the patent that he made the 
invention at an earlier date and had it completed prior to 
the making by Mr. Regenstein and others of the January, 
1904, envelopes. This brings us to a consideration of the 
dates claimed on behalf of Cohn. 


The complainant Cohn was examined twice as a witness 
on behalf of himself. Tis second examination was begun 
February 23, 1911, after the testimony on the part of the 
defendant had been taken establishing January, 1904, as the 
date when the completed invention was embodied in the Jann- 
ary, 1904, envelopes. Colin knew, therefore, what date he 
must get behind in order to sustain his patent. Ilence, every 
inducement existed for assigning a date for his invention 
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prior to January, 1904, to magnify everything he did and 
to confuse what he did on his transparent stock envelope with 
what he did on his opaque stock envelopes, and thus piece 
out the work on the one by the work done on the other. 


In his second deposition Cohn says that after much thought 
he struek upon the idea of printing a border around the 
transparent portion of the envelope, and then, on page 113, 
said: 

‘“‘This discovery was made by me some time in the 
year of 1903, this date being indelibly impressed on my 
memory from the fact that I severed my connection with 
the Illinois-Pacific Glass Co. on October 15, 1903 in order 
to take a position with A. Zellerbach & Sons, now known 
as the Zellerbach Paper Company.’’ 


In the above Cohn says that the date when he made his 
alleged discovery was ‘‘indelibly impressed upon his mem- 
ory. If this is the fact, if the date was indelibly impressed 
on his memory, then there should never have been a time 
after he had made his discovery when he could not have 
stated when it was made. Facets which are ‘‘indelibly’’ im- 
pressed can always he recollected and stated. 


Colm gave his first deposition in his own behalf on Novem- 
ber 3, 1910. At that time no testimony had been taken on 
the part of the defendant. Cohn was, therefore, not informed 
as to what dates would be disclosed by the defendant’s 
proofs. Nevertheless, as the date of his discovering the 
border was ‘‘indelibly’’ impressed on his mind, there could 
have been no difficulty of his fixing and stating the same. 
In eross-examination he was asked more than a dozen times 
as to when he made or conceived his invention. He invari- 
ably declared he could not tell. He professed to have no 
sufficient recollection. In order that the court may see the 
number of times in which he declared that he could not 
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remember when he had made v. conceived of his invention, 
we will quote a number of quesviens and answers from lis 
éross-exauminution while giving iis first aeposition in Novem- 
ber, 1910, beginning at page 47: 


“X-Q. 15. When did you tirst conceive of this inven- 
tion, Mr. Colin? 

“A. [ can’t answer at the present moment. 

*X-Q.16. You don’t know, then, when you first con- 
ceived of the envelope which you claim to have patented? 

“A. Not at the present time.’’ 

“*X-Q.20. How long prior to the filmg of your ap- 
pleation for the patent No. 835,850 was it that you 
eoneeived the idea of that patent? 

[No answer. ] 

*X-Q. 21. Do you decline to answer? 

“A. My answer is the same as before, that I cannot 
at this time state the time of conception. 

eX-Q, 22. You don’t know whether it was two years 
or Six years or twenty years or one month prior to the 
time of filing your applications. ITs that the way you 
want to be understood as testifving? 

‘‘A. It would be necessary for me to go through a 
great amount of data which I have and consult with 
some of my witnesses, before being able to answer as to 
the time of conception. 

*X-Q. 23. Well, you were the person who conceived 
the patent, were you not, Mr. Cohn? 

“oem és, sii. 

“eX-Q. 24. And you at this time cannot give us any 
approximate idea as to how long prior to the time you 
filed vour application in this matter it was that you con- 
eeived the idea of this patent? 

am. No, sir. 

**X-Q. 25. And vour answer would be the same as to 
the patent No. 824,908. Ts that correct? 

[= Y@s, sir.” 

“X-Q. 28. Well, was the first general feature of the 
patent coneeived a non-perforated window? 

‘fA. Iean’t recollect at this time just what the first 
conception of the patent was.’’ 

“X-(. 31. So that altogether you have invented these 
two patents in this matter, and two others, and vet you 
ean’t tell us how long prior to the time you filed your 
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application for the patents in tlis ease you first con- 
eeived the idea of the patent, nor are you able to tell 
us what was the first conception of the patent that you 
had in this particular ease, what feature you first con- 
eeived. Is that correet? 

‘We Tes. sir.” 

“X-Q.45. I ask you then if up to June or July as 
you stated, 1904, when you and Mr. Shipp applied for 
a patent in Hngland for an envelope with a visible 
window, had vou up to that time coneeived of the idea 
of placing a border around the edge of that visible 
window indieating the particular character of business 
in which the user of the envelope was engaged? 

‘‘A, As I stated, it is impossible for me at this 
tine. 

‘*X-Q. 46. Do you answer that in that fashion simply 
beeause your counsel at this moment ealled your atten- 
tion to the faet that you had so testified previously? Is 
that your only reason for so testifying now 

‘“A, No, sir; my reason is beeause it is a fact. 

““X-Q. 47. You can’t tell us at all, then, whether or 
not up to June, 1904, vou had eoneeived the idea of a 
visible window of the envelope for which you applied 
for a patent in England or in this country? 

“A. I can’t state at this time.’’ 

*X-Q. 50. Now as I understand your testimony, you 
are not prepared to tell us whether prior to 1904, when 
you and Mr. Shipp apphed for a patent on an envelope 
in England somewhat similar to the envelope in qnes- 
tion, vou had conceived the idea of a border around the 
window of the envelope indicating the character of the 
business in which the one who used the envelope was 
engaged, or not indicating the character of his busi- 
ness. ‘That is the way I understand your testimony? 

‘ty §=Yies. sir.”’ 


Following the deposition of the witness Maynard, Cohn 
was recalled and further cross-examined. He stated that he 
conceived the idea of a border around the window prior to 
January 17, 1905, and was then asked: 

“R-X Q.2. How long prior to January 17, 1905, had 
you conceived such idea? 
“‘A. T ean’t state at this time. 
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“RX Q.3. Was it more than a year? 

“A. As IT stated before, it is impossible for me to 
tell, at this time, just when the idea was conceived.” 

“RX QO. Was it before or subsequent to the issu- 
ance of the British patent that you first conceived the 
idea of placing around a window of the envelope a bor- 
der so as to indicate the particular line of business of 
the user? 

‘TA. As stated before, it is impossible for me at this 
time to give anything definite in reference to the time 
of coneeption.”’ 


In the above testimony Colin more than a dozen times— 
fifteen times—deelared that it was impossible for lim to 
state when it was that he coneeived of the invention involved 
in this litigation. In view of his statement, when called as 
a witness the second time, that the date when he conceived 
of the application of the border to his envelope was ‘‘in- 
delibly impressed on his memory, it is hardly necessary to 
comment on the manifest character of his testimony given 
in his first deposition and quoted above. We think the plain 
fact was that he was determined not to disclose any date to 
Which he could be held, and that he determined to leave him- 
self in position to meet any contingeney that might arise and 
so professed inability to state when he had conceived of the 
mmvention in question. If this be so, then, manifestly, his 
subsequent testimony should be accepted with eaution, and 
unusual certainly required as to anv definite claim of inven- 
fion prior to the date established by the defense. 


Cohn says that he severed his connection with the Tlinois- 
Pacific Glass Company on October 15, 1903, in order to ac- 
cept a position with A. Zellerbach & Sons. This may be 
true, but does not establish any other fact. It merely af- 
fords a date prior to which or subsequent to which other 
events may be referred. We will, therefore, consider what 
Cohn claims to have done prior to Oetober 15, 1903, and 
what he claims to have done subsequent to that date. 
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In answer to question 9, Cohn, beginning at page 114, 
deseribes what he claims to have done prior to October 15, 
1803. He says: 


“My early experiments consisted of taking a sheet of 
paper and applying various oily preparations with a 
brush. Later, I applied these preparations with a block 
of wood and with pieces of rubber. It was then that I 
found that the oily preparation would spread beyond 
the size of the block. J remember one instance after 
applying the oily preparation I took a lead pencil and 
marked all around the spot made by the preparation 
and the next day I discovered that the oil had gone 
over the pencil marks in every direction. After mak- 
ing the discovery mentioned above of printing a border 
around the transparent portion, I consulted with Mr. 
Epting, an artist in the employ of the Glass Company, 
and asked him to make a drawing for me from which a 
zincograph could be made, and I deseribed to him sev- 
eral designs that I had in mind. Among others, was a 
design showing an oblong space surrounded by a cloud 
effect. I have in my possession an envelope which was 
made from the original zineograph. This envelope 
shows that the ink is applied solidly around the space, 
whieh is understood to be the space reserved for show- 
ine the address, which T will eall the window spaee, and 
is gradually shaded off. As a matter of faet, I bothered 
tle various employees of the label department to such 
an extent that I incurred the wrath of the manager, Mr. 
George Walter, who had charge of all the employees in 
the label department, and had I not been an officer in 
the corporation, I think he would have kicked me out 
hodily. After zineographs had been furnished me by 
Mr. Hptinge of the label department, I took sheets of 
paper which T had prepared myself with an oily 
preparation and had the designs printed around the 
window space, thus prepared. The first ink that I used 
did not answer the purpose, and I was obliged to ex- 
periment with a great manv different kinds of ink be- 
fore securing one that would answer the purpose. 

‘Shortly before leaving the Glass Comany I was in- 
troduced to a gentleman named B. T. Bean, a system 
man from Chicago. He was at that time installing a 
system for Dunham, Carrigan & Hayden, a hardware 
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concern Whose place of business adjoined the Glass 
Company. Realizing that Mr. Bean was a man of a 
great deal of experience, also a man who was entrusted 
with all sorts of business secrets, | spoke to him im ref- 
erence to my invention and showed him speeimens that 
I hed prepared in the manner deseribed above. He 
was very enthusiastic about the envelope and in reply 
to my inquiry stated that in his entire experience, which 
‘arried him to every part of the United States, he had 
never seen anything like it, and told me that there would 
be a great market for an envelope of this deseription. 
It was abont the time that I had the above interview 
with Mr. Bean that ] made the change from the Glass 
Company to the Zellerbach Company. T remember this 
heeause T suggested to the Glass Company that since 
they were abont to change aceountants it would be a 
zood time for them to establish a new system and Mr. 
Bean coming highly recommended, I considered him a 
good man to engage.”’ 


Further along in his answer to question 9, Cohn says 
that after October 15, 1903, he had all his printing done 
at the printing office of F. Hf. Abbott & Company; and in 
his answer he mentions a Mr. Tooker, the foreman of the 
Abbott Company, who did the work for him. As this de- 
tails his werk for the second period—the period beginning 
Qetober 15, 1903, to take his date—we will again quote 
(‘ohn’s exaet language, beginning at page 117: 


“After October 15, 1903, all my printing was done 
at Abbott’s office, but I continued to have my drawings 
and zineographs furnished by the Glass Company, be- 
eause I. H. Abbott & Company, being commercial 
printers, had no art department in connection with their 
business. From the time I began working with the Ab- 
hott Company I started to apply the oily preparation by 
means of a printing press. Up to this time I had used 
a brush or apphed it with a block of wood or a piece 
of rubber, much in the same manner as rubber stamps 
are used. T encountered the greatest difficulty in finding 
a suitable material for making the transparent window 
and in connection with Mr. Tooker, foreman of the Ab- 
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bott Company, | worked continuously over a period of a 
great inany months, putting in several evenings, also 
several holidays and Sundays. JI found in some in- 
stances where | sueceeded in getting a preparation that 
miade an exeellent transparency, that it would fade out 
and become almost useless; said preparations would 
keep the paper transparent for about a month and then 
for some reason or other the paper would become opaque 
again, and in some instances, this would occur within a 
very few hours after the preparation had been applied. 
1 kept persistently at work from the time of my con- 
eeption until August or September of 1904, when JI 
brought my invention to a state of perfection. It was 
at this time that I placed an order for the Zellerbach 
Company with F. H. Abbott & Company for 10,000 en- 
velope blanks, such as deseribed above, and I still have 
in mv possession a sample, which I here produce.’’ 


In the above statements, Colin mentions three parties— 
Kpting, the artist in the employ of the Glass Company; 
Bean, a system man from Chicago; and Tooker, the foreman 
of Abbott & Company. THe says Epting made him some 
zincographs, one of which had a cloud effeet border around 
an oblong space. He says that he has in his possession an 
envelope which was made from the original zincograph, but 
lie does not say when it was made, but Tooker recognized it 
as one that ke made. This envelope is the one introdueed as 
“Complainant’s Mxihit N.’? He says that he has a sample 
of the 10,000 envelopes made in August or September, 1904. 
This was olfered as ‘‘Complainant’s Mxhibit L.’’ 


When were any envelopes made by Cohn containing a 
horder around the transparent window or portion made by 
an oily preparation in opague paper, prior to those made in 
August or September, 1904? Presumably, the first ones 
were with the cloud effect, like ‘‘Hxhibit N,’’ because he 
says: ‘‘L have in my possession an envelope which was made 
from the original zincograph.’? But this envelope was made 
by Tooker in the spring or summer of 1904, as we shall pres- 
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ently show. We think there is internal evidence in the ree- 
ord that this presumably earliest envelope, as well as all 
of the other samples of envelopes produced by Cohn, were 
made subsequent to May 9, 1904, and that there is no suffi- 
cient evidence that he ever made an envelope of opaque stock 
with a border around the transparent window prior to that 
date. We will therefore consider this internal evidence. 


On May 9, 1904, Cohn filed an appheation in the Patent 
Office for an envelope, which appleation was afterwards 
abandoned. The envelope that he showed and deseribed in 
this application was made from transparent material or stock 
as distinguished from opaque material or stock. This applhi- 
eation was similar to the Knglish patent obtained by Cohn 
and Shipp and apphed for June 27, 1904. In the making of 
this envelope of the May 9, 1904, applieation, transparent 
stock was taken and ink of any desired color was printed 
over all of the envelope, with the exception of the addressing 
space or window, which was left transparent, as it was 
originally, This made a one-piece transparent window en- 
velope with a border covering the entire face of the envelope 
except the window, as Cohn says in both of his patents the 
border may be made. An envelope embodying the idea of 
this abandoned application was offered in evidence as ‘‘Com- 
plainant’s lixhibit R.’’ This May 9, 1904, application con- 
finned pending in the Patent Office until June 24, 1905, when 
it was finally rejected and all effort to secure a patent on it 
abandoned. 


This abandoned application, filed May 9, 1904, was the 
first application that Cohn filed for a patent on an envelope. 
But nowhere in this first application filed by Cohn, this ap- 
plication filed in May, 1904, do we find any description, 
statement or suggestion that Cohn had any idea in mind of 
the bordered envelope of his patent. This May 9, 1904, ap- 
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plication was the same in every respect—drawings and 
speeifications—as the Cohn and Slupp June, 1904, British 
patent, as will appear at pages 128 and 178 of the Record. 
sy reading the British patent, therefore, we can see exactly 
what the May 9, 1904, application disclosed. It in no way, 
shape or form described the envelope in question—a one- 
piece window envelope made from opaque paper with the 
window rendered transparent by an oily preparation and a 
border printed around the window to cover or conceal 
the spreading of the oil into the paper. Cohn at 
page 177 says it does not. Why was there no ref- 
erence to this envelope if it had been conceived of 
and made in the fall of 1903? No explanation was 
offered for this omission. But it seems incredible that 
Cohn would have made an application in May, 1904, for a 
patent—his first application at that—and have left out all 
reference to the envelope now in question if he had made 
such envelope prior to that time, as he now claims. Why 
did he only describe the envelope made of transparent stock 
if he had also invented the other? THe offers no explanation. 
We offer one—because he had not, prior to May 9, 1904, 
made the envelope. ‘This explains the words on all the en- 
velopes Colin produced and offered in evidence—they were 
made after this May, 1904, application was filed. 


When we look at the various envelopes produced by Cohn, 
we find that they are all marked ‘‘ Patent Pending’’ or ‘‘ Pat. 
Applied for.’’ The envelopes ‘‘Complainant’s Exhibits L, 
N, O, P and FI ,’’ are marked ‘‘ Patent Pending,” and the 
envelopes ‘‘Complainant’s Mxhibits Q and R’’ are marked 
‘Pat. Apphed For.’’? These words speak for themselves. 
There is no explanation offered by Cohn or any other wit- 
ness as to their presence. Presumably, at the time the en- 
velopes on which they appear were made, an application was 
pending for a patent. They are either true or not. In the 
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absence of evidence to the contrary, the legal presumption 
is that they are true. If they were made after May 9, 1904, 
they are true. A patent was pending; a patent was applied 
for; and Cobn conld truthfully print these warning words 
on his envelopes after May 9, 1904. To print them prtor to 
that time would have been to put forth a false statement— 
an untruth—and the law never preswmes that a man is lying. 


All of the envelopes produeed by Cohn, therefore, bear 
upon themselves, when taken in connection with the aban- 
doned application of May 9, 1904, presumptive internal evi- 
dence that they were made subsequent to that date. If they 
were, as we think they were, then Cohn has not an envelope, 
a sketch, a plate, a memorandum—nothing physical and tan- 
gible—that antedates the January, 1904, Regensteim en- 
velopes. 


It is admitted by Cohn that the envelope ‘‘Exhibit R’’ 
was made about the time he filed his abandoned application. 
He was asked: 

“*().25. Can you fix the time that this transparent 
sheet envelope ‘léxlnbit R’ was made by you? 

‘““A. I eannot fix the exact date but feel reasonably 
certain that it was made at about the time the applea- 
tion was filed for the United States patent. 

**Q, 26. Which appheation? 

‘A. Application filed May 9, 1904, Serial No. 
207 ;282.’’ 


He admits also that the envelope with clond effect border, 
“Vxhibit N,’’ was made after he left the employ of the Glass 
Company. In speaking of this he says that before making 
the 10,000 envelopes which were made im August or Sep- 
tember, 1904, ‘‘F. H. Abbott & Company printed for me 
some sample envelope blanks, printed from a zineo which 
was made by the [linois-Pacifie Glass Company before Oc- 
tober 15, 1903,’’ and he produces one of them, which was 
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offered in evidence as ‘‘Complainant’s Exhibit N.’’ AL 
thoneh he savs the ztvco was made while he was in the em- 
ploy of the Glass Company, he does not state the time when 
the envelopes with the cloud effect were printed, but simply 
that they were printed by Abbott & Company ‘‘before mak- 
ing these 10,000 envelopes.’’ The printer, Tooker, who did 
the printing recognizes the Exhibit N with the cloudy border 
as one he printed, but in answer to question 25 says that he 
eannot give the ‘‘exact date.’’ It is reasonable, therefore, as 
they contain the words ‘‘Patent Pending,’’ to assume that 
they were made after filing the abandoned application, May 
9, 1904, which would still be ‘‘before’’ making the 10,000 lot 
in August or September, 1904. What evidence is there that 
any were made from opaque stock prior to May 9, 1904? 


In answering Question 19, at page 125, Cohn claims that 
before he had left the Glass Company in October, 1903, he 
had ‘‘made up several envelopes by cutting out the blank 
with a pair of scissors and pasting it by hand’’; and in an- 
swering Question 46, at page 138, he says that ‘‘I know that 
I showed them to Mr. Bean.’’ On the next page and as an 
addition to his answers to Questions 21 and 22 and questions 
45 and 46, at page 139, he says that ‘‘I am not positive that 
I retained these samples up to the time of the fire, and there 
is a possibility that I may have destroyed them before that 
date.’’ If these samples were like the transparent stock en- 
velope, ‘‘Complainant’s Exhibit R,’’ then, according to Cohn 
himself, they did not contain the invention of the two patents 
sned on. We asked him at page 177: 

“X-Q. 142. Do you consider that the envelope Hxhibit 
R, and the envelope deseribed in your British patent and 
in your May 9, 1904, abandoned application, contains or 
embodies the invention described and claimed in your 


two patents sued on? 
“7s. & doviot.’’ 
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With the above admission and contention on the part of 
Cohn himself, we are prepared to see what kind of sample 
envelopes, if any, he had made prier to leaving the Class 
Company in October, 1903, and to this end we will have re- 
course to the witnesses whom lie called te show his early op- 
erations. We will see what each witness says. 


The complainant's witness Selling, who was a salesman for 
the Glass Company and had been with them for more than 
twenty-three years, and who claimed that Cohn had talked 
with him about the matter, was shown the envelopes marked 
‘Complainant’s Exhibits L, M, O and &h,’’ and in question 
10, at page 214, he was asked to ‘*piek ont from those an en- 
velope whieh would correspond to anything vou saw or un- 
derstood from Mr. Cohn’s description at that time to be his 
invention,’”’? and after examining the envelopes Selling said: 


“This one here marked léxhibit R was shown me by 
Mr. Cohn and I recal] even the printing thereon, at that 
time, this being the only one I recognize as having been 
shown me by Mr. Cohn when he was in our employ. 
The env elope Ixhibit L was subsequently shown me by 
Mr. Cohn some little time after he went into the employ 
of Zellerbach & Sons [the Ttxhibit I, was one of the 
10,000 made in Angust or September, 1904, so that it 
was ‘‘some little time,’’? indeed!]. The other two I do 
not recall ever having seen them.’’ 

**X-Q. 11. Do vou mean that this envelope marked 
Exhibit R, or one like it, was the one shown you by Mr, 
Cohn while he was in the employ of the Glass Company? 

2. Onessimilar to that.’’ 

‘*X-Q. 14. Do you have any letters, writing or other 
memorandums that enable von to fix the date when Mr. 
Cohn showed vou this Exhibit L env elope? 

‘““A. No, sir. However, T can recall where he muiled 
me one of those envelopes with the pickle design thereon, 
and had written a note therein asking me how I liked it.”’ 

X-@.17. You speak of several hand samples that 
—" Coli showed yon. Were they like this envelope Ex- 
ibit R? 
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‘©\ Not in colors like that as I reeall it. 

‘‘X.Q.18. Were they hke it in other respects? 

‘‘A, I should say yes.”’ 

“RX (. 32. When did yon first see or Mr. Cohn 
show yon envelopes with the windows or transparent 
portions in the shape of a pickle or cucumber or cigar? 

‘CA. Short after leaving the employ of the Illinois- 
Pacific Company. 

“R-X Q. 33. Did he show you such envelopes during 
the vear 1904? 

‘A. Early part of 1904.” 


The above testimony of the witness Selling, even if given 
full credence, notwithstanding it depends upon the recollec- 
tion of the witness only, unsupported by any writing or 
fixed memoranda, merely goes to the point of showing that 
Cohn made hand samples of envelopes like the envelope 
‘“‘Complainant’s Exhibit R,’’ which Cohn himself repudiates 
as containing or exemplifying the invention of either of the 
patents in suit, while in the employ of the Glass Company, 
and that the witness saw one of the pickle envelopes ‘‘shortly 
after leaving the employ of the Illinois Pacific Glass Com- 
pany.’’ Cohn says this was October 15, 1903, and Selling 
would have us believe that he saw one of the pickle envelopes 
‘shortly’? after that date. Yet Colin in his long answer to 
question 9 says that he only conceived of the pickle envel- 
opes ‘‘some time in the summer of 1904.’’ The en- 
velope Exhibit R was printed by Tooker after Cohn 
left the employ of the Glass Company, yet Selling 
recognizes it by ‘‘the printing thereon’? as one he saw 
before he left—a palpable absurdity as the hand sample en- 
velopes surely had no printing on them. No doubt the ‘‘hand 
samples’? mentioned by the witness as like the Hxhibit R 
were the ones Colin eut ont with the seissors before he left 
the Glass Company. If so, they were made of transparent 
material, and therefore, as Cohn claims, did not contain the 
invention of his first patent. This testimony is certainly lack- 
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ing in the certainty required in testimony sufficient to anttel- 
pate an anticipation as laid down in the decisions already 
quoted. 


The next witness relied on by the complainant is the sys- 
tems man from Chicago, B. T. Bean, whose business, in short, 
Was to advise business concerns how to run their business. 
In question 8, at page 220, Bean was asked whether ‘during 
the time yon have known Mr. Cohn has he ever claimed to you 
that he was the inventor of any particular style of an envelope 
or that he had any patents on the same,’’ and in reply he 
said: 

“A. At that time Mr. Colm said that he wanted to 
show me something in confidence and as I was traveling 
all over the United States and knew more or less about 
business conditions and business practices, and that he 
had a new style envelope that he wanted to get my opin- 
ion on, and that he would show it to me in confidence, 
but did not want me to tell anyone about it. He then 
showed me some rather rough styles of envelopes that 
were translucent or transparent so that the address 
would show through the envelope, the writing being hidden 
by the rest of the paper which was opaque. It was after 
the stvle of an Outlook envelope, except that the open- 
ing was prepared by some process making it transparent. 
{ remember that I told him that I had never seen any- 
thing hke it before and that 1 thought it was a splendid 
thing, and I further thought that in my judgment there 
would be a good sale for that sort of an envelope. 

“@.9. Can you deseribe with any more particularity 
the construetion and appearance of the envelope Mr. 
Cohn showed vou, and if vou ean please do so. 

‘“A, As I remember the samples he showed me they 
were of rather rough construction and looked as if they 
had been made by hand. Some of the samples were flat, 
just blanks, treated with this preparation. The trans- 
parent part was surrounded by a sort of a border or 
cloud effect. 1 don’t remember much about the samples 
in detail.’’ 
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On cross-examination, at page 224, Bean was asked: 


“N.Q. 20. Did you see Mr. Colin after he left the 
employ of the Glass Company and during the year 1904? 

ee. lathniik Ivdid-” 

‘*X-Q. 22. Did Mr. Cohn show you any of his envel- 
opes during the year 1904? 

‘A. J don’t remember the exact times at whieh he 
showed me these envelopes during the years 1904, 1905 
and 1906, but possibly two or three times during those 
years he spoke to me about the envelopes and showed 
me some [ remember with advertising matter around the 
border.’’ 


In referenee to the rough envelopes or blanks that Bean 
had mentioned in his answer to question 8, and which in his 
answer to question 12, at page 222, he thought were more like 
the envelopes ‘‘ Mixhibits N and O”’ with the cloud effect around 
the transparent portion, he was asked: 

*X-Q. 26. Can you say as to whether or not they 
had any elouds in blue or in silver around the transparent 
portion? 

‘A. JT could not. 

*X-Q. 27. Can you say positively that they had any 
border whatever around the transpareut portion? 

‘‘A. My memory is very vague as to the actual en- 
velopes and papers submitted. TI did not pay very muelh 
attention to the samples after the idea was given me.’’ 

‘*X-Q. 36. How did the paper of the blanks and en- 
velopes which Mr. Colin showed you correspond with 
the paper out of which this envelope R was made? 

‘fA. I don’t remember.’’ 


From the above testimony it is plain that the witness 
Bean had no clear or definite idea as to what Cohn did show 
or disclose to lim in the fall of 1903. He says that his mem- 
ory is ‘‘very vague.’’ He says that he ‘‘did not pay very 
much attention to the samples.’’ Ile says that he cannot say 
whether they had ‘‘any clouds in blue or silver around the 
transparent portion.’’ THe says that he does not remember 
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Whether the blanks and envelopes which he claims that Colin 
showed him corresponded ‘‘with the paper ont of which the 
envelope K was made’’—the envelope made from transparent 
Stock. He admits that Cohn showed him envelopes *‘during 
the years 1904, 1905 and 1906,"’ and that possibly two or three 
times during these years ‘“‘he spoke to me about the envel- 
opes.”’ 


In view of the uncertain and vague character of his state- 
meuts, the testimony of Bean certainly fails to establish the 
making of one-piece transparent window envelopes of opaque 
stock with borders around the transparent portions at the 
time of his talk with Cohn in the fall of 1903. In fact, Bean 
does not remember but that the blanks and envelopes which 
Cohn showed him were made out of transparent paper, like 
the envelope ‘‘R,’’ which Cohn insists does not embody or 
realize the invention of either of his patents in suit. 


The witness Vanderzweip, who was bookkeeper for the 
Zellerbach Paper Company, simply testifies, at page 232, to 
the use of the 10,000 envelopes made in August or September, 
1904, and had nothing to say bearing on the question under 
consideration. 


The witness Tooker, who was foreman for F. TI. Abbott 
& Co., at which place Cohn says that ‘“‘after October 15, 
1903, all my printing was done,”’ testifies that Cohn came to 
him and that he worked for and with him during holidays, 
Sundays and overtime on the envelopes. In answering ques- 
tion 6, at page 235, he says: ‘I was working on this process 
around the Holidays’’—the Christmas Holidays of 1903— 
and he fixes upon this time because he says that ‘‘some of the 
money paid to me for my labor 1 used in buying presents.”’ 


Me says that, ‘‘We experimented in this matter for nearly a 
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year.’’ Tle details the work and experiments that they did 
and made. Tle says that, ‘‘We had a great many difficulties 
to overcome, the main one being to get the desired trans- 
parency, which he finally sueceeded in getting.’’ He says 
that, ‘‘We finally got to the place where we could turn out 
these envelopes with the preparation covering the desired 
space and not spreading too far. Ile then gave an order for 
10,000 of these envelopes to be printed, which I printed about 
September, 1904.’’ Ile recognizes the envelopes ‘‘ Exhibits 
Land M”’ as being a part of the 10,000 lot printed about 
September, 1904. Yet Selling in his endeavor to help Cohn 
earry the dates back says that Colin showed him this Exhibit 
L ‘‘some little time’’ after Cohn entered the employ of Zel- 
lerbach & Sons—which was in Ocotber, 1903. In answer to 
question 23, at page 242, he recognizes the ‘‘Cremo Cigar’’ 
envelope ‘‘Exhibit FI’? as a part of his work. It was made 
after he had adopted a piece of pulp board glued on the cyl- 
inder, and which he adopted, as stated in his answer to ques- 
tion 6, after they had ‘finally tried felt.’? He says, in answer 
to question 23, that this ‘‘Cremo Cigar’’ envelope ‘‘was one 
of the first lots I printed for Myr. Cohn, the exact date I ean- 
not give, because we were simply working out this prepara- 
tion of transparency’’—and that required months, The 
‘‘Cremo Cigar’? envelope was therefore evidently made some 
time in the summer of 1904, and it ‘‘was one of the first lots.’’ 


Cohn first thought of making the window in the shape of 
a cigar or other article of manntacture, and utilizing the 
border for permanent advertising matter in the summer of 
1904. In his long answer to Q. 9, he says: 


‘While working on various styles of envelope blanks 
I discovered that a good use could be made of the neees- 
sary border for the purpose of advertising, and I made 
a good many specimens of envelope blanks with borders 
carrying out this conception. I coneeived this idea some 
time in the summer of 1904. To be more speeifie, I will 
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State that this border took on the general outline of a 
eigar, a pi¢kle or cucumber, a cascaret, and other well 
known articles.”’ 


If, therefore, the Cremo ¢igar ‘‘was one of the first lots’? 
which Tooker printed for Mr. Colin, then it inust have been 
printed in the summer of 1904, because, aceording to Cohn’s 
own statements, it was wot thought of until ‘‘some time in 
the summer of 1904.’’ The words ‘‘Patent Pending’’ on it, 
therefore, were printed after May 9, 1904, when Cohn filed 
his first appheation for a patent, and such words spoke the 
truth. 


In answering question 25, at page 242, Tooker recognized 
the envelopes ‘‘Mxhibits N and O’’ with the blue and silver 
cloud effeets, as envelopes that he had printed. He says that, 
“The exact date I could not give’’ when he printed these two 
envelopes; but as the ‘‘Cremo Cigar’’ envelope ‘‘was one of 
the first lots,’’ these cloud effect envelopes ‘‘N and O’’ must 
have been printed after that one, and some time in the spring 
or summer of 1904. In answer to a very leading question, 
notwithstanding he had stated, in answer to question 23, that 
the ‘‘Cremo Cigar’’ envelope ‘‘was one of the first lots,’’ he 
fixes the Holidays of 1903 as the date when he first printed 
envelopes with a border. We will quote this question and an- 
swer: 

“Q. 27. Do vou know whether or not vou had actually 
apphed to an opaque sheet an oily preparation for mak- 
ing transparency for Mr. Cohn and used a border around 
this transparent space, for the purpose of an envelope, 
tm 1903" 

‘Question objected to as leading. 

‘A. Yes, ] would say that in those impressions that 
I made around the Holidays I used a preparation given 
me by Mr. Cohn, which made opaque paper transparent, 
but I don’t say that it was the one printed like the eut 


the 10,000 was printed from, but that we had the trans- 
parency figured out at that time I am sure.’’ 
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In answering question 31, at page 244, Tooker explains some 
of the difficulties that they had in making the oily preparation 
flow as freely as it should, and says: ‘‘It was necessary to 
use gas stoves under the press, heating the plate and making 
the preparation run out smoothly.”’ He further says that, 
“The transparency that we reached in the earlier stages was 
inclined to be more dirty and mottled, not smooth. I am 
sure that around the Holidays of 1903 was the time when 
we first used the stoves, it being the winter time, and the 
preparation not having inclination at that time to flow 
treely.’’ 


We showed Tooker the envelope ‘‘Exhibit R’’ made from 
transparent stock and, at page 246, asked him: 
‘*X-Q. 34. Do you recognize the printing on that en- 
velope as some of your work? 
‘A. JI done some printing on paper of this kind for 


Mr. Cohn, but I cannot say that I printed that partieu- 
lar envelope.’’ 


In view of the above, it may very well have been that the 
printing which Tooker did for Cohn on or about the Christ- 
mas Holidays of 1903—if their experimental work had pro- 
gressed to the printing stage—was on envelopes like ‘‘Eix- 
bit R,’’? which Cohn insists did not contain the invention of 
either of his patents in suit. Tooker says that he ‘‘done some 
printing on paper of this kind’? and nobody else is shown 
to have done any. 


The witness Mpting, who was the artist for the Glass Com- 
pany, says that he made some designs for Coln before he 
left the employ of the Glass Company. In answer to ques- 
tion 8, at page 248, he says that he made quite a number of 
different designs, ‘‘some with shading around the edges and 
some with all the solid color in the back, and quite a number 


123 


of different ones, 1 don’t remember all the different ones I 


did get up."" In cross-question 16, at page 249, he was shown 
the envelope ‘* exhibit R'’ made of transparent stock and in 
answer to the next question he says that he never saw any 
envelopes like the envelope '‘R’’ before seeing that one just 
shown him. In answer to cross-question 21, he says that he 
did some work for Cohn after he left the Glass Company. In 
answer to question 12, at page 249, he says that zincos were 
ent from the drawings with the cloud effect, like envelope ‘ Eix- 
hibit N,’’ but he does not say when he first saw an envelope 


made from the zinco. 


The witness Dolge was simply called by the complainant 
to testify that he entered the employ of the Glass Company 
about October 15, 1903, and that he sueceeeded Cohn with that 
company. He gives no testimony whatever as to seeing en- 
velopes or knowing about them. 


The above gives the testimony of all the witnesses as to 
the earliest work done by Mr. Cohn in making envelopes. 
We think it plain that the first envelopes made by Cohn were 
made from transparent stock, like the envelope ‘‘ Exhibit R.’’ 
This is the envelope which he showed and described in his 
first application for a patent—his abandoned application 
filed May 9, 1904. All of the other envelopes appear to have 
been made at a later date, in all probability not until after 
the filing of his May 9, 1904, application. They all contain the 
words ‘‘Patent Pending’”’ or ‘‘Pat. Applied For,’’? which 
would be true if they were made after the filing of the aban- 
doned application, in view of its broad and comprehensive 
claims, already quoted, but not true if made before that date. 
Some of them are identified by the witness Tooker, whose 
earliest work he claims was ‘‘around the Holidays’’—the 
Christmas Holidays of 1903. As, however, he also worked 
in the making of envelopes from transparent stoek, like the 


124 


envelope ‘‘Mxhibit R,’’ it is easy for him to have got the 
work on one confused with the work on the other. The prob- 
abilities are, as we insist, that no one-piece transparent en- 
velopes, having the transparency formed by an oily prepara- 
tion, and provided with a border around the transparency, 
were made until some time in the spring or summer of 1904 
—after May 9, 1904. 

In view of the fact that the complainant has produced noth- 
ing whatever in the way of writings, memoranda and exhibits, 
or other matters that show that he made any one-piece en- 
velopes having a transparent portion formed by an oily 
preparation with a border surrounding the same prior to 
January, 1904; in view of the fact that he was working on 
his transparent stock envelopes, like the envelope “ Exhibit 
R,’’ during the same time he claims to have been working on 
the envelopes of the patents sued on; in view of the fact that 
the witness Tooker, foreman of the Abbott Printing Company, 
identifies various of the envelope exhibits as having been 
printed by him after he began working for Cohn about the 
Christmas Holidays of 1903; in view of the fact, as he testi- 
fies, that he and Cohn were working on the matter for months 
to ‘get the oily preparation so that it would make satisfactory 
transparent spaces; in view of the faet that all of the exhibit 
envelopes offered in evidence contain the words ‘‘ Patent 
Pending’? or ‘‘Pat. Apphed For,’’ and thus on their face 
raise the presumption that they were not produced until after 
the filing of the abandoned application, May 9, 1904; in view 
of the fact that although, as Cohn said in his last deposition, 
the time when he made’the invention was ‘‘indelibly’’ im- 
pressed on his mind, yet in his first deposition he testified 
more than a dozen times that he could not give the date of the 
conception at the time his deposition was given; and in view 
of the lability of witnesses who have seen or worked on the 


different kinds of envelopes—those made from transparent 
stock and those like the patents in suit—to confuse the one 
kind with the other, particularly when, as the witness Bean 
testifies, his reeolleetion is ‘very vague,’’ and that he paid 
little attention to the details, we subinit and insist that the 
testimony on behalf of the complainant is insufficient to an- 
ticipate the clear anticipation afforded by the January, 1904, 
envelopes established by the proofs on behalf of the defend- 
ant. 


As said by Judge Coxe in Thayer v. Hart, 20 Fed., 693: 
“The rule in such cases is very strict. It is so easy to fabri- 
eate or color evidence of prior invention and so difficult to 
contradict it, that proof has been required which does not 
admit of reasonable doubt,’’ or as said by Judge Hazel, in 
Westinghouse Electric & Mfg. Co. v. Mutual Life Ins. Co., 
129 Ired., 216: ‘‘The burden is upon the complainant, under 
the circumstances to establish by elear, unequivocal, and con- 
vineing proof, that the anticipation has been anticipated ;”’ 
as said by Judge Putnam, in the Eastern Paper Bag On v. 
Continental Paper Bag Co., 142 Fed., 501: “The proofs of- 
fered by the respondent in regard fe, the defense brought in 
by the amendment are not supported by a scrap of anything 
relating to the substance of the events contemporaneous with 
them. None of the witnesses had had occasion to consider 
the oceurrences during a period of more than seven years ;’’ 
or as said by the Circuit Court of Appeals for the First Cir. 
cuit, Judges Colt, Putnam and Webb, in Brooks v. Sacks, 81 
Ired., 405, in holding the complainant’s testimony insufficient 
to anticipate an anticipation: “The whole ease, in this re- 
spect, depends on the unsupported recollections of witnesses 
as to facts and dates fully six vears prior to giving testimony, 
and facts, moreover, of a kindred character to other facts 
occurring at or near ie same time, with which they might be 
confused. Not only is this important as bearing on the weight 
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of their testimony, but, under the cireumstances of this case, 
the fact that the testimony is thus unsupported is an affirma- 
tive one against the complainant below of very great import- 
ance;’’ or as said by the Supreme Court in The Barbed Wire 
Patent Case, 143 U. S., 284, in considering oral testimony to 
establish an anticipation: ‘‘In view of the unsatisfactory 
character of such testimony, arising from the forgetfulness of 
witnesses, their liability to mistakes, their proneness to recol- 
lect things as the party calling them would have them recol- 
lect them, aside from the temptation to actual perjury, courts 
have not only imposed upon the defendants the burden of 
proving such devices, but have required that the proof shall 
be elear, satisfactory and beyond a reasonable doubt.”’ 


In view of all the foregoing, we submit that the complainant 
has not anticipated the anticipation established by the Jann- 
ary, 1904, envelopes, produced on behalf of the defendant, and 
that, aside from any other defense, the first Cohn patent 
should be held to be invalid because of anticipation. 


The Second Cohn Patent. 


The second Cohn patent was applied for January 17, 1905, 
as a division of the original appheation filed November 8, 
1904, on which the first Cohn patent was issned. The draw- 
ings of the second Colin patent are simply a reproduction of 
Mignres 8 and 4 of the first patent. The specification is in 
many respects the same as in the first patent. The difference 
between the two patents consists in the shape of the window 
in the second patent, and the printing of certain permanent 
advertising matter on the face of the envelope, in juxtaposi- 
tion to the window and co-operating with its outline to indi- 
cate a particular brand of goods. In the specification of his 
second patent, at page 691, Cohn says: 


“dn carrying out my invention I take a blank sheet of 


127 


paper or an euvelope-blank of suitable strength and tex- 
ture whieh is, say, semi-transparent and apply to a por- 
tion of one side of the blank, generally on the inside, a 
preparation which has the property of rendering trans- 
parent the portion to which it is apphed. The remaining 
portion of the blank whieh forms the faee of the unfin- 
ished envelope ais then imprinted with a suitable opaque 
coloring matter.’’ 


In his second patent, as in his first, Cohn says that 


“This coloring matter may be apphed solid over the face 
of the envelope, or it may take the form of graduated tints 
or of being shaded, or the representation of a surround- 
ing border, or cloud effeet.’’ 


In the second Cohn patent, therefore, as in the first, the 
‘*border’’ mentioned in the elaims may cover either a narrow 
ring around the window, or it may inelude the entire surface 
of the face of the envelope outside of the transparent portion 
or window. We call particular attention to his, as we did in 
considering the first Cohn patent, as borders are shown in 
some of the prior patents which cover the envelope or paper 
to which they are applied from the edges of the transparent 
window to the edges of the envelope or paper. 


The idea deseribed and illustrated in the second Cohn pat- 
ent is to make the window—the transparent portion of the 
envelope—in the shape of a trade-mark, design, or other ar- 
ticle of trade. The specification says that: 


“The number of shapes this transparency may take 
is almost limitless. Different people might use an en- 
velope with a window in the shape of an oyster, a fish, a 
cake of soap, and other toilet articles, a easearet, a dress- 
shield, a biseuit, an article of hardware, and other ar- 
ticles of manufacture, and so on indefinitely, having due 
regard for the necessary size of the transparency, so as 
not in any way to interfere with the clear showing up 
of the addressee’s name inside. The essential feature 
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in this coumection is a window which in general outline 
is characteristic of a symbol of trade. By ‘symbol of 
trade’ is meant any design such as mentioned above or 
trade-mark characteristic of certain goods or the prod- 
uct of a certain manufactory.”’ 


It is to be noted that it is the window or transparency which 
is to resemble the trade-mark or article of trade. He says 
that “‘The number of shapes this transparency may take is 
almost limitless’’?; and again he says that ‘‘The essential 
feature in this connection is a window which in general out- 
line is characteristic of a symbol of trade.’’ Indeed, it must 
be the window—the transparency itself—whieh resembles 
the trade-mark or article of manufacture, as otherwise when 
the coloring matter is ‘‘applied solid over the face of the en- 
velope,’’ as he says it may he, there would be nothing else to 
indicate the trade-mark or article of manufacture—the trade- 
mark or article of manufacture would wholly disappear and 
leave nothing to indicate it. 


To supplement and accentuate the trade-mark or article 
of manufacture represented by the outline of the window, 
Cohn proposes to have some permanent advertising matter, 
and in his claims he says that this permanent advertising 
matter ‘‘appears on said tinted border,’’ and that it ‘‘relates 
to and is in juxtaposition with the outline of said wndow.’’ 
fe deseribes the permanent advertising matter as located on 
the border—not im the transparent window—but on the face 
of the envelope—on the border—in juxtaposition with the 
outline of the transparent portion or window. 


The two claims of the second Cohn patent are expressly 
limited to a window which is in the form or outline of some 
trade-mark, or article of manufacture, and which has the ad- 
vertising matter permanently located on the border or face 
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of the envelop surrounding the window. The claims, at 
page 602, read: 

“d. An advertising device comprising an envelope 
having a window through which the addressee’s name on 
an inclosure may show through, said window being in 
outline Gharacteristic of some symbol of trade, a tinted 
or colored border surrounding and giving definition to 
said window and permanent advertising matter forming 
no part of the address, appearing on said tinted border, 
and related to and in juxtaposition with the ontline of 
said window.”’ 

“2. As an advertising deviee, an envelope having a 
generally opaque face except for aa transparent window 
portion through which an addressee’s name on an in- 
closure may show through, said window being in general 
outline characteristic of a symbol of trade, and perma- 
nent printed matter on the face of the envelope related 
to and in juxtaposition with the outline of the window 
and co-operating with said outline to indicate a particn- 
lar brand of goods.’’ 


It will be noted that both of the claims require the window 
itself—the transparent portion—to be in outline character- 
istic of some symbol of trade, and that there shall be perma- 
nent advertising matter appearing on the tinted border— 
not within the transparent window—but ‘‘on said tinted 
horder,’’ to use the language of the first claim. Ti 
gauge is plain, explicit, and not to be misunderstood. It is 
not the border, which is to be in outline characteristic of 
some svinbol of trade, but the window itself’, as otherwise the 
svinbol of trade would be covered up and disappear if the 
border eovered the entire face of the envelope. <As already 
poimted out, it would not be possible, unless the window itself 
were in outline characteristic of some symbol of trade, to ex- 
tend the border of coloring matter entirely from the window 
to the edges of the envelope, or to apply it ‘‘solid over the 
face of the envelope’’ and have anything left in the form of a 
symbol of trade, or of an article of manufacture. lence, 
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Cohn, in the claims of his second patent, meant, and intended 
to mean, that it was the window itself—the transparent nor- 
tion—that was to have the form of an article of manufacture, 
or to be ‘in outline characteristic of some symbol of trade.’’ 


No Invention in the Second Cohn Patent Over the First 
and Over the State of the Art. 


In his first patent, Cohn has shown, described and claimed, 
a one-piece transparent-window envelope. [is second pat- 
ent merely modifies the form or shape of the window, so as 
to make it correspond to some article of manufacture, and 
has used in connection with it permanent advertising mat- 
ter. He takes the envelope of his first patent and changes the 
form of the window, and prints some advertising matter on 
the face of the envelope. It was old to make the transparent 
windows of envelopes of various forms, and it was old to 
print permanent advertising matter on the face of the en- 
velope. Cohn simply took the envelope of his first patent and 
did these two old and well known things to it—made the win- 
dow in the form of some symbol of trade, and printed adver- 
tising matter on the border or face of the envelope. 


It is trne that the second Cohn patent was issued on an 
application divided out from the application for the first pat- 
ent, so that teehnically neither patent is to be considered as 
i part of the prior art with respect to the other. This, how- 
ever, is aside from the point we make in comparing the sec- 
ond patent with the first, which is that as the first patent 
eovers, and was intended to cover, a certain kind of envel- 
ope, it is proper to consider the matter claimed in it and in 
the second patent to determine whether there is patentable 
difference or invention between the subject-matter of the 
second patent and that of the first. In other words, did the 
change or improvement made in the envelope of the second 
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patent constitute mvention over the envelope claimed in the 
first patent? Manifestly, if the claims of the two patents were 
literally and verbatim the same, no invention would be in- 
volved in the claim of the second patent over the claim of the 
first patent. As they are not literally and verbatim the same, 
it is competent for the court to consider whether the differ- 
ences in the claims of the second patent over the claim of the 
lirst patent constituted patentable invention. If there be no 
imvention or patentable difference between the claims of the 
second patent over the claim of the first patent, then, mamni- 
festly, the claims of the second patent are invalid, as much as 
if they had been a hteral repetition of the claim of the first 
mafent. 


The Proceedings in the Patent Oflice. 


When Coln, on January 17, 1905, filed his application on 
Which his second patent issued, he presented two claims to 
the Patent Office, as printed at page 624. On March 20, 1905, 
the Examiner wrote him a letter rejeeting his claims on the 
Watts 1895 British patent No. 7,955, and on the Buseh 1896 
sritish patent No. 11,876, and among other things, at page 
627, said: 

‘The first shows that it is old to make the transparent 
openings in envelopes of various configurations and de- 


signs; while the Buseh reference discloses applicant’s 
specific construction so far as defined by the claims.”’ 


Thereupon, and on May 5, 1905, Cohn amended his elaims 
by calling for ‘‘permanent’’ advertising matter and the words 
requiring the advertising matter to be ‘‘in juxtaposition”’ 
with the outline of the window, and presented an argument 
in favor of the patentability of the claims, among other things, 
at page 628, saying: 


‘We are not claiming an envelope with a transparent 
fe) 
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opening, but we are claiming an opening of a particular 
kind which serves not only the function of the window of 
Busch but is also descriptive of some known article of 
trade. Thus we convert Busch’s address window into a 
valuable advertising feature while preserving all that 
Busch can possibly claim for his window. We thus ob- 
tain a new result since we obtain a valuable advertising 
advantage without detracting from the view of the ad- 
dressee’s name. But this alone is not sufficient and is 
not only what our claims call for. The point that must 
be kept in mind all the time is the compination of the 
PECULIARLY SHAPED Window and the correlative permanent 
printed matter on the envelope explanatory of and in 
juxtaposition with the said opening. For instance, a 
cigar shaped window has no especial significance but when 
the word ‘Primo’ or ‘Blanco’ or some other suitable 
trade name is printed on the face of the envelope in 
juxtaposition with the window opening, the entire de- 
sien has a special significance, for the arrangement con- 
sidered as a whole presents a novel and useful way of 
expressing some well known name or trade-mark.’’ 


It will be noted that in the above argument, intended to 
bring out the peculiar and identifying characteristics of the 
envelope of the second Cohn patent, Cohn states that he is 
claiming ‘‘an opening of a particular kind,’’ which opening 
not only serves the function of the window of the Busch en- 
velope, but ‘‘is also descriptive of some known article of 
trade.’’ He says that he converts ‘‘Busch’s address window 
into a valuable advertising feature.’’ Tle says that in this 
way he obtains a new result, since he secures ‘‘a valuable 
advertising advantage without detracting from the view of 
the addressee’s name.’’ He says that the point must be kept 
in mind all the time that it is the combination ‘‘of the pEcu- 
LIARLY SHAPED window’’—and to give emphasis to this he 
uses capital letters—and the permanent printed matter on the 
envelope in juxtaposition to the opening. These statements 
clearly show that it was Cohn’s window—the transparent 
portion itself—that he intended to have in the form of some 


133 


symbol of trade or article of manufacture, and not the sur- 
rounding border. 


Afterwards, and on May 25, 1905, the Office again rejected 
the Claims and, on page 630, cited the Cohn 1904 British pat- 
ent No. 14,478.) In answer to this rejection Cohn, after wait- 
ing some nine months, on February 21, 1906, again wrote to 
the Oihee and, on page 630, asked for a reconsideration and 
final action, with a view to an appeal. Therenpon, and on 
Mareh 2, 1906, the !!kxaminer wrote Colin again, page 631, cit- 
ing the Brown 1862, and the Callahan 1902 patent, and on 
Mar¢éh 13, 1906, Cohn wrote a letter to the Patent Office, page 
632, expressing surprise that the Isxaminer should have cited 
the Cohn 1904 British patent, and among other things, the 
italies being ours, said: 

‘““We really wonder that the Examiner will cite such 
a patent for claims which are for such matter as ‘said 
window being 1n outline characteristic of some symbol 
of trade, a tinted or colored border surrounding and giv- 
ing defimtion to said window and permanent advertis- 
ing matter forming no part of the address, appearing on 
said tinted border, and in juxtaposition with and _ re- 
lated to the outline of said window.’ Not one of these 
features appears in applicant’s British patent cited, and 
we wonder that said patent is seriously considered as a 
reference for our claims.”’ 


In the meantime, however, and on February 28, 1906, an 
appeal had been taken to the Board of Examiners-in-Chief, 
page 657, and on March 22, 1906, the Iixaminer filed his writ- 
ten reasons for rejection before the Board, and among other 
things, on page 639, the italics being ours, said: 

‘The mechanical strneture of applicant’s envelope 
may be stated briefly to be an envelope having a trans- 
parent portion or window in its front surrounded by an 
opaque border formed by the application of coloring mat- 


ter. This structure is clearly disclosed by the British 
patent to Cohn and Shipp. The limitations in the claims 
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to the shape or contour of the transparent portion or 
window, and to the advertising or printed matter placed 
upon the colored border eannot add any patentability 
to the claim. After an envelope has been provided with 
a transparent window surrounded with an opaque col- 
ored border, it is within the provinee of any mechanic or 
artisan to change the shape or contour of the transparent 
window to suit his own taste, without invention. The 
patent to Cohn and Shipp shows a variety of shapes for 
the windows. The printed matter upon the envelope like- 
wise ean add no patentability to the structure. Tlis doc- 
trine is well settled in the following decisions: Ex parte 
Lee, 18 O. G., 624, and ex parte Mosler, 118 O. G., 590. 


‘“‘The British patent to Buseh discloses an envelope 
having in its front portion a transparent window sur- 
rounded by an opaque border preferably made by print- 
ing with opaque coloring matter. This is applicant’s ex- 
aet structure aside from the particular shape or design 
of the window and the advertising or printed matter on 
the envelope. <As above stated, this particular design or 
the printed or advertising matter cannot add patenta- 
bility to a structure otherwise old.’’ 


It will be noted that the Examiner speaks of ‘‘the limita- 
tious in the claims to the shape or contour of the transparent 
portion or window.’’ Again he says that ‘‘it is within the 
province of any mechanic or artisan to change the shape or 
contour of the transparent window to suit his own taste.’’ 
Again he says that the Buseh patent shows Cohn’s exact struc- 
ture, ‘‘aside from the particular shape or design of the win- 
dow,’’ and the advertising or printed matter on the envelope. 
These statements show that it was the understanding of the 
Office that the window itself was to be in outline character- 
istic of some symbol! of trade or article of manufacture. 


In reply to the Examiner’s statement Cohn filed a brief or 
argument before the Board of Examiners-in-Chief. After 
referring to his other appeal that was then pending before 
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the Board, Cohn, among other things, at page 643, the italics 
being ours, said; 


‘*Apphicant has conceived the very useful idea of giv- 
ing to the transparent window an outline character- 
istic of a symbol of trade, and he associates with this 
specific symbol permanent advertising matter which 
forms no part of the address but is so related to and in 
juxtaposition with the specific form of window as to in- 
Stantly convey to the public a particular brand of goods, 
thus adapting the envelope as a novel and valuable ad- 
vertising medium, in addition to its function as an in- 
closure for a letter. 

“To give the window any old shape and without any 
regard to the character of the permanent printed mat- 
ter, or to employ printed matter which is not related to 
or fails to explain the form of the window would serve 
no useful purpose, and therefore the invention is in the 
combination in the envelope of a window which by itself 
means substantially nothing of valne as an advertising 
feature but which when viewed in connection with per- 
manent printed matter, related to and in juxtaposition 
with the window, explains the symbol of trade which the 
window is designed to describe. As a good example of 
this, take a window in the form of an elongated oval. 
Such a window would have little, if any, meaning to the 
public; but print adjacent to sneh a window the word 
‘Perfecto’ or ‘Cremo’ or ‘LaGato’ or the name of some 
other well known brand of cigars, and how soon a smoker 
of such brand would associate in his mind the otherwise 
ineaningless symbol and otherwise more or Jess mean- 
ingless word. 

“Thus the novelty of this ease hes in the addition to 
the novel features of the companion case, of the ‘window 
in outline characteristic of some symbol of trade’ and 
‘permanent printed matter on the face of the envelope 
related to and in juxtaposition with the outline of the 
wiandow and eo-operating with said outline to indieate a 
partieular brand of goods.’ These qualities in this strue- 
ture make the new and useful ‘advertising device’ 
claimed. 

‘Tt must be remembered that the permanent printed 
matter does not obseure or interfere with the window 
and the address to show therethrough, nor will it inter- 
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fere or necessarily be related to a name eard on the en- 
velope. 

‘Neither of the references cited, namely, applicant’s 
British patent or the British patent to Busch, shows (1) 
an advertising symbol of any character, whieh enables 
the window to have a double function, or (2) any printed 
matter ‘related to and in juxtaposition with’ the window 
outline ‘to indicate (therewith) a particular brand of 
goods’ and for this reason we submit that there is an 
invention involved, and that the Examiner is in error in 
refusing the claims as not patentable over the art cited.’’ 


The Board of Examiners-in-Chief, on April 13, 1906, filed 
their written opmion, in which they concluded that the claims 
were allowable because of the peculiar form or contour of 
the window or transparency itself, showing or illustrating an 
article of manufacture or symbol of trade which was not 
shown in the Cohn and Shipp and Busch British patents, 
which merely showed a variety of different forms in which the 
window could be made, as rectangular, oval, diamond-shaped, 
ete. In their opinion, among other things, the italics being 
ours, after citing the two British patents, at page 646, they 
selected the Colm and Shipp patent as the preferable refer- 
ence, saying: 


‘‘Of these two patents, British No. 14,478 is the more 
pertinent. That patent describes an envelope having a 
window through which the addressee’s name on an in- 
closure may show, said window being ‘oval, rectangular, 
diamond-shaped, or faneifully bordered’ in outline and 
having a tinted or colored border surrounding and giving 
distinction to said window, or, as the specification of the 
patent puts it (p. 2, lines 10, 11) ‘the finished envelope 
gives the effect of a transparent, light colored area on 
an opaque, dark colored background.’ The patent also 
suggests having transparent letters as in Figure 5 and 
lettering ‘Boots and Shoes’ thus referring to the busi- 
ness of the sender. 

‘“The applicant in this ease before us has earried the 
idea of this patent a little further by making the fanciful 
shaped opening in the shape of a pickle, cigar, or other 
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symbol of trade, and instead of merely referring to the 
business has used some other advertising matter asso- 
ciated with the article whose form has been given to the 
window or apening. This idea appears to us to be m- 
ventive in character and the claims may accordingly be 
allowed.”’ 


After the decision of the Board of Ixaminers-in-Chief, the 
IKixaminer again, and on April 27, 1906, wrote to Cohn, page 
634, requiring that Figure 1 of the drawings ‘‘be eliminated 
as not being covered by the claims, such figure not showing 
a wmdow having a general outline of a symbol of trade.’’ 


Figure 1 referred to by the Examiner above was substan- 
tially—indeed practically precisely—the same as Figure 1 
appearing in the first Cohn patent. 


Thereupon, and on May 2, 1906, Cohn wrote the Office ean- 
eeling igure 1 of the drawings, but declining to cancel Fig- 
ure 2, which the Examiner had also suggested should be ean- 
eeled, as well as Figure 1, saying, at page 635, in declining 
to caneel Figure 2: 

“In original Figure 2 the pickle shaped window—and 


the Iixaminer seems to readily reeognize the shape—is 
representative of an article of trade.’’ 


Thereupon, and on May 11, 1906, the application was passed 
to issue, and on July 3, 1906, the patent came out. 


It will be noted that in the above, the last communication 
to the Office in reference to the matter, Cohn speaks of the 
‘*piekle-shaped window’’—the window or transparency itself 
—as representative of an article of trade. 


In view of all the foregoing, we submit that it is plain that 
throughout the entire proceedings in the Patent Office, Cohn 
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on the one hand, and the Office, representing the public, on the 
other, understood and considered that it was the window itself, 
and not the border, which was to be in the form of an article 
of manufacture, or trade-mark, or symbo] of trade. Both 
parties to the contract understood and accepted it as being 
limited to an envelope in which the transparent portion or 
window, and not something else on the envelope, was to be 
in outline characteristic of some symbol of trade. 


In the investigation into the state of the art in this ease, 
the defendant discovered an Englsh patent issued in 1897 
that showed the very thing that was lacking, and on the lack 
of which Cohn urged the patentability of his envelope, and 
on the lack of which the Board of Examiners-in-Chief con- 
cluded that he was entitled to his patent. This was the Boldt 
1897 Innglish patent No. 29,956, page 718, which was brought 
into the matter for the first time by the defendant in this ease, 
and which removes every vestige of novelty in the window on 
which the patent was granted. The Boldt 1897 English pat- 
ent shows and describes an imelosing case or receptacle— 
‘‘nacket, wrapper, envelope, or whatever it may be termed”’ 
—to use the words of the patent—for containing small ar- 
ticles, such as hooks and eyes, pins, and similar things, in 
which the drawings represent six or seven different shaped, 
transparent window openings. The specification, at page 
718, says, among other things: 

‘‘More than one of these openings protected by trans- 
parent material may be used and they may be of any de- 
sired shape or size or pattern. For example, they may 
he made to represent the initials of the firm selling them 


or may otherwise be utilized for advertisement purposes, 
trade-marks, or the like.’’ 


Again, in deseribing the drawings, the specification says: 


‘(In Figure 8 the opening B is shown cut to the shape 
of the letter N which might represent that the package 
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contained needles. Or the letter might be chosen to im- 
dicate the name of the maker or the full name might be 
so set forth. The same purpose may be effeeted by paint- 
ing or GMbossing or otherwise delineating a trade-mark 
or a name or other symbol or device upon the transparent 
covering as indieated in Figure 9. 

‘Any design or syinhol for the purpose of identifiea- 
tion or advertisement or other purpose may be conveni- 
ently set forth on the transparent covering C.’’ 


It will be seen from the above quotation that Boldt con- 
templated two ways of displaying Ins trade-mark or symbol 
of trade. The first of these ways was by making the window 
itself of a shape or contour to represent the article of mann- 
facture, or by imprinting or otherwise displaying the trade- 
mark or symbol upon the transparency itself. The third and 
fourth elaims of the Boldt patent claimed both of these ways 
of displaying the trade-mark or symbol of trade. They read: 

“3. A windowed envelope or wrapper having one or 
more openings sueh as B closed by transparent material 
represcnting one or more letters, trade-marks or devices. 

“4. A windowed envelope or wrapper having one or 
more letters, trade-marks or devices delineated on the 
window.”’ 


The Boldt 1897 Knglsh patent shows it was old to make 
packets or envelopes containing transparent portions or 
windows in the shape, figure, contour, or outline of an article 
of manufacture or symbol of trade. This was done, so the 
specification tells us, for advertising purposes. If this Boldt 
1807 Icnelish patent had been discovered by the Hxaminer 
and had been before the Board of HMxaminers-in-Chief, it is 
plain that they would never have recommended the issuance 
of the second Cohn patent. The only thing, and everything, 
that can possibly be said to be left im the Cohn elaims after 
the Boldt ISnghsh patent was diseovered, was the printing 
of permanent advertising matter on the face of the envelope 
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outside of the window or opening, and the printing of per- 
manent advertising matter on envelopes has been used gener- 
ally, as the evidence shows, for forty years or more. No doubt 
such permanent advertising matter has been used on envel- 
opes practically ever since they were introduced into use. 
The advertising matter printed on envelopes is always lo- 
eated or placed so as not to interfere with displaying or show- 
ing the name of the addressee to whom the letter is being 
sent. Samples of such envelopes were shown as illustrations 
at page 316 of the typewritten Record. 


Indeed, if the claims of the Cohn patent be stretched to 
cover such an envelope as those used by the defendant and 
charged to infringe—an envelope in which the alleged perma- 
nent advertising matter appears through the transparent 
opening or window itself, as does the word ‘‘ Heinz’’—then the 
Boldt 1897 English patent describes and discloses the adver- 
{ising matter, as well as the window or transparent opening 
in the form or outline of an article of manufacture or symbol 
of trade. 


The Boldt patent says that the purpose or object may be 
effeeted by painting, or embossing, or otherwise ‘‘delineating 
a trade-mark or a name or other symbol or device upon the 
transparent covering as indicated in Figure 9,’’ and the 
fourth claim says that there may be ‘‘one or more letters, 
trade-marks or deviees delineated on the window.’’ In the 
envelopes used by the defendant, the word ‘‘ Heinz’’ is printed 
on the inside back of the envelope, so that it appears through 
the transparent window when the receiver removes the let- 
ter. In effect, it is ‘‘delineated’’ on the transparent window. 


The defendant’s expert, Mr. Bond, in answering questions 
62 and 63, at page 503, says that the defendant’s envelopes 
more nearly resemble the Boldt patent than they do the Cohn 
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patent by ‘‘delineating the trade-mark or deviee so as to ap- 
pear on the transparent material.’’ It follows, therefore, 
that if the Cohn claims be stretched to cover the defendant’s 
envelope they likewise cover the envelope of the prior Boldt 
1897 patent, so as to be invalidated by it. This grows ont of 
the familiar principle announced in many cases, as, for in- 
stance, by the Supreme Court in the case of Miller v. Lagle 
Mfg. Company, 151 ULS., 208, where they say: ‘That which 
infringes if later anticipates if earlier.’’ [lence, the claims 
of the Cohn patent are fully anticipated and invalidated by 
the disclosure of the Boldt 1897 English patent, if they be con- 
strued to cover envelopes in whieh the permanent advertising 
matter is made to appear upon or through the transparent 
window, instead of being restricted to a location on the border 
or face of the envelope itself, as the claims call for. 


No Infringement of the Second Cohn Patent. 


We have already pointed out at length and in detail the 
limitations and requirements of the two claims of the second 
Cohn patent, to determine exactly what it was that Cohn de- 
sired to claim and what the Office understood he was being 
given by his patent; and have found that the claims are lim- 
ited to an envelope in which the window or transparent por- 
tion itself is made in the shape, contour, or outline of an ar- 
ticle of manufacture, or some symbol of trade, with permanent 
advertising matter placed or printed on the border or face 
of the envelope itself, to assist and supplement the shape of 
the article represented by the form and eontour of the win- 
dow. We insist that the claims are to be understood as sug- 
gested above, and that they must be so understood in order 
to ascertain and give effect to the intention of the parties to 
the instrument, whieh is the thing which is always to be ascer- 
tained and effectuated in the construction of patents, as well 
as other contracts, if possible. As said by the Cirenit Court 
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of Appeals for the Eighth Circuit, Judges Sanborn, Van De- 
vanter and Hook, in the case of the Jewell Filter Company v. 
Jackson, 140 Fed., 343: 
‘The rules for the construction of contracts apply with 
equal foree to the interpretation of patents. The great 
desideratum here, as there, is to ascertain and give effect 
to the intention of the parties to the contract when they 
made it.’’ 


The court also said that, 


‘‘When the terms of a patent are plain and the intention 
of the parties is manifest, the latter must prevail, and 
there is no room for construction.’’ 


In view of the above considerations and of the settled prin- 
ciples of law that must be apphed, we think it is plain that 
the defendant’s envelopes do not respond to the requirements 
of the claims and that there is no infringement. 


The defendant’s envelopes are made by the manufacturer 
with the window or opening of the exact size and shape that 
they are made in the regular or stock envelopes made and 
sold generally, of which one was introduced at typewritten 
page 5 of the Defendant’s Record. The same plate is used 
for applying the oily preparation for making the window in 
the Heinz envelope as in the stock envelopes. The window or 
transparent portion in the defendant’s envelopes is not in 
the shape or configuration of any article of manufacture or 
symbol of trade. The border surrounding the window is in 
the form of a cuewnber or pickle, but it is not the form of 
the border which, by the express terms of the claims of the 
second Colin patent, 1s required to be in the form of a symbol 
of trade. The public is at liberty to make the border in the 
form of an article of manufacture or symbol of trade, or of 
any shape desired, so far as the claims of the second Cohn 
patent are concerned. Indeed, as we have already pointed 
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out, the border, according to the statements of the patent, 
may be extended from the edges of the window to the edges 
of the envelope, and still leave the window in the form or eon- 
tour of the shape of an article of manufacture or symbol of 
trade, but if the border in the defendant’s envelopes were ex- 
tended from the edges of the window to the edges of the en- 
velope, as the second Cohn patent provides that they may be, 
there would be nothing whatever left on the defendant’s en- 
velopes in outline characteristic of some symbol of trade. 
There would only be left the regular window or transparent 
portion of the stock or regular envelopes. To he the envelope 
of the patent, the defendant’s envelopes must be capable of 
the same peculiarities of construction and use. 


Furthermore, in the case of defendant’s envelopes, a change 
in the shape of the window, or even the entire elimination of 
the transparent window portion, would not in any way change 
or alter the character of the border ontline, which, in any 
event, would present the configuration of a cuenmber. <As a 
matter of fact, the presence of defendant’s transparent win- 
dow of conventional shape, formed within a border having 
the outline of a pickle, detracts from rather than adds to the 
suggestive character of the trade symbol. It introduces a 
foreign element or factor into the very body of what would 
otherwise constitute a perfeet representation of a pickle. This 
simply indicates beyond question that defendant’s window 
itself has nothing whatever to do with the indication of a sym- 
bol of trade. Cohn chose to impose an additional and pecu- 
liar function on the window, and thereupon, and for that 
reason, and for that reason alone, he obtained his patent, but 
defendant’s window does not even assist in the performance 
of that funetion. 


Tt is equally plain that the defendaut’s envelopes do not 
conta any permanent advertising matter printed either on 
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the tinted border or on the face of the envelope, as required 
by the claims of the second Cohn patent. 'The only thing that 
is printed on the face of the envelopes is the ordimary and 
usual return request, which is not the advertising matter con- 
templated and required by the Cohn patent. The only other 
place where the word ‘‘Heinz’’ appears is through the trans- 
parent window opening. It is printed on the inside of the 
back of the envelope, so that when the letter 1s removed it 
appears through and in the center of the transparent window. 
The word ‘‘Heinz’’ was placed in that position, as explained 
by Mr. Regenstein, in answering cross-question 159, at page 
299, because the Heinz Company always uses the word 
‘-Heinz’’ printed or placed on the body of their pickles. As 
said by Mr. Regenstein, ‘‘The trade-mark of the Heinz Com- 
pany represents a pickle which shows the word ‘Heinz’ on 
the pickle;’’ and as further said by him, ‘‘The only way 
I{einz would accept the envelope was to show the word ‘ Heinz’ 
the same as it appears on the trade-mark.’’ But printing the 
word ‘‘Heinz’’ on the back of the envelope is not printing it 
where Cohn in his patent and in his claims located and re- 
quired the permanent advertising matter to be placed. It is 
not on the tinted border, and it is not on the face of the en- 
velope, nor is it placed ‘‘in juxtaposition with the outline of 
said window,’’ as required by the claims of the Cohn patent. 
lence, it is not the arrangement which Cohn segregated and 
selected from all other arrangements, and in which he asked 
the protection of his patent. 


Furthermore, in using the word ‘‘Heinz’’ where it appears 
through or in effeet on the transparent portion or window 
itself, the defendant’s envelopes substantially follow and em- 
ploy one of the ways for using the word or name described 
and disclosed by the Boldt 1897 English patent, where he says 
that the same purpose may he effected by painting or other- 
wise ‘‘delineating a trade-mark or name or other symbol or 


145 


devicé upon the transparent covering’’; and, again, in the 
fourth claim, he calls for ‘SA windowed envelope or wrapper 
having one or more letters, trade-marks or devices delineated 
on the window."’ The defendant’s envelopes substantially 
follow and employ the second method described and disclosed 
in the Boldt 1897 English patent, instead of the method de- 
seribed and disclosed and claimed in the second Cohn patent. 
As already suggested, that which would infringe will oper- 
ate to anticrpate if prior in date to the patent sued on. It 
follows, therefore, that, in attempting to hold the defend- 
ant’s envelope as an infringement of the second Cohn patent, 
the prior similar arrangement disclosed in the Boldt 1897 
patent must operate as an anticipation. The Cohn claims 
cannot cover or interfere with forms and arrangements whieh 
were disclosed to and in the possession of the public for years 
prior to the appheation for the Cohn patent. 


For the reason, therefore, that the defendant’s envelopes 
do not have the transparent portion or window itself in the 
form or configuration of an artiele of manufacture, and ‘in 
outline charaeteristic of some syinbol of trade,’’ and for the 
reason that they do not have permanent advertising matter 
either on the border surrounding the window or envelope, or 
on the face of the envelope itself, all of whieh are required 
by the claims of the Coln patent, the defendant’s envelopes 
do not contain, embody, or employ the particular arrangement 
of devices which Colin claimed as his own, and for which he 
sought protection through his second patent. 


If it be contended, on behalf of the complainant, that the 
defendant’s envelopes are an infringement of the claims of 
the second Colin patent, on the ground that as an advertising 
device they accomplish the same purpose and secure the same 
result, then we reply that equivalency in result is not de- 
terminative of the question of infringement. This has been 
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established by the decisions of the Supreme Court for half 
a century or more. 


In Burr v. Duryca, 1 Wall., 572, the Supreme Court said: 


“That two machines produce the same effect, will not 
justify the assertion that they are substantially the same, 
or that the devices used by one are, therefore, mere equiv- 
alents for those of the other.’’ 


Again, on page 373 of the report, the Supreme Court said: 


“The argunent to show infringement assumes that 
every combination of devices in a machine which is used 
to produce the same effect, is necessarily an equivalent 
for any other combination used for the same purpose. 
This is a flagrant abuse of the term equivalent.’’ 


Again, on the same page, the Supreme Court said: 


‘‘It has been argued, that though not a eolorable i- 
vasion of the patentee’s claim it is an evasion of its 
patent, which is equally injurious. If so, it is damnwn 
absque injurta. Fivery man has a right to make an im- 
provement in a machine, and evade a previous patent, 
provided he does not invade tle rights of the patentee.’’ 


In order to infringe a patent, three things are to be taken 
into consideration—the means, the mode, and the result. As 
said by Judge Morrow, of California, in American Can Co. v. 
Hickmett Asparagus Co., 137 Fed., 90: 

‘To sustain a claim of infringement three things must 


be found: Tirst, identity of result; second, identity of 
means; third, identity of operation.’’ 


Or, as said hy Judge Reed in American Steel & Wire Co. v. 
Denning Wire & Fence Co., 176 Fed., 565: 
“To sustain the charge of infringement of a patented 


machine the infringing machine must be substantially 
identical with the one alleged to be infringed in (1) the 
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result attained; (2) the means of obtaimimeg that result; 
and (3) the manner in which its different mechanisms 
operate und co-operate to produce that result. If the 
machines are substantially Jifferent in either of these 
respects, the charge of infringement is not sustained.’’ 


To constitute an infringement of the claims of the second 
Cohn patent, it is necessary to show that the patented envel- 
opes and the defendant’s envelopes, as “dvertising devices, 
are substantially identical in their means, their mode of op- 
eration, and their results. The windows must be substan- 
tially alike—they must both be, in form or contour, in outline 
characteristic of a symbol of trade, irrespective of the form 
or Contour of the border. The permanent advertising mat- 
ter must he located in both envelopes substantially alike—on 
the tinted border or on the face of the envelope. The result 
attained must be the same in both envelopes—the shape or 
contour of the window must indicate the article of manufae- 
ture, even though the border extend from the edges of the 
window to the edges of the envelope, which result cannot be 
attained in the defendant’s envelope if the border were so 
extended. The patented envelope and the defendant’s envel- 
ope are not alike, therefore, either in the window, the printed 
advertising matter, or the results whieh they are capable of 
attaining. 


Furthermore, it must be borne in mind that the proofs as 
to infringement must be so strong and sufficient as to over- 
eome the legal presumption of innocence, beyond a reasonable 
donbt. The infringement of a patent is a trespass or tort 
and the law presumes no wrong. If on the whole case the 
court has doubts on the question of infringement, such doubts 
must be resolved in favor of the defendant. Courts do not 
take a defendant’s money or property and give it to a com- 
plainant, or interfere with his business, if they have any 
reasonable doubt on the question of infringement. This is 
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aneient law established in the beginning of patent suits. As 
said by Justice McLean before any of us were born, in con- 
sidering the question of infringement, in Brooks v. Bicknell, 
3 Mclean, 432: 

‘“‘The proof here devolves on the plaintiffs. They al- 
lege that the defendants have infringed their rights, and 
to obtain your verdict they must show it. Doubts under 
this head will incline you favorably to the defendants, as 
they are not to be deprived of a right which 1s common 
to every citizen, unless it shall clearly appear that their 


machine is substantially like the one claimed by Wood- 
worth.”’ 


If, therefore, upon weighing the various considerations 
urged in favor of infringement and against infringement, 
the court have doubt on the subject, it must resolve such 
doubt in favor of the defendant and hold that no infringe- 
ment is established. 


The Unauthorized Admission as to Infringement. 


It is contended, however, on the part of the complainant, 
that during the taking of the prima facie testimony, on No- 
vember 3, 1910, defendant’s counsel, who was in attendance, 
admitted and conceded that the defendant’s envelope con- 
tained the subject-matter of the first claim of the second 
Cohn patent. It is trne that during the complainant’s prima 
facie testimony, Mr. Sullivan, the local solicitor that we got 
to represent the defendant in San Francisco, made a conces- 
sion that appears to justify such contention, so far as the 
first elaim is concerned. This concession, however, was made 
inadvertently and contrary to the express instructions and 
directions given to Mr. Sullivan in a letter from ourselves, 
dated October 11, 1910, and quoted in the Defendant’s Record 
at page 480. In that letter, after requesting Mr. Sullivan to 
attend on the part of the defendant, we said: 
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“We presume that all Mr. Townsend will do in mak- 
ing lis prima facie will be to offer the patents in evi- 
dence, samples of the envelopes, and examine an expert 
to testify to the similarities between the envelopes and 
the patents. 

“Do not admit mfringement, as we think there is na 
infringement—particularly of the second Cohn patent. 
Simply admit the fact of use, but make no admission that 
such use mfringes the Cohn patents."’ 


Immediately upon reeeipt of a copy of the testimony taken 
on prima facie, we wrote Mr. Sullivan ealling attention to the 
error into whieh he had fallen, and he immediately, and on 
November 23, 1910, served a notice on complainant’s conn- 
sel, which was quoted into the Defendant’s Record, at page 
483, in which he withdrew the admission made during the 
taking of the pruna facie testimony. In this Retraxit we 
offered to permit complainant to proceed further with the 
examination of the witness on the stand at the time the ad- 
mission was made, offered to waive all objections to the fur- 
ther examination of the witness growing out of the facet that 
the time for taking the prima facie testimony had expired, 
and further, offered ‘‘to pay any and all costs necessary and 
ineident to the further examination of the said witness.”’ 
This was done so as to place the complainant in a position 
Where he could not possibly claim that he had been prejudiced 
or injured in any way by the inadvertent admission made by 
Mr. Sullivan. <At that time no testimony whatever had been 
taken on the part of the defendant, and, as the court can see, 
in view of the prompt withdrawal of the admission, and notiee 
and offer on the part of the defendant, no injury or prejudice 
whatever had or has accrued to the complainant by reason of 
the admission. 


Furthermore, the admission related to a matter that is 
before the court and open for the inspection and considera- 
tion of the court; and in such cases courts always exercise 
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their own judgment as to the truth of the admission, unless 
the complainant has been so prejudiced by relying upon the 
admission that greater injustice would be done by disregard- 
ing than by accepting the admission. The question that is 
always presented in such cases is as to whether the party 
has been put into such a position by the admission that injury 
and prejudice would result from its withdrawal or from dis- 
regarding it. In this ease, however, as no prejudice has re- 
sulted, or can result, by giving full effect to the Retraszit, the 
eourt will consider the question of infringement presented 
on its merits, without reference to an admission made in- 
advertently and contrary to express instructions. 


ven in the ease of an admission in an answer under oath 
a Court of Equity will not hesitate to look at the facts, al- 
though giving effect to the admission, but to the minimum 
extent required. This is fully illustrated by the action of the 
Supreme Court in the case of Jones v. Morehead, 1 Wall., 
164, where the defendant had filed an answer under oath ad- 
mitting infringement. After considering the construction and 
limitations that were to be put upon the patent in suit, and 
comparing the defendant’s locks with them, the court, the 
italics being ours, said: 


‘It therefore appears that, in point of fact, the defend- 
ants have not infringed the Sherwood patent, and if we 
were unembarrassed by the pleadings, we should dismiss 
the bill with costs. But the defendants have admitted in 
their answer that they did make locks as deseribed in 
Sherwood’s patent. 

“The fact that the defendants did manufacture and sell 
locks of the character of those patented by Sherwood, 
must be accepted as established in this case by the plead- 
ings. The admission, however, need go no further than 
its terms necessarily imply. The language of the admis- 
sion is satisfied, hy assuming that the smallest number 
of locks were made, consistent with the use of that word 
in the plural.’’ 
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In the case at bar the admission was not made in the an- 
swer and under oath, but during the examination of the ecom- 
plainant’s expert witness Maynard, and it was confined to one 
envelope—Exlibit C—and if given effect at all, should, under 
the principle of the above decision, be limited to the specific 
envelope. The admission was made inadvertently and against 
express instructions, and was promptly withdrawn. The re- 
ply testimony of the complainant shows that the witness May- 
nard was alive, available, and even with lis office in the same 
suite of rooms occupied by the eomplainant’s counsel, and 
that he was present during the taking of complainant’s reply 
testimony. This is brought out in R-N Qs. 185-187 asked of 
the complainant, and his answers thereto, at page 199. 


Furthermore, the admission becomes unimportant and im- 
material, in view of the plain invalidity of the second Cohn 
patent, in view of the Boldt 1897 Iinglish patent, taken in 
econneetion with the state of the art as exhibited by the other 
prior patents in evidence. And in this connection, the en- 
velope covered by the first Cohn patent, whieh discloses every- 
thing exeept the partienlar shape or contour of the window 
or transparent portion and the advertising matter, must be 
taken into consideration. 


The Equities of the Parties. 


In equity suits, the respeetive merits and equities of the 
parties are to be taken into consideration. The evidence 
shows that Cohn has never manufactured the envelopes of 
his patents, after making the first lot of 10,000 in the fall of 
1904. Ife has never conferred on the pubhe generally the 
benefit and advantages which result from furnishing them 
with envelopes containing his inventions. His patents are 
what the courts have frequently called ‘‘mere paper patents.’’ 
We call attention to this, not for the purpose of denying the 
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right of Colin to hold his patents in non-use and still seek 
equitable relicf under them, but for the purpose of saying 
that these non-used patents do not specially appeal to a court 
of equity for any liberal consideration, either on the ques- 
tion of validity or on the question of infringement. 


On the other hand, the Transo Paper Company, manufac- 
turer of the defendant’s envelopes, stands in a very meritori- 
ous position. Mr. Regenstein, in answering question 79, on 
page 278, says that, ‘‘After the border matter was settled in 
January, 1904, we gave our attention, wp to this day, to the 
perfecting of the transparency of the window.’’ In answer- 
ing the next question, he says that this was ‘‘a very difficult 
matter.’’ He then says that, ‘‘The difficulties in preparing 
the windows properly were found on aceount of atmospheric 
conditions, non-elastie oils, and various other causes.’’ In 
answering question 82, on page 278, he says that, ‘‘We have 
found and experienced in 1906 that the transparent window 
would stick to the back of the envelope, and have spoilt at 
least forty to fifty million envelopes in that manner.’’? In 
answering the next question, he says that, ‘‘The loss to our 
company in perfecting envelopes, is over $100,000.’’ In an- 
swering question 84, on page 279, he says that, ‘‘Our envelope 
is now considered the most perfect transparent envelope in 
existence, and has a sale in this country as well as in foreign 
countries.’’ In answering question 88, he says that, ‘‘To my 
knowledge, I am the only manufacturer, and have never seen 
any one-piece transparent envelopes made by any one else in 
this country.’’? In answering redirect question 344, on page 
341, Mr. Regenstein says that his company is engaged ex- 
clusively in the manufacture and sale of these one-piece win- 
dow-envelopes. He says that they have about 120 hands em- 
ployed in the work, and that they have in their plant ma- 
ehinery, ete., for carrying on the business, and an investment 
of ‘‘about $150,000.’ 
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It may be said that these equities concern the Transo Paper 
Company rather than the particular defendant sued in this 
ewse. As a matter of fact, and of common sense, we all know 
that the manufacturer of a machine, device, or article of com- 
merece, is the party who is most affected by the result of a suit 
neuinst a user, as in this case, and so we submit that it is 
proper to consider the equities as between Cohn on the one 
Side and the manufacturer, whose business will be affected, 
on the other. 


‘ 


Not only has Cohn never manufactured more than a few 
envelopes—for 10,000 is a mere bagatelle when we consider 
that millions of envelopes are used every day—and put the 
publie in the possession and enjoyment of the envelopes of 
his patents, but he has apparently attempted to make im- 
proper capital out of the pendency of tlis suit. He hus sent 
broadcast to the customers of the Transo Paper Company, 
the manufacturer of the defendant’s envelopes, a ‘‘Warninc”’ 
made to resemble to a layman a subpeena or writ issued from 
the court, referred to at page 334; and that it has had the 
effect of creating that impression is shown by Palhn Bros.’ 
letter in evidence, quoted in the Defendant’s Record, at page 
338, in which they say that they are in reeeipt of a notice 
from San Francisco, signed by Max M. Cohn, ‘‘which pur- 
ports to be a notice from the United States Circuit Court in 
and for the Northern District of California.’’ Palm Bros. 
further state in their letter, as showing the effeet of the 
“Warntxe’’ which purported to be ‘‘a notice from the United 
States Circuit Court,’’ that they had been using the envelopes, 
“but in view of having received this notice we have discon- 
tinued their use.’’ Of course, the complainant was within his 
rights in notifying the public of Ins patents and of the com- 
mencement of the suit, when doing so in a proper way, but 
when framing his notice in such a way as to create the im- 
pression that it emanated from the United States Circuit 
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Court, he was, as we think, transcending the limits of proper 
notification. This is particularly so when the effect of his 
‘Wanrnine’’? was to deter the public from using an article 
which he was not manufacturing and not in position to sup- 
ply. It caused a direct injury to the public that might not 
have been oceasioned if he himself had been manufacturing 
envelopes and ready to supply them to the publi. 


It is the party or manufacturer who actually gives an ar- 
ticle of manufacture to the public that benefits the public, 
and not the man who merely procures a patent and fails to 
introduce his invention into public use. 


No doubt it will be claimed that Mr. Regenstein, the presi- 
dent of the company manufacturing the defendant’s envel- 
opes, prior to their manufacture, had seen the second Cohn 
patent and some specimens of his kind of envelope, in view 
of cross-question and answer 176, on page 302. We regard 
this as a matter of no importance, in view of the faet that it 
is proper and right in every way for a party to consider and 
study a patent in order to devise other ways of effecting the 
same result; or, as said by the Supreme Court in Burr v. 
Duryea, 1 Wall., 574: 

‘‘iMvery man has a right to make an improvement in a 


machine, and evade a previous patent, provided he does 
not invade the rights of the patentee.’’ 


In American Steel & Were Co. v. Denning Wire & Fence 
Co., 194 Fed., 177, 122, the United States Circuit Court of 
Appeals for the Eighth Circuit, through Judges Adams, 
Smith and Amidon, in a ease where there had been former 
litigations between the same parties under the same patent, 
said; 

‘Appellant complains because after the deeision in the 


former ease respondent deliberately set about devising, 
with the aid of patent experts, a machine which would 


- 


155 


produce the Bates fenee, without infringing the Bates 
patent. It is sufficient to answer that complaint in the 
language of Mr. Justice Grier in Burr v. Duryee, 1 Wall. 
O31, 574, 17 1. Md. 650: ‘Every man has a right to evade 
a patent, provided he does not invade the rights of the 
patentee.” ’’ 


Indeed, it is for the purpose of informing the public as to 
Just what a patented invention consists of that the law re- 
quires specifications and drawings to be filed in the Patent 
Office and made accessible to the public. The simple ques- 
tion, and the only question, is as to whether the defendant’s 
envelopes, whether made with knowledge or without knowl- 
edge of the second Cohn patent, contain the invention which 
such patent describes and claims. If there be infringement, 
ignorance of the Cohn patents would not make it non-in- 
fringement; and, if there be non-infringement, knowledge of 
the Cohn patent would not make it infringement. The whole 
question of knowledge or lack of knowledge of the Cohn pat- 
ents on the part of the makers of the defendant’s envelope 
becomes, therefore, wholly irrelevant and immaterial. 


An Apology and Explanation. 


We feel like apologizing for the length of this brief. Its 
justification, however, is found in the length of ecomplainant’s 
brief below, which contained 287 printed pages. It seems to 
us that the ease has heen exaggerated out of all proportions to 
the real character of the supposed invention. Itisa pyramid 
built on its apex. The patent rivals one we had to defend 
against years ago, which was for tying two strings together 
to make one long one, thongh the claim was couched ve 
sonorous terms about tying the outside end of one ball of 
twine to the inside end of the next to cause them to unwind in 
suceession, and so forth. In this ease the first Colin patent 
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is essentially for nothing more than a grease spot on paper 
with a ring around it. The paper was old; the grease spot 
was old; the ring or border was old; the spreading effects of 
grease and inks were known; the concealing effects of a ring 
or border around the grease or inks were known; they had 
been used together for many years in the printers’ art; old 
printers considered that the use of borders was so well known 
that it was ridiculous to ask for a patent on a border around 
a grease spot on paper intended for an envelope; yet here it 
is, and the people who devised the method of printing a mul- 
tiple of envelope blanks on a sheet at one operation with each 
revolution of the cylinder in the press, with the grease spots 
porperly positioned, and thus made the production of one- 
piece transparent-window envelopes economical, practieal, and 
commercial, are harassed by litigation by a man who, in his 
ignorance of the use of borders in the printers’ art generally, 
teased the Commissioner of Patents, who was likewise igno- 
rant of such use, as far as the record shows, into giving him 
a patent under which he has put the really meritorious par- 
ties to thousands of dollars of expense; and all this under a 
patent which, however its claim is worded, is praetieally for 
nothing more than a ring around a grease spot on a piece 
of paper used in making an envelope. 


Well did the Supreme Court, in Atlantic Works yv. Brady, 
107 U. S., 200, deseribe the effect of granting such patents, 
when it said: ‘‘It ereates a class of speculative sehemers 
who make it their business to watch the advancing wave of 
improvement, and gather its foam in the form of patented 
monopoles, which enable them to lay a heavy tax upon the 
industry of the country, without contributing anything to the 
real advancement of the arts.’’ The Supreme Court says 
that sneh a course on the part of the Patent Office ‘‘embar- 
rasses the honest pursuit of business with fears and appre- 
hensions of concealed liens and unknown liabilities to law 
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suits and vexatious accountings for profits made in good 
fuith.’’ 
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The Gist of the Matter. 


To get down to the deeisive facts and considerations of the 
ease, they are very few, settled and indisputable, and may be 
thus formulated: 


As to the first Cohn patent, envelopes of opaque paper with 
transparent windows produced by some oily substance, but 
without any border around them, had been disclosed to the 
world in the Brown 1862 patent; envelopes of transparent 
paper with borders around a desired transparent portion con- 
stituting the widow and covering the remainder of the face 
of the envelope had been disclosed to the world in the Busch 
1896 British patent; opaque paper with desired portions ren- 
dered transparent by an oily preparation, with a border 
printed around the transparent portions, had been disclosed 
to the world in the Tudor 1878 patent and others; and borders 
had been printed for many years around various kinds of 
work in the different branches of the printers’ art, to define 
the work and cover and conceal ragged, irregular and un- 
sightly edges produced by the running or spreading of the 
inks or colors, imperfect registration, and other causes. 


With these facts established, it follows that to print the 
borders of the Buseh or ‘Tudor patents, to mention no others, 
around the transparent window of the Brown 1862 envelope, 
or the border used by printers for the same purpose, that of 
eoneealing, defining and beautifying, was merely a double 
use of the old border—not as much as that, considering that 
Busch used the border on envelopes to define his window— 
merely an old and common printers’ expedient, merely the 
applying of the familiar knowledge and usual skill of the 
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printers’ craft, merely a mechanical act that required noth- 
ing of anvention in its application. 


As to the second Cohn patent, its envelope merely differed 
from that of the first patent in the shape or contour of the 
window—the transparent portion pure and simple—irre- 
spective of the border, and the use of advertising matter on 
the border or face of the enevelope; the border may extend 
from the window to the edges of the envelope, ‘‘solid over 
the face of the envelope,’’ to use the words of the patent, 
which would, of course, annihilate and remove the invention 
unless the word ‘‘window,’’ which he says is ‘‘in outline char- 
acteristic of some symbol of trade,’’ means the window and 
not the border; envelopes having transparent windows in the 
form of trade-marks or symbols, or ‘‘in outline characteristic 
of some symbol of trade,’’ to use the words of the Cohn 
claims, or having ‘‘a trade-mark or a name or other symbol 
or device upon the transparent covering,’’—the window—to 
use the words of the Boldt patent, had been disclosed to the 
world in the Boldt British 1897 patent. 


With transparent windows in the form of trade-marks, or 
in other words ‘‘in outline characteristic of some symbol of 
trade,’’ as diselosed in the Boldt 1897 patent, it follows that 
no invention was involved or could be involved in merely 
changing the form of the transparent window of the first 
Cohn patent into a similar shape or outline. It further fol- 
lows that, as the transparent window in the defendant’s en- 
velope is not ‘‘in outline characteristic of some symbol of 
trade,’’ but is in the form and size of the regular stock win- 
dows made by the manufaeturer of the defendant’s envelopes 
and printed from the same blocks, so that, if the border were 
printed solid from the window to the edges of the envelope, 
as the Colin patent says the border may be printed, every 
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possible suggestion of any particular article of manufacture 
would be annihilated and removed, which is not the ease where 
the window is ‘‘in outhne characteristic of some symbol of 
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trade,’’ as claimed by Cohn, the defendant's envelopes, irre- 
spective of the fact that they do not have any ‘tpermanent’”’ 
printed matter, in the sense of the second Colin patent, printed 
on the border or on the face of the envelope, do not contain 
the subject-matter of the claims of the second Cohn patent 


and are not an infringement of the same. 


In view of all the foregoing, we insist that both of the Colin 
patents are invalid, in view of the state of the art, for want 
of invention, as already explained, and that the defendant’s 
envelopes do not infringe the claims of the second Cohn patent. 

Respectfully submitted, 
Tuomas A. BANNING, 
For Defendant. 


SAMveL W. Baxnina, 
Tuomas A. Bannine, JR., 
ErHraim BANNING, 


Of Counsel. 


